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With the competition escalated,

the actions of infringers may often evolve.
A clear case of such an evolution is imitat-
ing (copying) an exterior style or image

‘ of goods, a kind of mimicking the goods
‘ | 4 well-regarded by a consumer. ...
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But how does the legislation help a company
protect the appearance of its products?

The legislation has long contained the pro-
visions that make it possible to effectively
combat “classic” infringements of intellectual
property rights, i.e. illegal uses of trade marks
and other means of individualization, copy-
right or patent right items.

However, there have been no express provi-
sions in this part of the legislation for protec-
tion of the so-called style / image of products
as such for a quite some time. Clearly, in prac-
tice, a protection mechanism might be used by
referring to the provisions on unfair competi-
tion, subject to its general definition in Federal
Law No. 135-FZ dated July 26, 2006 On Pro-
tection of Competition, the basic provisions
of the Paris Convention for the Protection
of Industrial Property dated March 20, 1883,
and the fact that the list of unfair competition
forms as such is not exhaustive, which allows
the regulator — the Federal Anti-Monopoly
Service — to be more flexible in responding
to acts of unfair competition.

trade name, business name, allegation of origin

AM EN D M ENTS of goods) by placing it on the goods, labels, pack-
ages or using it otherwise with regard to the goods
TU TH E L Aw sold or otherwise commercialized in the Russian
Federation as well as by using it on the Inter-
net, including placing it in the domain name
0 N P RUTEGTI U N and in other addressing modes.
However, part 2 of the said Article is exactly
dedicated to combating unfair competition
0 F G 0 M PETITI 0 N in the form of copying or imitation of:
e Appearance of the goods commercialized by

Federal Law No. 275-FZ dated October 05, 2015 the competing business entity,

has substantially expanded the range of legal e Package of such goods,

tools to combat unfair competition. In particular, e Label,

the Law on Protection of Competition has been e Name,

supplemented with Article 14.6 that has set forth e Colour scheme,

a prohibition on unfair competition in the form e Identity as a whole (corporate clothes, appear-
of confusion. ance of sales area, showcase (collectively)),

Part 1 of this Article predictably covers a prohibi- e Or any other elements individualizing the com-
tion on unfair competition in the form of illegal peting business entity and (or) its goods.

use of means of individualization (trade mark,



With regard to the introduced

term “confusion”, in its letter

No. AD /66643 /18 dated August 22,
2018, the regulator has specified that
confusion in general means a situation
when a consumer of one product:

o Identifies such product with

the product of another manufacturer,
e Or admits, despite their differences,
that these products may be manufac-
tured by one and the same person.

In this regard, the Federal Anti-Mo-
nopoly Service has emphasized that
such behaviour in the market results
in possible redistribution of con-
sumer demand from the manufac-
turer of the original goods in favour
of the goods of the infringing com-
petitor as a result of the consumer’s
mistaken purchase of the goods made
by the infringer, since the similar-

ity of packages gives the erroneous
impression that the goods belong

to one and the same manufacturer.

DISTINGTION
BETWEEN
GONFUSION
TYPES IN UNFAIR
GOMPETITION

As the regulator has underlined in its
letter No. AK/44651 /17 dated June
30, 2017, such distinction is necessary
because the products may be individu-
alized both with certain designations
not registered as trade marks and over-
all appearance, package design ele-
ments and any other means. In case
of confusion, the products of a busi-
ness entity resemble the products

of a competitor by any parameters so
that a consumer can mistake its goods
for the competitor’s goods.

GOPYING

AND IMITATION:
WHAT IS THE
DIFFERENGE?

In its letter No. IA /74666 /15 dated
December 24, 2015 On Application

of the Fourth Anti-Monopoly Package,
the Federal Anti-Monopoly Service

of Russia has specified that:

e Copying of the item’s appearance
means reproduction of the appear-
ance of an item of any other busi-

ness entity (entrepreneur) and its
commercialization.

o Imitation of the goods’ appearance
means a sort of emulation of the com-
petitor’s goods to create an impression
for buyers that such goods belong

to the line of the imitated goods.

At the same time, the regulator has
underlined that copying (imitation)

of the appearance of the item or its
parts cannot be recognized as unlawful
if such copying is caused by their func-
tional use only.

GASE GONSIDER-
ATION PRAGTIGE

In recent years, the practice of consid-
eration by the Federal Anti-Monopoly
Service of Russia of the cases involving
unfair competition in case of imitating
/ copying goods has developed more
widely.

Clearly, the cases of the Federal
Anti-Monopoly Service, which have
been subject to judicial control, in par-
ticular, of the Intellectual Property
Rights Court, are also specifically inter-
esting. It should be noted that the leg-
islation makes it possible to initiate

a case on unfair competition not only
by turning to the Federal Anti-Monop-
oly Service, but also directly to a court
under the procedure for adversary
proceedings.

Let us consider the recent judicial
acts, the subject of which has been

the analysis of the decisions rendered
by the Federal Anti-Monopoly Service
on unfair competition in the form

of imitation / copying of goods.

So, for example, in one of the cases
(Resolution of the Intellectual Prop-
erty Rights Court No. S01-933 /2019
dated October 03, 2019 on case

No. A40-275171/2018), the follow-
ing situation has been considered.

The Russian subdivision of a major
global manufacturer of hygienic goods
has filed a complaint with the Federal
Anti-Monopoly Service indicating

that the goods imitating packages

of various complainant’s goods (men’s
deodorants, shower gels, cream soap
and shower gel cream, toothpastes,

and mouthwashes) are commercial-
ized in the defendant’s chain stores.
Having considered the files of the case,
the Federal Anti-Monopoly Service

has come to the conclusion that

the defendant’s actions to commercial-
ize goods in the packages in dispute
result in confusion with the com-
plainant’s products due to the use

of the complainant’s design solutions.
When appealing against the deci-

sion of the Federal Anti-Monopoly
Service, the defendant has drawn

the courts’ attention to the argument
that there have been no competitive
relations between it and the com-
plainant, referring to the disproportion
of market shares, sales, and revenues
of the defendant and the complainant.
However, the courts have rejected
these arguments, having stated that:

e Small outputs,

e Limited geographic area of goods
sales,

e Small revenues,

¢ And no (or small) advertising

and marketing costs

do not grant a right to parasitize
on the reputation of any third par-

ties and good awareness of the imi-
tated goods, which has been formed,

among other things, based on a large-
scale advertising campaign to pro-
mote the third party’s goods under
consideration.

In another case (Resolution of the
Intellectual Property Rights Court

No. S01-1087 /2019 dated October 17,
2019 on case No. A19-31735/2018),
the Federal Anti-Monopoly Service

has concluded on confusion of the
complainant’s and defendant’s prod-
ucts (chewing tar) and also taken into
account the statement from the Federal
State Budget-funded Institution Federal
Institute of Industrial Property (FIPS).
Based on the results of the research, it
has been concluded in the said state-
ment that the packages in dispute are
confusingly similar, since they are asso-
ciated with each other as a whole due
to the fact that they have similar fig-
urative elements (rectangles, frames,
images, branches with cones), word
elements and informational inscrip-
tions as well as due to the similarity
between the composition solution and
the colour combination of designations
(word elements made in large white
letters are located on a green back-
ground in the central part of the rect-
angles at the left of realistic images).
The defendant has tried to challenge
the decision of the Federal Anti-Mo-
nopoly Service, among other things, by
referring to the illegality of the above
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FIPS’s statement. The court has
rejected the defendant’s arguments,
having stated that the defendant’s
arguments cannot be taken into
consideration, since the FIPS’s state-
ment as such may serve as evidence

in the case, while the requirements

of the procedural law on expert opin-
ion and the formal requirements that
it is necessary to indicate in such state-
ment the information about the qual-
ification of the FIPS’s employee who
has signed the statement do not apply
to this statement.

Another recent case that has been sub-
ject to consideration by the Intellectual
Property Rights Court in this area

has involved sometimes rather acute
issue of classification of any element,
which the complainant tries to protect,
as a “traditional” element inherent

in the goods of certain type as such.
So, for example, in Resolution

of the Intellectual Property Rights Court
No. S01-625/2019 dated August 12,
2019 on case No. A40-225924 /2018,
the following situation has been consid-
ered. A dry bird food manufacturer has
filed a claim with the court, stating that
its competitor imitates the appearance
of the dry bird food packages.

During consideration of the case by

the court of first instance, the stated
claims have been satisfied, but the court
of appeal has dismissed the claim.

The court of appeal has adhered

to the position that similar images

of birds on the defendants’ goods

are placed due to the intended
purpose of the products, it is rea-
soned and traditional, typical

for this and other types of goods
and it is not a feature inherent
only in the packages of the claim-
ant’s bird food. At the same time,

the court of appeal has also empha-
sized that there are no clear criteria
for what, in the opinion of the claimant
and the court of first instance, is copy-
ing or imitation of the claimant’s prod-
ucts, which makes the claims lodged
against the defendants uncertain

and, finally, results in impracticability
to enforce the court decision.

The Intellectual Property Rights Court
has supported the position of the court
of appeal, having noted that:

¢ Only those items that may have
the function of individualization
(they have distinctiveness or have
become distinctive due to their
use) may be the items, which unautho-
rized use may cause confusion;

o At the same time, for example, sale

of goods that look similar to compet-
itor’s goods cannot be considered

to cause confusion, given that such anal-
ogy is caused by any objective reasons;

e Similar images of birds on the defen-
dants’ goods are placed due to the
intended purpose of the products, it is
reasoned and traditional, typical for this
and other types of goods and it is not

a feature inherent only in the packages
of the claimant’s bird food.

This case clearly shows that, when
deciding to initiate a case with regard

to the alleged imitation of goods,

the claimant (complainant) should care-
fully prepare the reasons supporting
the original nature of the elements used
by it for the appearance of its goods.

PRAGTICAL
GUIDELINES
AND PROVING
TAGTIGS

Based on the law enforcement prac-
tice analysis, the following main sets
of evidence elements may be distin-
guished, on which companies should
focus when initiating anti-monopoly
cases with regard to unfair competitors
in case of imitation / copying of goods:
e It is necessary to clearly reason

that there are competitive rela-

tions between the complainant

and the alleged infringer, including
outline the facts of commercialization
of goods in the same market;

e Thoroughly study the history of how
the competitor’s products have
appeared in the market and convinc-
ingly present the chronology of how its
own products in the protected appear-
ance have appeared in the market;

e Produce documented evi-

dence related to the development

of the design (appearance) of your
products and their launch on the mar-
ket (contracts with designers, advertis-
ing agencies, information about sales,
product demand);

e Collect convincing evidence confirm-
ing actual copying / imitation; Special
emphasis should be laid on a clear
description of the appearance / design
elements (design techniques, etc.) that
are used by the complainant and that
are copied (imitated) by the alleged
infringer;

e Check whether the potential defen-
dant has its own intellectual prop-

erty rights, which it may oppose as

“protective” ones if a case is initiated
(for example, industrial designs) and,
if necessary, challenge such rights

(for example, by filing an objection

to granting a patent for an industrial
design if there are relevant grounds);

e Reason distinctiveness of the listed
elements as individualization

of the goods manufactured exactly by
the complainant to be stably associated
for a goods’ consumer exactly with

the complainant;

o Establish a likelihood of confusion —
for example, based on sociological and
(or) marketing research aimed at estab-
lishing whether a consumer is likely

to confuse goods and buy one instead
of another or at creating the impres-
sion that the infringer’s goods (ser-
vices) are in any way connected with
or related to the complainant, belong
to the parallel product line, etc.;

e Reason actual or potential dam-

age (for example, due to a decline

in demand).

At the same time, as a general strategic
comment, it is worth remembering

to consistently deal with the compa-
ny’s portfolio of intellectual prop-

erty rights by consistently deciding,

for example, to patent relevant solu-
tions for the product appearance or file
anew application for a trade mark if
the existing brand is modified as well
as by searching before launching your
products on the market to assess risk
of possible claims of any third parties.
The lawyers and patent attorneys

of our firm regularly help our cli-

ents analyse the prospects of initiat-
ing cases on copying and imitation

of products, building defensive tactics
if there are any ungrounded claims,
conducting relevant cases in protection
of intellectual property rights, and we
will be happy to provide you with legal
assistance based on our experience.
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LAWS AND DRAFT LAWS

IN FEBRUARY, SEVERAL SENA-
TORS SUBMITTED TO THE STATE
DumMA A DRAFT LAwW

ON AMENDING THE FEDERAL
LAW ON PATENT ATTORNEYS
(No. 910300-7).

The draft law envisages the rights, duties,
and liability of organizations providing patent

attorneys’ services and grants a patent attorney
the rights and guarantees required to ensure

the rights of patent attorneys and their clients.
The draft law also introduces an “organization

of patent attorneys” definition and determines its
duties towards the client.

The draft law provides for establishing a patent
attorney’s office, introduces a concept of cli-
ent-attorney privilege, equates the status

of a patent attorney in court procedings with that
of an attorney at law, and stipulates an obligation
of authorities and other organizations to respond
to a patent attorney’s request.
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GOVERNMENT
ENAGTMENTS
AND DEPARTMENTAL
ENAGTMENTS

ORDER OF ROSPATENT (FEDERAL SER-
VICE FOR INTELLECTUAL PROPERTY)
No. 147 DATED SEPTEMBER 17, 2019
ON SPECIFIC FEATURES OF REGISTRA-
TION OF UEFA TRADE MARKS, RECOG-
NITION OF THE UEFA TRADE MARKS AS
WELL-KNOWN IN THE RUSSIAN FEDER-
ATION, REGISTRATION OF THE RIGHT
TO USE THE 2020 UEFA EUROPEAN
FOoOTBALL CHAMPIONSHIP SYMBOLS
(ENTERED INTO FORCE ON MARCH 7,
2020).

Shorter periods for consideration of UEFA applications
during preparation for the 2020 UEFA European Football
Championship and during its holding were set.

It was, in particular, established that the first meeting

for consideration of the UEFA application for recognition

of UEFA trade marks as well-known in the Russian Fed-
eration should be held within two months from the date

of acceptance of the relevant UEFA application. Licences

for UEFA Euro 2020 symbols should be registered within one
month from the submission date of the relevant application.

ORDERS OF FIPS (EXAMINATION
AUTHORITY) APPROVED AND PUB-
LISHED GUIDELINES FOR EXPERT
EXAMINATION OF APPLICATIONS

FOR INDUSTRIAL DESIGNS (ORDER

OF FIPS No. 11 DATED JANUARY 20,
2020) AND APPLICATIONS FOR TRADE
MARKS (ORDER OF FIPS No. 12 DATED
JANUARY 20, 2020).

Previously, the same Guidelines were approved by Rospat-
ent’s orders Nos. 127 and 128 dated July 24, 2018, which
were repealed on December 18, 2019 by the Government’s
ordinance No. 3081-r.

The Guidelines are primarily intended for the examiners

of Rospatent and FIPS, who conduct expert examination

of applications for industrial designs and trade marks.
Besides, the Guidelines may be used by applicants and their
representatives in their interaction with Rospatent.

The provisions of the Guidelines are non-regulatory.

INTERNATIONAL
TREATIES

OF THE RUSSIAN
FEDERATION

ON FEBRUARY 3, 2020, A TREATY
ON TRADE MARKS, SERVICE MARKS,
AND APPELLATIONS OF ORI-

GIN OF GOODS OF THE EURASIAN
EcoNnoMic UNION WAS SIGNED

IN Moscow.

The Treaty provides for obtaining trade mark protection

in all Eurasian Economic Union states (Armenia, Belarus,
Kazakhstan, Kyrgyzstan, and Russia) through one registra-
tion — registration of the Union’s trade mark. The EAEU
trade marks will be registered after examination of the des-
ignation by each patent office of the Union states. No single
interstate trade mark office is provided for by the Treaty.

The Treaty also provides for a regional system for protection
of appellations of origin of goods (hereinafter the “appel-
lations of origin of goods”) in the EAEU member states.

The Treaty will become effective on the date the Eurasian
Economic Commission receives the last written notice that
the required domestic procedures are implemented by

the member states. Acceptance of applications for the EAEU
trade mark and applications for appellation of origin

of the EAEU goods will begin after the Eurasian Economic
Commission receives the last written notice from an EAEU
member state that the fees amounts are set forth.

GOURT PRAGTIGE

1. PATENTS

CHALLENGING A PATENT FOR AN INVEN-
TION, FOR WHICH USE THE RIGHT
HOLDER CLAIMS COMPENSATION

IN A SEPARATE COURT PROCESS,
COMPLIES IN ITSELF WITH THE USUAL
BUSINESS PRACTICE, DOES NOT EVI-
DENCE ABUSE OF RIGHT IN GENERAL,
OR PROVIDES GROUNDS FOR APPLYING
THE ESTOPPEL (AS A SPECIFIC CASE

OF ABUSE OF RIGHT) IN PARTICULAR
(RESOLUTION OF THE PRESIDIUM

ofF THE IP CourTt No. S01-430/2019
DATED JANUARY 16, 2020 ON CASE
No. SIP-359/2018)

Rospatent allowed the appeal against patent No. 2604577
for a group of inventions issued in the name of two patent
holders and invalidated the disputed patent in full because
the invention did not meet the “novelty” and “inventive
step” patentability criteria.

Having disagreed with the said decision of Rospatent,

one of the patent holders turned to the IP Court claiming
to invalidate Rospatent’s decision.

Having considered the case the IP Court, as a court of first
instance, recognized Rospatent’s conclusions as grounded.
In the cassation appeal filed with the Presidium of the IP
Court, the patent holder stated that, in addition to his dis-
agreeing with the court’s conclusions on non-patentabil-
ity of the inventions, he also considered that the actions

of the appellant were unfair and constituted abuse of right,
since they were aimed at causing harm to the patent
holder. The claimant asserted that the sole purpose was
not to pay the claimant a royalty under a licence agreement
for the use of the inventions under the disputed patent.
Upholding the decision of the court of first instance,

the Presidium of the IP Court pointed out that, when



assessing any actions of any person for abuse of right,

the court should establish that the person’s intent was
aimed at exercising rights in a knowingly unfair way

and that his only purpose was to cause harm to another
person, and the abuse of right should be evident. How-
ever, the court of first instance found that the defendant’s
and the third party’s purposes were fair — to carry usual
business activities, which were impeded by the validity

of the disputed patent.

At the same time, the court laid emphasis on the fact that
the second patent holder acquired the exclusive rights

to the disputed patent as a result of an IP court deci-

sion on case No. SIP-818/2014. The court pointed out

that the said person did not participate in preparation

of the application materials to Rospatent for issuing the dis-
puted patent and might have been initially unaware that
the disputed technical solutions did not meet the “inventive
step” patentability criterion.

The claimant’s claim to refute the “presumption of mali-
cious intent” (on which the claimant insisted) is true only
to the extent that, if there is evidence and convincing
arguments evidencing abuse of right, the burden of prov-
ing the fairness of their conduct passes to them. As a rule,
it is assumed that parties to civil law relations are reason-
able and fair.

The Presidium of IP Court pointed out that, if there

is a claim of infringement of the exclusive right to an inven-
tion (or in case of royalty payment), two independent sce-
narios of defence are possible:

1) To prove in the same court dispute that the claimant’s
invention is not used.

2) To challenge in a separate out-of-court (administrative)
dispute the issuance of the patent for invention.

The traditional nature of the second defence method is also
confirmed by the Supreme Court of the Russian Feder-
ation, which, in Clause 142 of Resolution of the Plenum

of the Supreme Court of the Russian Federation No. 10
dated April 23, 2019 “On Application of Part IV of the Civil
Code of the Russian Federation” (hereinafter “Resolution
No. 10”), stated as follows:

“When Rospatent considers challenges to a patent...,

the court may suspend proceedings on the case of infringe-
ment of rights.

If, after considering the case of infringement of the exclu-
sive right to a patent..., the patent is cancelled..., the judi-
cial act on the case of infringement of the exclusive right
may be revised upon discovery of new facts (Clause 1

of Part 4 of Article 392 of the Civil Procedure Code of Rus-
sia, Clause 1 of Part 3 of Article 311 of the Commercial Pro-
cedure Code of Russia)”.

Thus, the Presidium of the IP Court pointed out that chal-
lenging a patent for an invention, for which use the right
holder claims compensation in a separate court process,
complies in itself with the usual business practice, does not
evidence abuse of right in general or that there are grounds
for applying the estoppel principle (as a specific case

of abuse of right) in particular.

A similar approach was shown in the resolution of the Pre-
sidium of the IP Court dated October 28, 2019 on case

No. SIP-781/2018.

The same approach may be applied in other cases if a per-
son, against whom claims based on a issued patent are filed
makes an appeal.

SUSPENSION OF PROCEED-
INGS ON A CASE ON PROTECTION

OF THE EXCLUSIVE RIGHT TO A UTILITY
MODEL BEFORE THE END OF THE DIS-
PUTE ON VALIDITY OF THE RELE-

VANT PATENT MEETS THE PURPOSE

OF EFFICIENT JUSTICE (RESOLUTION
oF THE IP Court No. S01-657 /2019
DATED FEBRUARY 14, 2020 ON CASE
No. A40-255365/2016)

The Company (Claimant) filed a claim with the court

for infringement of its exclusive right to a utility model
under patent No. 122342. When the case was considered
by the court of first instance and by the court of appeal,

the proceedings were suspended before entry into force

of the decision of the IP Court on case No. SIP-730,/2019,
which considered the Claimant’s statement for invalidation
of Rospatent’s decision annulling patent No. 122342,

The defendant filed a cassation appeal with the IP Court,
where it stated that the suspending decision contravenes
conditions of application of Article 143 of the Commercial
Procedure Code, since there were no overlaps in the sub-
ject matter of dispute, the list of parties to the case, evi-
dence, and facts. The defendant believed that the case

No. SIP-730/2019 of the IP Court, where Rospatent’s
decision on invalidation of patent No. 122342 for a utility
model in full was challenged, does not make it impossible
to consider the present case on infringement of the claim-
ant’s exclusive right to the said patent.

Besides, the defendant stated in his cassation appeal that
the courts had not considered his argument that the claim-
ant’s claim should have been dismissed, since it (after

the patent was invalidated) was the improper claimant

“due to the lack of active legitimization”. The IP Court
noted that, in accordance with Clause 1 of Part 1 of Article
143 of the Commercial Procedure Code, the court should
suspend the proceedings on the case when the decision

on another case would have material or procedural conse-
quences for the proceedings in the case under consideration.
Rospatent’s decision invalidating the patent becomes effec-
tive on the day of its adoption and results in cancellation

of the patent and termination of the relevant exclusive
right from the date of filing an application for a patent with
Rospatent.

Therefore, the actions of any other persons to use the util-
ity model, the patent for which was subsequently invali-
dated, may not be recognized as infringement of the rights
of the person, to whom the patent was issued.

The court of first instance and the court of appeal correctly
found that the decision of the IP Court on case No. SIP-
730/2019 might affect the outcome of the present case,
since it would be decisive for finding whether there is a rel-
evant exclusive right of the claimant to the disputed utility
model and whether the defendant infringed that right.

As regards the defendant’s argument that the court of appeal
had not considered the statement of improper claimant
(which is an independent ground to dismiss the claim),

the IP court pointed out that the court of appeal had stated
that the fact that the court, in the defendant’s opinion, had
also other grounds to dismiss the claim did not change

the fact that, for full and proper consideration of the dispute,
the court should answer the question of whether the claim-
ant had exclusive rights to a patent for a utility model.

On this basis, suspension of the proceedings on the case

on protection of the exclusive rights to an invention before
the end of consideration of the case, where the issue

is whether the exclusive right exists at all, meets the pur-
pose of efficient justice.
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CHANGING THE CLAIMS TRANSFERRING
THE FEATURES FROM THE DEPENDENT
CLAIMS TO THE INDEPENDENT CLAIMS
IS POSSIBLE ONLY IF THE FEATURES
CONTAINED IN THE DEPENDENT CLAIMS
HAVE EFFECT ON THE TECHNICAL
RESULT (PRESIDIUM OF THE IP COURT,
RESOLUTION DATED MARCH 6, 2020
ON CASE No. SIP-500/2019)

The Company initiated a case at the IP Court filing a claim
for invalidation of Rospatent’s decision based on the results
of consideration of the appeal against patent No. 173945
for a utility model. The patent had been previously inval-
idated in full because the utility model did not meet

the “novelty” patentability criterion.

Having considered the Company’s statement of claim for
invalidation of Rospatent’s decision, the IP Court revoked it.
Having considered the argument of the Company’s cas-
sation appeal that, at the stage of considering the appeal
against the patent, Rospatent did not suggest that

the patent holder could change the claims of the utility
model, which resulted in infringement of his rights, the Pre-
sidium of the IP Court pointed out that Rospatent’s duty

to propose changing the claims of an invention or a utility
model would arise only if the administrative authority
found the facts, where such changes remove the reasons
that served as the only basis for concluding that the item
under consideration did not meet the patentability criteria
or for classifying the claimed item as a non-patentable item.
If Rospatent does not find the said facts, there is no duty

to propose changing calims to the interested party.

Any changes in the claims transposing the features from
the dependent claims 2 and 6 (and from any other depen-
dent claims) to the independent claim might be proposed
only if the features present in the dependent claims have an
effect on the technical result.

Based on Subclause 2 of Clause 2 of Article 1376 of the Civil
Code, an application for a utility model should contain

a specification of the utility model disclosing its substance
sufficiently enough for a specialist in the art to implement
the utility model.

In accordance with Clauses 35 and 38 of Requirements

No. 701}, it is the specification of the utility model that
should contain disclosure of the effect of the utility model’s
features on the technical result to be achieved.

If there is no such disclosure in the specification, the fea-
tures cannot be deemed as essential ones, even if after

the issue of the patent it is proved that they actually have
an effect on the technical result.

In its cassation appeal to the Presidium of the IP Court,

the Company did not challenge the fact that the specifica-
tion did not disclose the effect of the features contained

in dependent claims 2 and 6 (and in any other dependent
claims) on the technical result to be achieved by the utility
model.

In response to the Company’s statement that such an

effect is obvious for a specialist, the Presidium of the IP
Court pointed out that the Company presented no data

to Rospatent or to the court of first instance in support

of its argument that such an effect was obvious. Taking

this into account, the relevant argument was rejected as
unreasoned.

1 — Requirements for Documents of an Application for a Patent for a Utility

Model (approved by the order of the Ministry of Economic Development
No. 701 dated September 30, 2015)

Thus, both Rospatent and the court of first instance law-
fully proceeded from the fact that there was no need to pro-
pose changes in the claims.

The Presidium of IP Court concluded that there were no
grounds to satisfy the cassation appeal.

2. PATENT EXTENSION

ROSPATENT LAWFULLY EXTENDED
THE VALIDITY OF A NEW PATENT, HAV-
ING RETAINED LEGAL PROTECTION
EXISTING ON THE DATE OF THE PETI-
TION FOR EXTENSION (IP COURT
DECISION DATED FEBRUARY 25, 2020
ON CASE No. SIP-905/2019)

Patent No. 2174977 (the validity period beginning from
March 29, 1996) was issued until March 29, 2016.

In 2007, upon the patent holder’s petition, the validity
period was extended until March 25, 2021 with regard
to independent claims 1 and 7. At the same time, marketing
authorization No. LS-001443 dated March 24, 2006 was
presented as the first permit to use the invention.

In 2018 (i.e., at the end of the basic 20-year period, but
within the extended validity period of the patent), the Claim-
ant filed an appeal with Rospatent based on the fact

that the invention characterized in claim 1 did not meet
one of the patentability criteria. After examination

of the appeal Rospatent rendered a decision dated
September 12, 2018 to invalidate the patent in part

and to issue a new patent with the amended claims. For this
purpose, the claims were adjusted in terms of independent
claim 1 by excluding any alternative features, while inde-
pendent claim 7 was transformed into independent claim 2
without any changes.

New patent No. 2694252 with the amended claims was
issued on July 10, 2019. The starting date of the validity
period of the patent was stated to be March 29, 1996,

i.e., date of the application, upon which the initial patent
No. 2174977 was issued.

Based on the patent holders’ petition dated July 16, 2019
and in accordance with Clause 2 of Article 1363 of the Civil
Code (as amended by Federal Law No. 35-FZ dated March
12, 2014), the validity period of this new patent was
extended and additional patent No. 2694252 with the same
claims was issued. At the same time, same marketing
authorization No. LS-001443 dated March 24, 2006 was
stated to be the first permit to use the invention under

new patent No. 2694252 in the application for extension

of the patent’s validity period. The validity period of addi-
tional patent No. 2694252 was stated to be the period from
September 12, 2018 (i.e., from the date of invalidation

of patent No. 2174977) to March 25, 2021 (i.e., to the same
date, until which the validity period of patent No. 2174977
had been previously extended).

Believing that Rospatent’s decision to extend the validity
of the new patent No. 2694252 and issuing an additional
patent is not consistent with law and infringe his rights,

the Claimant turned to the IP Court.

In support of his claims, the Claimant stated that

the validity period of new patent No. 2694252, in his
opinion, expired on March 29, 2016 (the end date

of the 20-year period beginning from the date of the appli-
cation, upon which initial patent No. 2174977 was issued),
while the petition for extension of its validity was filed

in 2019, that is, beyond the period set forth in Clause 2

of Article 1363 of the Civil Code.




Dismissing the claim, the court took into account that new
patent No. 2694252 had been issued instead of patent

No. 2174977, which validity period with regard to indepen-
dent claims 1 and 7 was extended until March 25, 2021.

It is during the extended validity period of the initial
patent No. 2174977, the Claimant filed an appeal with
Rospatent, based on consideration of which Rospatent
rendered a decision invaliding such patent in part and issu-
ing a new patent. At the same time, the legal protection

for new patent No. 2694252 was retained in full for one

of the claims, for which the validity period of patent

No. 2174977 was extended; and, for another claim,

for which the validity period of patent No. 2174977 was
extended, the scope of protection was adjusted by exclud-
ing all alternative features.

Under these circumstances and taking into consideration
that, after Law No. 35-FZ became effective, the validity
period of the new patent issued instead of the cancelled old
patent should be extended by issuing an additional patent,
the IP Court decided that Rospatent had lawfully extended
the validity period of the new patent, having retained

the legal protection of the invention existing on the date

of the application for extension.

AFTER BEING REFUSED EXTENSION

OF VALIDITY OF A PATENT, THE PATENT
HOLDER COULD FILE ANOTHER PETI-
TION TO ROSPATENT NARROWING

THE SCOPE OF PROTECTION FOR AN
ADDITIONAL PATENT DOWN TO CLAIM 2
OF THE AMENDED CLAIMS, BUT DID NOT
DO THAT CONSIDERING IT APPROPRIATE
TO INSIST ON GRANTING PROTECTION
FOR THE CLAIMED GROUP OF INVEN-
TIONS, WHICH ITSELF EVIDENCES THAT
HE HAD THE WILL TO OBTAIN EXACTLY
THAT SCOPE OF PROTECTION (IP
COURT, DECISION DATED FEBRUARY 4,
2020 oN cAsE No. SIP-417/2019)

The IP Court considered the Company’s statement of claim
for cancelling Rospatent’s refusal to extend the validity

of patent No. 2326127.

Patent No. 2326127 was issued for a group of inventions
entitled “Immunoglobulin Variants and Uses Thereof”.
The company filed a petition for extension of validity

of a patent with Rospatent and for the grant of an addi-
tional patent with the claims proposed by the Company.
The petition was based on the fact that the invention related
to a medicine, for which the first permit to use under mar-
keting authorization No. LP-004503 was obtained.

Having compared the claims proposed by the company
and the characteristics of the medicine, for which use

the permit had been obtained, Rospatent found that there
were no amino acid sequences of the constant region of an
antibody or a reference to an isotype of the antibody cha-
racterizing the constant region in Claim 1 of the proposed
claims.

For this reason, Rospatent came to the conclusion that

the claims presented by the company for the additional
patent did not characterize the product, for which use
authorization RU No. LP-004503 was obtained.

The company was sent an inquiry proposing to submit
amended claims of the invention and information confirm-
ing the identity of the active substance of the medicine,

for which use the permit had been obtained, to the subject
matter stated in the claims.

In response, the company presented the amended claims
for an additional patent. However, since the amended
claims still did not characterize the product, for which use
authorization RU No. LP-004503 had been obtained, Rospa-
tent refused to extend the validity period of the patent.

The company appealed against this refusal with the IP Court.
The IP Court did not find any grounds for invalidating

the challenged decision of Rospatent.

Having analysed the contents of Rospatent’s inquiry

and of the decision to refuse extension of validity

of the patent, the IP Court concluded that Rospatent acted
in strict accordance with the provisions of Clause 8 of Reg-
ulations No. 809 establishing the circumstances prescribed
by the said clause:

¢ Whether the claims characterize the medicine, for which
use the permit was obtained.

e Whether the product in the claims is characterized as

a compound or a group of compounds described using

the general structural formula.

e Whether it follows from the invention’s specification
that it may be used as an active ingredient of the medicine,
for which use the permit was obtained.

e Whether the combination of features determin-

ing the scope of protection of the product is identical

to the active ingredient of the medicine, for which use

the permit was obtained; whether the invention’s specifica-
tion contains information that the compound or the group
of compounds described using the general structural
formula has such activity that makes it possible to use

it in such a medicine;

e Whether the combination of features determining

the scope of legal protection of the product and character-
izing the composition specified in the claims is identical

to the characteristic of the composition of the medicine
specified in the permit.

Responses received by the IP Court from the Federal
Biotechnology Research Centre and from the Institute

of Bioorganic Chemistry, as well as consultations provided
during the court hearings by experts invited by the court
confirmed reasonableness of the Rospatent’s position.

The experts did not confirm the company’s argument that
the patent (claims and specification) contained the infor-
mation that the group of compounds described in claim 1
of the amended claims had such activity that made it possi-
ble to use it in the medicine, for which use the permit had
been obtained, either.

Taking into account the foregoing, the IP Court concluded
that Rospatent’s position contained in the challenged deci-
sion that the wording of claim 1 of the amended claims was
broader than the active substance of the medicine, which
evidenced that they were not identical, was reasonable and,
therefore, Rospatent correctly applied Clause 8 of Regula-
tions No. 809.

The IP Court also stated that after being refused exten-
tion of the exclusive right to the invention, the Company
could file with Rospatent a new request for extension

of the validity period of the exclusive right to the invention
and for issue of an additional patent narrowing the scope
of protection to claim 2 of the amended claims. However,
the patent holder did not do so and insisted on granting
protection for the claimed group of inventions, which itself
also evidences that his will was to obtain exactly that scope
of protection.

Under such circumstances, the IP Court upheld Rospatent’s
conclusion that there were no legal grounds to extend

the patent’s validity period.
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3. TRADE MARKS

INTERPRETATION OF CLAUSE 25

OF THE ADMINISTRATIVE REGULATIONS
PRESCRIBING TO PROVIDE TO THE CUS-
TOMS, ALONG WITH AN APPLICA-

TION, ADDITIONAL INFORMATION

ON THE EXISTING FACTS OF INFRINGE-
MENT OF THE RIGHT HOLDER’S RIGHTS
IS INCORRECT, SINCE IT DOES NOT
MEET THE PURPOSE OF THE MEASURES
STIPULATED BY CHAPTER 57 OF LAaw
No. 289-FZ (SUPREME COURT, RULING
No. 305-ES19-17108 DATED JANUARY
22, 2020).

The courts of three instances upheld the position of the cus-
toms that failure to submit evidence of infringement

of the trademark rights along with the application for inclu-
sion of IP in the customs register constituted a ground

to refuse inclusion of a trade mark in the Register.

The Supreme Court did not agree with such position

and stated that the opportunity to apply to the customs

for protection of IP rights is a measure stipulated by law,
the opportunity which the right holders may use to obtain
protection of the relevant rights.

Such possibility is stipulated by Federal Law No. 289-FZ
dated August 03, 2018 On Customs Regulation.

In its turn, the Federal Customs Service is vested with

the right to keep up the Register, which allows the customs
authorities to suppress any activities aimed at infringing
the rights and causing damage to the right holders.

The specific features of handling the Register were outlined
in the Administrative Regulations in which Clause 25 stip-
ulates that an application not containing the information
on the goods having signs of counterfeit goods should not
be accepted.

The Administrative Regulations set forth a declarative nature
of the procedure to suppress importation into the Russian
Federation of the goods infringing IP rights, for example,
those marked with another person’s trade mark.

In this regard, interpretation of Clause 25 of the Adminis-
trative Regulation as prescribing to provide information

on the existing facts of infringement of the right holder’s
rights is incorrect, since it does not meet the purpose

of the measures stipulated by Chapter 57 of the Law

on Customs Regulation.

Otherwise, any actions by the customs to handle the Reg-
ister will be associated only with the actually committed
offences, which, in its turn, contradicts the above regu-
lation and makes the Register meaningless as a tool that
helps identify and promptly suppress offences and protect
the right holder’s rights.

Taking into consideration the foregoing, the Judicial Cham-
ber of the Supreme Court reversed the rendered judicial
acts in full and remanded the case for a new trial.

IMAGE OF NICETAS THE EXPELLER
BEATING THE DEMON MAY BE REGIS-
TERED AS A TRADE MARK, SINCE THERE
IS NO INFORMATION THAT THE DES-
IGNATION CLAIMED FOR REGISTRA-
TION IS WORSHIPED BY RELIGIOUS
PEOPLE AND THAT ITS USE AS A TRADE
MARK MAY PROVOKE NEGATIVE
ASSOCIATIONS

Rospatent agreed with the opinion of the Examiner, and dis-
missed the appeal against granting protection to the des-
ignation on application No. 2016721310 on the basis of its
alleged non-compliance with the requirements of Subclause
2 of Clause 3 of Article 1483 of the Civil Code.
When rendering this deci-
sion, Rospatent proceeded
from the following
considerations:

e The claimed designa-
tion is a graphic image

of a great Christian martyr
Nicetas the Expeller, who

is known and honoured by
religious people belonging
to the Orthodox Church

(he is sacred for them),

and granting exclusive right
to use the claimed designa-
tion to a certain organization to derive profit and commer-
cialize such image may be regarded as offending religious
feelings of religious people;

¢ Registration of the disputed mark bearing religious
semantics, without any recommendations of the Russian
Orthodox Church, conflicts with the public interests.
BESOGON LLC (hereinafter the “Company”) filed a state-
ment of claim with the IP Court to cancel the decision

of Rospatent.

In the Company’s opinion, Rospatent made incorrect conclu-
sions, since Nicetas the Expeller is not a great saint martyr
honoured by the Russian Orthodox Church, as he is a myth-
ological historical character little known to a rank and file
Russian consumer and the disputed designation itself does
not have negative or cynical attitude towards any particular
religion and does not affect the feelings of religious people.
In order to find out professional opinion on the merits

of the dispute, the IP Court sent inquiries to the scholars,
including those from religious educational institutions,
posing the following questions:

1) Is Nicetas the Expeller a great saint martyr?

2) Is Nicetas the Expeller canonized by the Russian Ortho-
dox Church? If he is, since when?

3) Is Nicetas the Expeller holy for the Orthodox Christians?
The scholars’ negative answers to these questions coin-
cided and allowed the court to recognize Rospatent’s con-
clusions on the disputed designation as groundless.

Along with that, the IP Court also studied the issue whether
the use of the disputed designation as a trade mark might
provoke offensive associations with regard to the sub-
ject honoured by religious people and concluded that

the court had no information that the disputed designation
in the form it was claimed for registration was a subject
honoured by religious people and no information that its
use as the claimed trade mark might provoke offensive
associations.

Thus, the IP Court cancelled the challenged decision

and obliged Rospatent to register the disputed designation
as a trade mark.

Application N2 2016721310

REDUCTION IN THE NUMBER OF WORDS
IN THE NAME OF THE SERVICE DID

NOT ENTAIL REDUCTION OF SERVICES
IN THE LIST OF SERVICES OF THE SER-
VICE MARK (IP COURT, DECISION

No. SIP-797 /2019 DATED FEBRUARY 7,
2020)



The right holder of the service mark under Certificate

No. 667880 applied to Rospatent with a request to amend
the list of services of Class 35 according to ICGS, for which
the mark was registered. He wanted to reduce the service
entitled “procurement services for third parties [purchase
and supply of goods to entrepreneurs], including services
of retail and wholesale stores” to the service entitled “ser-
vices of retail and wholesale stores”.

Rospatent refused to make
such amendments, as

it came to the conclusion
that exclusion of the words
“procurement services

for third parties [purchase
and supply of goods to entre-
preneurs]” from the list

of services in Class 35
according to ICGS would
expand the scope of protec-
tion for this service mark,
since if this exclusion were allowed, the “services of retail
and wholesale stores” would imply their provision to all
types of consumers, not only to entrepreneurs. Along with
that, it was noted that there was no such service in Class 35
according to ICGS as “services of retail and wholesale
stores” as an independent section in the list of services

of the said service mark.

The IP Court agreed with this conclusion and decided that
Rospatent had lawfully found that the requested amend-
ments did not comply with the provisions of Clause 1

of Article 1505 of the Civil Code, as it would result in expan-
sion of the list of services, but not in its reduction stipulated
by this provision of the Civil Code.

“VOLOGODSKOE KRUZHEVO” APPEL-
LATION OF ORIGIN OF GOODS PREVENTS
REGISTRATION OF “VOLOGODSKAYA
KRUZHEVNITSA” TRADE MARK (IP
COURT, DECISION DATED FEBRUARY
14, 2020 oN CasE No. SIP-839/2019)

Based on Clause 7 of Article 1483 of the Civil Code Rospa-
tent refused to register “Vologodskaya Kruzhevnitsa”
(Vologda Lace-maker) word designation claimed for sweets
and a number of confectionery products as a trade mark
due to its confusing similarity to the “VOLOGODSKOE KRU-
ZHEVO” (VOLOGDA LACE) appellation of origin of goods
(Reg. No. 3).

Trade Mark N2 667880

When making

a conclusion

on the semantic
similarity

of the claimed des-
ignation

and the opposed
appellation of ori-
gin of goods based
on the similarity
of the concepts
and ideas laid
down in the desig-
nations, Rospatent
proceeded from
the information
available in dictionaries and reference sources, according
to which a lace is a textile product (made manually or using
a machine) without a woven base, where mesh pattern

b")\e‘ oY

Application N2 2010711380

is formed as a result of thread interweaving (Bolshaya
Entsiklopediya V 62 Tomakh [Large Encyclopedia in 62 Vol-
umes] (2006). Moscow TERRA, volume 24), and a lace-
maker is a lace craftswoman (Ozhegov, S. 1., Shvedova, N.
Yu. Tolkovyy Slovar Russkogo Yazyka [Defining Dictionary
of the Russian Language]).

The Judicial Chamber agreed with Rospatent’s conclusion,
as the claimed “Vologodskaya Kruzhevnitsa” designation
actually meant “craftswoman making Vologda lace”, which
made it possible to recognize the disputed designation as
confusingly similar to the “VOLOGODSKOE KRUZHEVO”
appellation of origin of goods, as it was associated with

it in general, despite some differences.

Rospatent reasonably recognized the claimant’s argument
that there is no semantic similarity of the compared desig-
nations, as the “LACE” noun is inanimate, and the “LACE-
MAKER” noun is animate, which was previously stated in
the appeal as unconvincing, since semantic meaning of the
“LACE-MAKER” word is inextricably intertwined with the
“LACE” word, therefore, it provokes a similar associative line.
Along with that, the claimant’s argument on the similarity
of goods, with regard to which the opposed appellation

of origin of goods was registered, and goods, for which
protection of the disputed designation was claimed, was
rejected, as registration of designations confusingly similar
to appellations of origin of goods as trade marks is prohib-
ited with regard to any goods. And it does not matter that
the activities of the right holder of the appellation of origin
of goods were discontinued, as the protection of the appel-
lation of origin of goods per se remains in effect.

The documents of this case are indicative of the long
existing practice of Rospatent in applying the provisions

of Clause 7 of Article 1483 of the Civil Code, including with
regard to an earlier attempt to entwine the “Vologodskaya
Kruzhevnitsa” designation into the trade mark.

+. KNOow-How

NO PROTECTION OF RIGHTS FOR KNOW-
HOW IS STIPULATED FOR THE AUTHORS,
THEREFORE, THE CHALLENGED DIREC-
TIVE VIOLATES THE COMPANY’S RIGHTS,
AS IT IMPOSES OBLIGATIONS NOT
PROVIDED BY THE LAW (RESOLUTION
OF THE IP CouRrT No. S01-1146 /2019
DATED JANUARY 24, 2020 oN CASE

No. A40-274664,/2018)

The Company, which is a contractor under a government
contract, filed a cassation appeal against the decisions of
the court of first instance and of the court of appeal, which
confirmed legality of Rospatent’s demand that the Company
pay incentive remuneration to the authors of know-how
developed during performance of the government contract.
In the Company’s opinion, neither the Civil Code or the Law
On Trade Secrets provide for authorship rights to know-
how, which was not taken into consideration by the court
of first instance and by the court of appeal.

Having considered the Company’s cassation appeal, the IP
Court came to the following conclusions.

Demanding payment of remuneration to the inventors

of know-how Rospatent proceeded from the fact that know-
how was classified as the results of intellectual activity
(Clause 1 of Article 1225 of the Civil Code), it was created
by the employees during performance of their employment
duties, and this intellectual property could not but have
authors having the right to relevant remuneration.
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From the Company’s point of view, the provisions of Article
75 of the Civil Code do not provide for the inventors’ rights
to know-how and, since know-how is just the information
on the results of intellectual activity, there is no creative
contribution during its creation, which means that there
can be no inventors of know-how.

The court of first instance and the court of appeal agreed
with Rospatent’s position that it was possible to recognize
authorship to know-how.

In order to confirm (disprove) that the court of first
instance and the court of appeal correctly applied

the legal norms when considering this case and render-
ing the appealed judicial acts, the IP Court sent inquiries
to the Private Law Research Centre and the Institute

of Comparative Law requesting them to provide profes-
sional opinion of intellectual property specialists with
regard to recognition of authorship right to know-how.
According to the response of the Private Law Research
Centre, though Chapter 75 of the Civil Code dealing

with know-how does not provide for protection of rights
of inventors of such items and, therefore, no authorship
of know-how exists, it is not a ground to refuse payment
to the employees, who created works for hire or patent-
able results (that may be eligible for patent protection

as employee’s inventions, utility models, or industrial
designs), of remuneration stipulated by Articles 1295

and 1370 of the Civil Code.

The Institute of Comparative Law provided no response

to the court inquiry.

The IP Court agreed with the interpretation of the appli-
cable legal norms given in the opinion of the Private Law
Research Centre and concluded that no protection of rights
of authors of know-how was stipulated, which follows from
the provisions of Article 75 of the Civil Code. The purpose
of legal regulation in this matter is to protect the inter-

ests of holders of the exclusive right to know-how, that is,
to protect right holders using know-how in their business
activities.

In this situation, the authorship right arises only with
regard to the results of intellectual activity related to works
for hire, employee’s inventions, utility models, industrial
designs, computer programs, integrated circuit topolo-
gies, but not to information of any nature (production,
technical, economic, organizational, and any other infor-
mation) on the same. Accordingly, by virtue of Articles
1295 and 1370 of the Civil Code the right to remuneration
belongs only to the authors of the said employee’s items.
The IP Court ruled that the conclusion of the court of first
instance and the court of appeal to the effect that each
employee of the company’s staff, who made a creative con-
tribution to the creation of the disputed results of intellec-
tual activity, had the right to incentive remuneration could
not be considered as grounded.

On this basis, the IP Court reversed the decisions

of the inferior courts and rendered a new act on the case
cancelling Rospatent’s directive in that part of the deci-
sion that provided that the Company pay remuneration

to the authors of know-how.

5. COMPANY NAMES

THE COURT OF FIRST INSTANCE REA-
SONABLY PROCEEDED FROM THE FACT
THAT IF THE CLAIMANT HAS FULL
COMPANY NAME IN THE RUSSIAN LAN-
GUAGE, THE COMPANY IS ENTITLED

TO HAVE AN ABBREVIATED COMPANY
NAME IN THE RUSSIAN AND FOREIGN
LANGUAGES («PROFF-STEEL») (IP
COURT, RESOLUTION DATED FEBRUARY
6, 2020 oN CASE No. A32-6552/2019)

Having considered the cassation appeals from the tax
authorities, the court of cassation concluded that there
were no legal grounds to satisfy such appeals due

to the following.

As found by the courts and as it appears from the doc-
uments on file, on October 08, 2018, the company filed
arequest for state registration of amendments to the con-
stituent documents of the legal entity with regard to creat-
ing an abbreviated name of legal entity — «Proff-Steel Ltd.».
By decision of the inspectorate No. 7544985A dated Octo-
ber 15, 2018, the company’s application was dismissed
based on Clause 1 of Article 23 of Law No. 129-FZ dated
August 08, 2001, since the documents submitted by

the company were made, among other things, in a foreign
language.

By decision of the directorate No. 24-12-2178 dated Decem-
ber 21, 2018, the company’s appeal against the said deci-
sion of the inspectorate was dismissed.

When refusing to perform state registration of amend-
ments to the information on the legal entity, the directorate
proceeded from the fact that the abbreviated company
name “Proff-Steel” containing, in addition to the letters

of the Russian language, the letters of the foreign alpha-
bet without Russian transcription did not meet the requi-
rements of Clause 3 of Article 1473 of the Civil Code.
Believing that the tax inspectorate’s decision did not meet
legal requirements and infringed its right to the abbrevi-
ated business name, the company filed a statement of claim
with the court.

The court of first instance proceeded from the fact that

the current legislation does not contain any prohibition

to exercise the right to one abbreviated business name

in a foreign language subject to responsibility to have a full
name in the Russian language, for which reason it recog-
nized the appealed decisions as illegal.

The court of appeal supported the said conclusion

of the court of first instance and upheld the challenged
decision.

Despite the arguments of the cassation appellants, the IP
Court considers that the conclusions of the court of first
instance and of the court of appeal comply with the provi-
sions of substantive law.

In the opinion of the IP Court, the court of first instance
reasonably proceeded from the fact that if the claimant

has a full company name in the Russian language the com-
pany is entitled to have an abbreviated company name

in the Russian and foreign languages which is currently
shown in an extract from the Unified State Register of Legal
Entities, which means, as the court of first instance cor-
rectly stated, that the decisions of the tax authorities do
not comply with the provisions of Clause 3 of Article 1473
of the Civil Code.

Contrary to the arguments of the cassation appellants,

the use by the legal entity of the abbreviated company name
(«Proff-Steel Ltd.») does not violate the current law, which
means that the company could not be refused to register
amendments to the constituent documents based on Clause
1 of Article 23 of Law No. 129-FZ dated August 08, 2001.
Under such circumstances, the challenged non-regulatory
legal acts were lawfully recognized as illegal by the court

of first instance.



6. LICENCE AGREEMENTS

CHANGE IN THE DISTILLERY’S NAME
FROM “Moscow WINE AND BRANDY
DisTiLLERY KIN OJSC” TO “MOS-
cow WINE AND BRANDY DISTILL-
ERY KIN JSC” TO BRING IT IN LINE
WITH THE PROVISIONS OF PART IV
OF THE CIvIL CODE DOES NOT REQUIRE
AMENDING THE CONSTITUENT DOC-
UMENTS CONTAINING ITS FORMER
NAME, INCLUDING THE STATE REGIS-
TER OF TRADE MARKS AND SERVICE
MARKS (IP COURT, RESOLUTION
DATED FEBRUARY 26, 2020 oN CASE
No. A40-319167/2018).

“Moscow Wine and Brandy Distillery KiN JSC” (hereinaf-
ter the “Company”), which owns trade mark No. 347981,
applied to Rospatent filing an application for a state
registration of a licence, but Rospatent notified it that,
in violation of Clause 3 of the Rules, the right holder’s
name specified in the documents submitted for registra-
tion as regards its legal form (Moscow Wine and Brandy
Distillery KiN Joint-Stock Company) did not correspond
to the right holder’s name specified in the Register

of Trade Marks (Moscow Wine and Brandy Distillery
KiN Open Joint-Stock Company), which prevented state
registration.

Considering the refusal to register the licence as unlaw-
ful, the Company applied to the commercial court with

a claim to cancel Rospatent’s decision refusing to reg-
ister the licence agreement. The court of first instance
and the court of appeal satisfied the asserted claims.
Rospatent filed a cassation appeal, where it stated that

it did not expressly follow from the documents submitted
by the applicant for registration that the company’s name
was changed from Moscow Wine and Brandy Distillery
KiN OJSC to Moscow Wine and Brandy Distillery KiN JSC
to bring its legal form in line with the requirements of Part
IV of the Civil Code and no documents supporting it were
submitted.

Having considered the cassation appeal filed by Rospatent,
the IP Court concluded that there were no legal grounds
to satisfy the appeal.

The refusal to register the license agreement was issued
by Rospatent in violation of provisions of Federal Law

No. 99-FZ, because of inconsistencies between the infor-
mation on the right holder and the information available
in the State Register of Trade Marks and Service Marks;
there were no doubts about the validity of the documents.
In case of such doubts Rospatent could have requested
such documents and information from the applicant.
Under such circumstances, the IP Court considered that
the court of first instance and the court of appeal, having
examined the documents on file, came to the correct con-
clusion that the challenged decision of Rospatent did not
comply with law.

EAPO PRAGTIGE

The Eurasian Patent Office (EAPO) and the Japan Patent
Office (JPO) concluded an agreement to continue their
cooperation in the Patent Prosecution Highway Program
(PPH Program) on an ongoing basis.

The pilot PPH Program between EAPO and JPO was first
launched on February 15, 2013 for a three-year period. Fur-
ther, the duration of the program was extended more than
once.

Since May 1, 2020, the PPH Program has been implemented
by EAPO and JPO on a continuous basis. This decision

was taken by the parties based on a positive assessment

of the program’s effectiveness for the previous years

and high mutual confidence in the quality of work in search
and expert examination.

In addition to JPO, EAPO currently has pilot PPH programs
in place with the European Patent Office (EPO), the China
National Intellectual Property Administration (CNIPA),

and the Korean Intellectual Property Office (KIPO).

ROSPATENT PRACTICE

1. PATENTS

THE APPEAL DOES NOT CONTAIN
DOCUMENTED CONFIRMATION

THAT THE INFORMATION POSTED

ON THE INTERNET BEFORE THE PRI-
ORITY DATE OF THE INDUSTRIAL
DESIGN UNDER THE DISPUTED PATENT
IS PUBLICLY AVAILABLE (DECISION

OF THE CHAMBER OF PATENT Dis-
PUTES DATED JANUARY 16, 2020

ON THE APPEAL TO PATENT No. 86758
BANYA (BAHA) ON APPLICATION

No. 2012504016 /49 WITH A PRIORITY
OoF NOVEMBER 20, 2012)

An appeal was filed against a patent for an industrial design
not meeting the “originality” patentability criterion.

The information obtained using https: //www.google.com/
Internet printouts [1]) cannot be included in the informa-
tion defeating patentability of the industrial design due

to the following.

Patent N2 86758
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The https: //www.google.com/ Internet is not a docu-
mented confirmation of public availability of any informa-
tion posted on the Internet at a specific date (Clause 23.3.(2)
of the PTO Regulations), but merely represents a search
engine having a specific search algorithm on this network.
At the same time, the person who filed the appeal did not
provide any information disproving this conclusion or
information on the search algorithm for the said Internet
system, which made it possible to unambiguously conclude
that the search results (Internet links) as at the specific
dates expressly confirmed public availability of the infor-
mation posted on the Internet links at the specified dates.
As regards the information posted on a number

of the Internet links, the decision of Rospatent pointed

out that the challenge did not contain any documented
confirmation of public availability of this information

on the Internet before the priority date of the industrial
design under the disputed patent (see clause 23.3.(2)

of the PO Regulations). Therefore, the information posted
on these Internet links may not be included in the informa-
tion defeating patentability of the industrial design under
the disputed patent.

With regard to another Internet link, Rospatent pointed
out that the information posted on it may be included

in the information defeating patentability of the industrial
design because, although the fact that this information was
publicly available on the Internet before the priority date
of the industrial design was confirmed by the web-archive.
ru Internet service, however, this Internet link did not con-
tain any images of the appearance of the item, which could
be analysed in order to establish whether the industrial
design under the disputed patent met the “originality” pat-
entability criterion or not. It should be noted that the text
information contained on this Internet link is the informa-
tion on the Finnish manufacturer of barbecue houses, sau-
nas, garden houses, luxurious rooms, etc., and log houses
made of dense durable Lapponian pine.

In its turn, this text description does not contain, in par-
ticular, such attributes from the list of the industrial
design under the disputed patent as a horizontal cylinder
bath house design consisting of the following composite
elements: a cylinder-based frame with end parts slightly
built-in, support stands and an arched roof covering

and following the shape of the upper half of the frame,
which are reflected in the images of the bath house under
this patent.

Taking into account the foregoing, it may be concluded that
the challenge contains no arguments that make it possible
to recognize the industrial design under the disputed patent
as not meeting the “originality” patentability criterion.

2. TRADE MARKS

DOMINATING POSITION OF UNPRO-
TECTED ELEMENTS OF THE CLAIMED
DESIGNATION AND ANALYSIS

OF THEIR SEMANTICS WITH REGARD
TO THE CLAIMED GOODS AND SER-
VICES SERVED AS A BASIS FOR REFUSAL
TO GRANT LEGAL PROTECTION

ON TWO GROUNDS OF ARTICLE

1483 oF THE C1viL CODE (CHAMBER
OF PATENT DISPUTES, DECISIONS
DATED FEBRUARY 07, 2020 UPON
ApPPLICATIONS No. 2018756285
AND No. 2018756287)

Based on the expert examination results, Rospatent
refused to register the combined designations containing
“CIIOPTMAPA®OH.RU” (Application No. 2018756285)
and “SPORT-MARAFON.RU” (Application No. 2018756287)
word elements as trade marks with regard to all claimed
goods in Classes 16, 18, 22, 25, 27, and 28 and ser-

vices in Classes 35, 39, and 41 according to ICGS based

on the provisions of Clause 1 of Article 1483 of the Civil
Code, since the word elements of these marks have no dis-
tinctiveness and are dominating in those marks.

cnopTMmapadoH.ru

Application N2 2018756285

sport-marafon.ru

Application N2 2018756287

When considering the applicant’s appeals against these
decisions of refusal, the panel of the Chamber of Patent Dis-
putes put forward additional grounds that were not taken
into account by the examiner.

Namely, the claimed designation does not meet the requi-
rements of both Clause 1 of Article 1483 of the Civil

Code and Clause 3 of Article 1483 of the Civil Code, since
the “cmoprTmapadon” (/“sport-marathon”) word ele-
ment included in the claimed designation was derived
from the “sports marathon” words, which according

to the dictionaries of both Russian and a number of foreign
languages mean: “Sports” is intrinsic to sports, typical

for it, “marathon” is long lasting activities of any event,
along-term campaign, and the “ru” particle is a WIPO
code of Russia also used for an Internet server address.

In this regard, for one part of the claimed goods it will
indicate their type and composition and an intended pur-
pose of a part of the claimed services. But for other goods
and services not related to sports it may confuse the con-
sumer with regard to the type, composition, and properties
of goods and services.

Along with that, it was pointed out that no documents evi-
dencing that the claimed designations had acquired any
distinctiveness before the date of applications for trade
mark registration were submitted by the applicant.

Taking into account the foregoing, the panel of the Cham-
ber of Patent Disputes decided to dismiss the appeals,

to amend Rospatent’s decisions rendered based

on the expert examination results, and to refuse registra-
tion of these trade marks, taking into account the addi-
tional grounds.

THE NAME OF THE AUTHOR’S COURSE
COULD NOT OPPOSE REGISTRATION
OF “SOSTOYANIE” TRADE MARK
(DEcCiISION OF CHAMBER OF PATENT
Di1SPUTES DATED FEBRUARY 10, 2020
UNDER CERTIFICATE No. 724070)

The creator of the author’s course entitled “SOSTOYANIE”
(individual entrepreneur M. E. Utkina, did not succeed

in challenging the registration of the “same name” trade
mark for the services in educational activities (Class 41
according to ICGS) as non-compliant with a number



of the requirements of Article 1483 of the Civil Code,
including the provisions of subclause 1 of clause 9 of Article
1483 of the Civil Code of Russia, on which the individual
entrepreneur’s main argument against registration of such
trade mark was based.

COCTOAHWE

Trade Mark N2 724070

In the appeal filed to Rospatent on November 29, 2019,

the individual entrepreneur expressed her opinion that reg-
istration of the “SOSTOYANIE” trade mark under certificate
No. 724070 infringed her copyright on the work’s title

(the “SOSTOYANIE” author’s course), which she created

in 2017, i.e., before the date of the application for registra-
tion of the trade mark (December 25, 2018).

The panel of the Chamber of Patent Disputes disagreed
with the individual entrepreneur’s opinion, relying upon
the following facts.

Under Clause 7 of Article 1259 of the Civil Code, copyright
covers part of the work, its title, if, by their nature, they
may be recognized as an independent result of the author’s
creative work.

The “SOSTOYANIE” word is a common lexical unit

of the Russian language, which has many meanings:

“1. Being in any condition (bookish). 2. Condition, in which
anyone or anything is. 3. Mood, state of mind. 4. Rank,
social situation (obsolete). 5. Private party’s property, own-
ership” (https://dic.academic.ru/).

The “SOSTOYANIE” word cannot be recognized as an
independent result of the author’s creative work, since

it is not creative and not original. The work’s title as an
independent result of intellectual activity is protected

and defended only if such part is used in isolation from
the work as a whole. At the same time, the individual
entrepreneur did not submit any evidence confirming that
the “SOSTOYANIE” word itself was perceived as the title
of her work. The documents submitted by the individ-

ual entrepreneur are also insufficient to conclude that

the “SOSTOYANIE” word was associated precisely with

the copyright-protected item belonging to her and to con-
clude that the “SOSTOYANIE” work was known before

the priority date of the disputed trade mark due to the indi-
vidual entrepreneur’s activities.

FOUR APPELLATIONS OF ORIGIN

OF GOODS V. ONE TRADE MARK (DECI-
SION OF THE CHAMBER OF PATENT
DisPUTES DATED FEBRUARY 18, 2020
UPON APPLICATION No. 2018728379
DATED JuLy 06, 2018)

The panel of the Chamber of Patent Disputes considered
an appeal against Rospatent’s decision to refuse registra-
tion of a combined designation containing the “Belyov
berry teas” (Benésckue saroansie yan) word element as
a trade mark due to its confusing similarity to appellation
of origin of goods protected in Russia: “BELYOV PASTILA”
(No. 156), “BELYOV SPICE CAKE” (No. 200), “BELYOV
ZEFIR” (No. 213), and “BELYOV MARMALADE” (No. 214),
and agreed with the Examiner’s decision.

It stated:

The “Belyov berry teas” word element is dominant

in the claimed designation.

PP

Application N2 2018728379

Font of the word element and figurative elements

in the claimed designation are not taken into consideration
during comparative analysis against the appellations of ori-
gin of goods, which are always exclusively word designa-
tions (names) without any typical font.

The “Belyov” word draws particular attention, occupying
the initial position, from which, in fact, begins the percep-
tion of the phrase under consideration in general, both

by ear and visually. The “berry teas” words are unpro-
tected and excluded from the comparative analysis against
the opposed appellations of origin of goods.

On this basis, only the “Belyov” word of the claimed
designation is subject to comparative analysis against

the opposed appellations of origin of goods.

In their turn, these appellations of origin of goods

are phrases that include nouns indicating certain types

of goods (“pastila” (pastille), “spice cake” (spice cake),
“zefir” (marshmallow), or “marmalade”, for which they
are registered, and the place of their origin is determined
by the words that are main in these names — “Belyov”
adjectives (“BesiéBckas” or “BenéBckuii”’) derived from
the geographical name of the Belyov town.

The adjectives of the opposed appellations of origin

of goods are similar to the “Belyov” word (BenéBckue)

of the disputed mark, since they have the same word stem
differing from each other only in word endings, which leads
to the conclusion that the claimed designation is confusingly
similar to all of the above appellations of origin of goods.

In the appeal, the appellant, in particular, states that

the products, from which it makes teas, for which indi-
vidualization the claimed designation is intended, grow
precisely in Belyov District of Tula Region, which justifies
his intent to individualize his goods using the relevant
word element in the claimed designation. In this regard,
the panel of the Chamber of Patent Disputes points out
that the applicant has no right to use any relevant appella-
tion of origin of goods protected in Russia, which should
have been confirmed by the relevant certificate issued by
the competent authority — the patent office.

LACK OF INTEREST OF THE PERSON
FILING AN APPEAL AGAINST A TRADE
MARK IS AN INDEPENDENT GROUND

TO DISMISS THE APPEAL (DECISION

OF ROSPATENT DATED MARCH 12, 2020
ON REGISTRATION OF TRADE MARK
No. 293888)

Rospatent received an appeal from “Faeton — Fuel Net-
work Number 1 LLC” (hereinafter the “Company”) against
trade mark No. 293888 in the name of “Stroyklyuch-4 LLC”
(hereinafter the “Right Holder”) with regard to the ser-
vices in class 37 according to ICGS due to the recogni-

tion of the right holder’s actions related to registration

of the trade mark as abuse of right and unfair competition.



Trade Mark N2 293888

The analysis of the arguments of the appeal and judicial
acts showed that the actions of the right holder to acquire
the rights to the disputed trade mark without real intention
to use it in his commerecial activities along with a claim

for unlawful use of the said trade mark against the Com-
pany, which had used the “AERO” designation in good faith
for 8 years, without the right holder’s consent were actually
recognized as abuse of right and unfair competition.

As the panel of Rospatent points out, this fact may be con-
sidered as a ground to cancel protection of the disputed
trade mark based on the provisions of Clause 2 of Article
1512 of the Civil Code, however, provided that the person
who filed the relevant appeal is found to be interested

in accordance with Clause 2 of Article 1513 of the Civil Code.
As to the Company’s interest, it follows from the judi-

cial acts that the Company uses the “AERO” designation

to individualize its goods and services that are not sim-
ilar to those goods and services, for which the disputed
trade mark is registered, which eliminates any real threat
of confusion of the persons providing such services

in the consumers’ minds; the “AERO” designation used

by the Company is not associated by consumers with

the right holder or with those types of activities, for which
the disputed trade mark is registered, for which reason

it is unable to confuse consumers with regard to the per-
son providing the services.

Along with that, the panel points out that the Company has
not submitted any documents evidencing that it provides
services in Class 37 according to ICGS, for which the dis-
puted trade mark is registered.

Based on the foregoing, the Company’s interest in chal-
lenging the trade mark under certificate No. 293888 with
regard to the services in class 37 according to ICGS speci-
fied in the certificate list is not found.

Thus, the Company’s interest in filing the appeal against
the disputed trade mark in accordance with Clause 2

of Article 1513 of the Civil Code is not observed.

Lack of interest is an independent ground to dismiss this
challenge.

Taking into account the foregoing, the panel decides
to dismiss the challenge filed by the Company and uphold
the legal protection of the disputed trade mark.

3. WELL-KNOWN TRADE MARKS

During the period from January to March, Rospatent recog-
nized the following trade marks as well-known:

e Mar MUPAMWUCTVH
Right Holder Megainpharm GmbH (Austria)
Goods/Services Medicines, namely, antiseptic medicines

(class 5 according to ICGS)

Date of Becoming August 01, 2018

Well-Known

Trade Mark

Right Holder Baikal LLC (Russia)
Goods/Services Non-alcoholic carbonated beverages

(class 32 according to ICGS)

Date of Becoming
Well-Known

May 01, 2019

1S9

129090, MOSCOW, RUSSIA
B. Spasskaya str., 25, bldg. 3
Phone: +7(495) 937-61-16
Fax: +7(495) 937-61-04
e-mail: pat@gorodissky.com
www.gorodissky.com

350000, KRASNODAR, RUSSIA
Krasnoarmeiskaya str., 91

Phone: +7(861) 210-08-66

Fax: +7(861) 210-08-65

e-mail: krasnodar@gorodissky.com

620026, EKATERINBURG, RUSSIA
197046, ST. PETERSBURG, RUSSIA  Rosa Luxemburg str., 49
Kamennoostrovsky prosp., 1/3, of. 30 Phone: +7(343) 351-13-83
Phone: +7(812) 327-50-56 Fax: +7(343) 351-13-84
Fax: +7(812) 324-74-65
e-mail: spp@gorodissky.com
603000, N. NOVGOROD, RUSSIA
Il'inskaya str., 105A
Phone: +7(831) 430-73-39
Fax: +7(831) 411-55-60

141980, DUBNA, RUSSIA

Flerova str., 11, office 33,

Moscow region,

Phone: +7(496) 219-92-99 / 92-29
e-mail: Dubna@gorodissky.com

Ossipenko str., 11

630099, NOVOSIBIRSK, RUSSIA
Deputatskaya str., 46, of.1204
Business center Citicenter
Phone / Fax: +7(383) 209-30-45
e-mail: Novosibirsk@gorodissky.com e-mail: kazan@gorodissky.com

607328, SAR0V TECHNOPARK,RUSSIA 690091, VLADIVOSTOK, RUSSIA
N.Novgorod region, Diveevo, Satis
Parkovaya str., 1, bldg. 3, office 14
Phone / Fax: +7(83134) 452-75
e-mail: ekaterinburg@gorodissky.com e-mail: sarov@gorodissky.com

443096, SAMARA, RUSSIA
Phone: +7(846) 270-26-12

Fax: +7(846) 270-26-13
e-mail: nnovgorod@gorodissky.com e-mail: samara@gorodissky.com

420015, KAZAN, RUSSIA
Zhukovskogo str., 26
Phone: +7(843) 236-32-32
Fax: +7(843) 237-92-16

450077,UFA, Russia
Verkhetorgovaya pl., 6,

Business center Nesterov, office 2.1.1
Phone\Fax: +7(347) 286-58-61
e-mail: ufa@gorodissky.com

01135, KYIV, UKRAINE
Oceansky prospect, 17, office 1003 V. Chornovola str., 25, office 227
Phone: + 7(423) 246-91-00 Ph/Fx: +380 (44) 278-4958 / 503-3799
Fax: + 7(423) 246-91-03 e-mail: office@gorodissky.ua

e-mail: vladivostok@gorodissky.com www.gorodissky.ua

614015, PERM, RUSSIA
Topoleviy per., 5,

Astra appartment house, office 4.8
Phone / Fax: +7(342) 259-54-38 / 39
e-mail: perm@gorodissky.com



