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Regional Director Senior Lawyer
(Novosibirsk) (St. Petersburg)

At the end of October,

the media spotted an

offer to sell the painting
“Suprematism” by the famous
avantgarde artist Kazimir
Malevich, posted by an ano-
nymous seller on a popular
private ads service » page2
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on the Internet’. Art market players
and experts commenting on the news
drew attention to the gaps and short-
comings in the accompanying doc-
umentation provided by the seller

and a rather low price of the painting?.
The seller lost interest in the deal

and withdrew the advertisement?,
however the discussion around

the events clearly showed that

the seller and the buyer need to take
into account a bunch of important
aspects in order to successfully con-
clude a mutually beneficial deal in rela-
tion to such a specific item as a work
of art. Some of them are outlined
below.

PURGHASE OF AN
ARTWORK AND
AGQUISITION OF
THE EXGLUSIVE
RIGHTS

Above all, the buyer needs
to decide why he is buying
an art object, what rights
he wants to have in relation
to it, and compare his
intentions with the seller’s
offer.

Works of art are quite a popular
investment tool, which is in steady
demand and makes long-term profit.
However, people collect art not only
because it is an asset that traditionally
considered as a valuable one, but also
because it provides aesthetic pleasure
and reflects life experiences, values
and interests of the collectors*.

In accordance with the Russian laws,
the transfer of ownership to a thing
does not entail the transfer or grant-
ing of any intellectual rights to a work
expressed in it, with one exception:

in the case of alienation of the orig-
inal work directly by the owner

of the exclusive rights who is not

the author®.

Thus, concluding a deal on the pur-
chase of a painting directly with its
author — the artist, and without
additionally stipulating the issue

of the acquisition of the exclusive right,
all that the buyer will gain is the paint-
ing itself as a thing. It can be hung

on the wall in one’s home, exhibited
at exhibitions or mentioned in art cat-
alogs®, but it cannot be copied and sold
without the consent of the copyright
holder, for example, as postcards or
other souvenirs containing repro-
duction of the painting, even if such
painting is a portrait of the buyer him-
self. The legislator restricts the range
of possible ways the original copy can
be used to a very few and prevents any
opportunity to make profit of it, unless
otherwise provided by an agreement
with the author or other copyright
holder.

As a general rule, the exclusive right
to a work is valid for the entire life

of the author and within seventy years
afterwards (since January 1 of the year
following the year of the author’s
death)’. The absence of provisions

on the alienation of the exclusive
right to the artwork or on its licensing
in the subject matter of the transac-
tion concluded during this period can
deprive the buyer of the opportunity
to obtain additional income from

the use of the artwork.

The purpose of the purchase not only
determines the scope of the rights
required by the buyer, but also

the degree of care to which the buyer
complies with legal formalities.

For example, the purchase of an art-
work at a flea market is rarely accom-
panied by a written contract. To meet
the aesthetic needs of the buyer, such
a spontaneous purchase is quite justi-

fied, but, from the investor’s prospects,
the lack of documents significantly
reduces the value of the art object as
an asset and makes it difficult to verify
the legal purity of the rights during
subsequent resale.

AUTHENTICGITY
OF THE
ARTWORK

Having resolved the issue
of the scope of acquired
rights, the buyer

and the seller need to verify
and prove the authenticity
of the artwork, respectively.
This is where the entire
arsenal of available
technical, technological

and art historical research
tools comes to help.
Individual circumstances

of each case, such as type
of artwork, its theme,

the materials used by

the author during its
creation, the place and date
of creation, storage
conditions — all of this
determinates the types

of expertise required

in each case and the list

of preferable expert
organizations or experts.

1— Anastasia Zakharova, Painting attributed to Malevich’s brush is sold on Avito for 450 million rubles, 27.10.2023 // https://www.kommersant.ru/

doc/6309395; Angelina VAIGEL, St. Petersburg resident sells the painting by Malevich for 450 million rubles on Avito, 27.10.2023 // https://www.spb.

kp.ru/online/news/5517430/

2 — Konstantin Mityagin, Malevich’s mystery. Fontanka asked experts about “Suprematism” for a half of a billion on Avito, 27.10.2023 // https://www.

fontanka.ru/2023/10/27/72855854/

3 — MALEVICH FOR A HALF OF A BILLION DISAPPEARED FROM AVITO, 28.10.2023 // https://spb.tsargrad.tv/news/malevich-za-polmilliarda-ischez-s-

avito_897462

4 — Art market update: A new equilibrium // https://www.privatebank.bankofamerica.com/articles/art-market-fall-update.html

5 — Clause 2 of Article 1227 and Paragraph 2 of Clause 1 of Article 1291 of the Civil Code of the Russian Federation (hereinafter — the CCRF)

6 — Clause 2 of Article 1291 of the CCRF
7 — Clause 1 of Article 1281 of the CCRF



https://www.kommersant.ru/doc/6309395
https://www.kommersant.ru/doc/6309395
https://www.spb.kp.ru/online/news/5517430/
https://www.spb.kp.ru/online/news/5517430/
https://www.fontanka.ru/2023/10/27/72855854/
https://www.fontanka.ru/2023/10/27/72855854/
https://spb.tsargrad.tv/news/malevich-za-polmilliarda--ischez-s-avito_897462
https://spb.tsargrad.tv/news/malevich-za-polmilliarda--ischez-s-avito_897462
https://www.privatebank.bankofamerica.com/articles/art-market-fall-update.html

Despite the fact that expert opinions
do not have an “expiration date”,

the technical tools are constantly
evolving, the accuracy of the research
is growing, so conducting the neces-
sary research right before the trans-
action or as its condition minimizes
possible risks.

Unfortunately, even impeccable repu-
tation, expert experience and the most
modern research methods are not
able to completely eliminate the risk
of forgery or misattribution of an art
piece.

Both art historical and technical
expertise are a comparison with

a base (model): with a whole series

of authentic works of the author, their
X-rays, with samples of the author’s
signatures and handwriting,

with a database of paints used by

the author.

The conclusion that a work belongs,
for example, to the authorship

of a certain artist is usually made,
among other things, on the basis

of affiliation of the painting to his
stylistic features and manner.

The determination of the artist’s man-
ner of painting, in turn, is the result

of a comprehensive analysis of histori-
cal and biographical information.

For example, for a long time, experts
had troubles in understanding the indi-
vidual creative manner of Alexey
Korovin and in separating his paint-
ings from the works of his father,

the famous impressionist artist Kon-
stantin Korovin, who sometimes signed
his son’s works in order to increase
their value®. In this regard, the revision
of the attributions made in respect

to this part of father’s artistic heritage
resulted in a loss of its value.
Technological progress is actively
introducing artificial intelligence (AI)
into various areas of our lives. The art
world is no exception. In particular,
there has been a recent debate among
art historians about whether Al-based
applications will be able to replace
experts in the field of authentication
of artworks. In particular, this problem
was recently discussed in connec-

tion with the scandal that broke out
in respect of the fact that thanks to an
Al program, an attempt was made

to attribute to Raphael’s painting
“Tondo De Brecy”, which allegedly
depicts the same Madonna and Child
as in the painting “Sistine Madonna”
by Raphael’. However, experts unan-
imously agree that Al programs can
only be a supplement, but not a sub-
stitute for the professional view of an
expert.

PROVENANGE

The question of the origin
of the art object,

the history of its possession
(provenance) is also
important.

An example of an almost
flawless chain of ownership
of a painting, where

it is possible to trace

each transaction from

the artist to the last

owner, is the painting by
the Spanish artist Pablo
Picasso, “Woman with

a Clock™™, which was
recently sold at Sotheby’s.
In 1966 it was bought

by Galerie Beyeler
(Switzerland) directly from
the artist.

In 1968, it was transferred to the col-
lection of the Pace Gallery (USA),
where it was acquired by the collector
Emily Fischer Landau, in whose col-
lection the painting had been stored

for more than 50 years by the time

of the last sale.

Continuity of provenance is extremely
important for the buyer. When a “blank
spot” appears in the history of owner-
ship, it can spoil even the most impec-
cable biography of the art piece.

The specificity of the Russian art
market lies in the fact that in the 20th
century our country has experienced
many upheavals, so it is often quite
difficult to document the ownership
and succession of rights. Compared
to the Western market, Russian
collectors traditionally rely more

on the opinion of experts'! than

on information about the origin of an
art object.

When studying the provenance,

the buyer should not neglect the veri-
fication of the acquired art object
according to all available registers

of missing cultural heritage.

In Russia, such register is maintained
by the Ministry of Culture of the Rus-
sian Federation, which, upon receipt
of the relevant request, enters informa-
tion about the fact of loss, gap, or theft
of cultural heritage into the relevant
register!2,

However the publicly available

part of the register is very limited

and incomplete. Similar registers exist
in other countries®. The largest inter-
national databases are the register

of art objects put on the international
wanted list'#, and the private data-
base — www.artloss.com.

Even if the origin of the art object

is not in doubt, in any case, in the art
market deals, the buyer will also take
into account the identity and reputa-
tion of the seller.

Purchasing an art piece directly from
the author is the most preferable
option for the buyer, but this is more
of a rarity than a common practice.
Most transactions in the art market
take place with the participation

of galleries, art dealers, antique shops
and auction houses. There are not so
many serious collectors in Russia.
Nevertheless, even if the seller

and the buyer mingles in the same

8 — Ekaterina Gordeeva, Expertise of Painting: The Case of Konstantin Korovin // https://thestatussymbol.com/art-expertise-konstantin-korovin/

9 — Gareth Harris, Artificial intelligence distinguishes the original from the fake // “The Art Newspaper Russia”, Issue No. 115 // https://www.theartnews-

paper.ru/posts/20231031-gkbx/

10 — Leonid Uvarcheyv, Picasso’s painting “Woman with Watch” sold for $139 million, 9.11.2023 // https://www.kommersant.ru/doc/6322869

11 — Elena Yakovleva, Fake Shishkin and Art Collectors’ Mistakes. Expert on Fakes, 08.01.2017 // https://aif.ru/culture/art/falshivyy_shishkin_i_oshib-

ki_kollekcionerov_ekspert_o_poddelkah_kartin

12 — Russian Register of Missing, Lost and Stolen Cultural Values // https://opendata.mkrf.ru/opendata/7705851331-heritage_lost_objects

13 — F.e. the U.S. FBI's National Stolen Art File (NSAF) // https://www.fbi.gov/investigate/violent-crime/art-theft/national-stolen-art-file

14 — https://www.interpol.int/en/Crimes/Cultural-heritage-crime/Stolen-Works-of-Art-Database



http://www.artloss.com
https://thestatussymbol.com/art-expertise--konstantin-korovin/
https://www.theartnewspaper.ru/posts/20231031gkbx/
https://www.theartnewspaper.ru/posts/20231031gkbx/
https://www.kommersant.ru/doc/6322869
https://aif.ru/culture/art/falshivyy_shishkin_i_oshibki_kollekcionerov_ekspert_o_poddelkah_kartin
https://aif.ru/culture/art/falshivyy_shishkin_i_oshibki_kollekcionerov_ekspert_o_poddelkah_kartin
https://opendata.mkrf.ru/opendata/7705851331heritage_lost_objects
https://www.fbi.gov/investigate/violent--crime/art-theft/national--stolen-art-file
https://www.interpol.int/en/Crimes/Cultural--heritage-crime/Stolen--Works-of--Art--Database
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field for a long time, know each other
and have no doubts about each oth-
er’s business reputation, it is highly
untenable to neglect the elemen-

tary verification of representative’s
authority to conclude a contract

and negotiate on seller’s behalf, as well
as the legal personality of the seller
himself and the absence of any encum-
brances on his rights to the object
offered for sale, for example, the rights
of the seller’s spouse to art work that

is their joint property.

There are a lot of examples when blind
faith in each other or brokers forced
buyers and sellers to enlist the help

of law enforcement officers for the pro-
tection of their rights*®.

PROPER
CONTRACT

A well-drafted contract,
including all the essential
conditions and guarantees
of the seller, will mitigate
the risks of the buyer

as a weak party

of the deal in order

to avoid the situation

of its recognition as non-
concluded or invalid.

One of the most important
issues is that the work

to be purchased, should
be described in full

details in the subject

of the contract. It is highly
recommendable that

the parties indicate its
author and title, the year
of creation (it can be
presumptive), give a verbal
description or insert a photo
of the work.

If necessary, they can include provi-
sions on the alienation of the exclu-
sive right to the work or determine
the scope of license rights.

Of course, the reimbursable deal
should provide for remuneration
both for the acquisition of the work
and for the transfer of exclusive rights
or granting a license, if applicable.
Despite the fact that in the market

of artworks and antiques, the relation-
ships between the seller and the buyer
usually are based on the principle

of caveat emptor, which means “qual-
ity at the risk of the buyer”, this does
not prohibit the buyer from provid-
ing for the seller’s liability measures
applicable to a particular type of trans-
action (sale agreement, commission
agreement) and his assurances about
the authenticity of the artwork.

These provisions will be the mini-
mum guarantee that in a disputable
situation the buyer will be able not
only to get back the remuneration
paid to the seller, but also to recover
a penalty from him for improper per-
formance of obligations.

When concluding a transaction with

a foreign element on the seller’s

or buyer’s side with a cross-border
transfer of the acquired object,

it is necessary to take into account
the peculiarities of the legal regula-
tion of the circulation of artworks

in another jurisdiction, which may
affect the validity of the contract, as
well as the requirements of Russian
legislation and the law of the Eurasian
Economic Union governing the pro-
cedure for the import and export

of artworks.

In particular, the Law of the Rus-

sian Federation dated 15.04.1993

No. 4804-1 (as amended

on 04.08.2023) “On the Export

and Import of Cultural Property” with
the latest amendments coming into
force on January 1, 2024, regulates
relations on the transfer of cultural
heritage from the Russian Federation
to foreign countries which are not
member-states of the Eurasian Eco-
nomic Union, as well as to the Russian
Federation from foreign countries —
non-member states of the Eurasian
Economic Union.

The procedure for the move-

ment of cultural heritage between

the member-states of the Eurasian
Economic Union and the list of cul-
tural heritage in respect of which

a permissive procedure for export has
been established, shall be determined
in accordance with the law of the Eur-
asian Economic Union.

In addition, the cross-border trans-

fer of the acquired work may require
the advice of specialists in the field

of customs regulation, as well as tax
lawyers.

Thus, in order to purchase a painting,
even through a private ads website,

the buyer needs to understand for what
purposes the purchase is carried out
and what the scope of rights the buyer
needs to implement these goals. An art-
work must be accompanied by reliable
provenance, the necessary expert opin-
ions, not be on the wanted list. Identity
and reputation of the seller or his rep-
resentative must not exclude the need
to verify his authority. Taking all these
actions will allow parties to conclude
areliable deal and minimize the risks
of any negative consequences for both
the seller and the buyer of the art
object.

15 — Natalia Shkurenok, How Igor Toporovsky Sold Paintings and Who Bought Them, 19.02.2020 // https://www.theartnewspaper.ru/posts/7835/;

Case of stolen paintings was complimented by the Shishkin’s Landscape, 16.02.2016 // https://www.mk.ru/daily/hotnews/2016,/02/16 /v-delo-ob-

ukradennykh-kartinakh-dopisali-peyzazh-shishkina.html



https://www.theartnewspaper.ru/posts/7835/
https://www.mk.ru/daily/hotnews/2016/02/16/v-delo-ob-ukradennykh--kartinakh-dopisali--peyzazh-shishkina.html
https://www.mk.ru/daily/hotnews/2016/02/16/v-delo-ob-ukradennykh--kartinakh-dopisali--peyzazh-shishkina.html
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LAWS AND DRAFT LAWS

THE CONSTITUTIONAL COURT
OBLIGED THE GOVERNMENT

TO CHANGE THE RULES FOR PAY-
MENT OF REMUNERATION

FOR EMPLOYEE’S INVENTIONS
(REsoLUTION No. 10-I1 DATED
MARcH 24, 2023)

While considering the case on the complaint

of Gidrobur-Service LLC, the Constitutional Court
checked the compliance with the Constitution
of Clause 4 of Article 1370 of the Civil Code

and Clause 3 of the Rules for Payment of Remu-
nerations for Employee Inventions, Employee
Utility Models, and Employee Industrial Designs
approved by the Government.

Having recognized the above provisions as not
contradicting the Constitution, the Constitu-
tional Court nevertheless indicated that when
considering a dispute on remuneration payment,
the court may reduce the amount of remunera-
tion to an employee for the use of the employee
subject matter of patent law established by

the Rules approved by the Government, if:

e Employer is not utilizing (underutilizing)

the subject matter.

e There is no expected benefit to the employer
from the use of the subject matter due to unfore-
seen circumstances or other valid reasons.

At the same time, the Constitutional Court recog-
nized Clause 3 of the Rules approved by the Gov-
ernment to be inconsistent with the Constitution
insofar as it does not allow the amount of remu-
neration to be determined for a person who
co-authored the employee’s result of intellectual
activity, taking into account personal contribu-
tion of such a person to the result obtained, when
the calculation of payment based on the amount
of his average salary may lead to a clear violation
of the principles of justice and proportionality.
The Constitutional Court ordered the Govern-
ment to make the necessary amendments

to the Rules.

THE APPROACH TO THE LEGAL
PROTECTION OF TRADEMARKS
WITH GEOGRAPHICAL ELEMENTS
HAS BEEN CHANGED (FEDERAL
Law No. 143-®3 DATED MAy 28,
2022)

On May 29, 2023, amendments to the Civil Code
made by the Law on Amendments to Part IV

of the Civil Code came into force.

The amendments that came into force set a new
approach to the protection of trademarks
incorporating, reproducing or imitating geo-
graphical indications or appellations of ori-

gin of goods. First, for goods similar to those
for which a geographical indication and appel-
lation of origin of goods are registered, regis-
tration of such trademarks (with disclaimer of


http://doc.ksrf.ru/decision/KSRFDecision670207.pdf
http://doc.ksrf.ru/decision/KSRFDecision670207.pdf
http://publication.pravo.gov.ru/document/0001202205280007
http://publication.pravo.gov.ru/document/0001202205280007
http://publication.pravo.gov.ru/document/0001202205280007
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the corresponding “geographical” element) is possible

in the name of the holder of the right to a geographical
indication and appellation of origin of goods. Compliance
with this condition is verified during examination.
Second, for non-similar goods, registration is possible

in the name of any person if the use of such trademark

is not associated by consumers with a geographical indi-
cation or appellation of origin of goods and does not
infringe the legitimate interests of the right holder of that
geographical indication or appellation of origin of goods.
Compliance with this condition is not checked during
examination of a trademark application, but its violation
may be the basis for challenging the registration of such
mark under administrative procedure within five years
after its registration.

The amendments also clarify the conditions for register-
ing the disposal of the exclusive right to a trademark with
a “geographical” element.

First, while registering the assignment, it should be verified
that there is no misrepresentation as to the place of pro-
duction of the goods.

Second, the assignment and licensing of a trademark
incorporating, reproducing or imitating a geographical
indication or an appellation of origin of goods is allowed
only in favor of the person who has the right to use
those geographical indications or appellations of origin
of goods.

The corresponding amendments have been made by

the Government and the Ministry of Economic Develop-
ment in the regulatory documents governing the registra-
tion of trademarks and registration of intellectual property
disposal (see further under Government Enactments

and Departmental Enactments).

EXPANSION OF THE RANGE OF TRADE-
MARK RIGHT HOLDERS AND MANDATORY
REGISTRATION OF A PLEDGE OF AN EXCLU-
SIVE RIGHT TO COMPUTER PROGRAMS
AND DATABASES (FEDERAL LAw No. 193-
@3 DATED JUNE 28, 2022)

On June 29, 2023, amendments to the Civil Code made by
Federal Law on Amendments to Part IV of the Civil Code
No. 193-®3 dated June 28, 2022, came into force.

In accordance with the amendments, the scope of trade-
mark rights is expanded: the restriction on the registration
of trademarks by individuals who are not individual entre-
preneurs is lifted.

Now any individual and entity can register a trademark.
The law also stipulates that termination of the status of an
individual entrepreneur is no longer the basis for terminat-
ing the registration of a trademark. To inherit a trademark,
an heir does not need to have the status of an individual
entrepreneur either.

Moreover, in addition to the mandatory registration

of assignments and licenses of computer programs

and databases included in the corresponding State Regis-
ters, which is already provided for, the amendment

to Clause 5 of Article 1262 of the Civil Code provides

for mandatory registration of a pledge of exclusive rights
to such computer programs and databases.

The corresponding amendments have been made by

the Government and the Ministry of Economic Develop-
ment in the regulatory documents governing the registra-
tion of trademarks and registration of intellectual property
and disposal thereof (see further under Government Enact-
ments and Departmental Enactments).

REDUCED INCOME TAX RATE (FEDERAL
LAw No. 166-®3 DATED APRIL 28, 2023)

The Law on Amending Article 284 of Part Two of the Tax
Code proposed by the Government has been adopted.

The law provides that the constituent entities of the Rus-
sian Federation may establish a reduced tax rate for tax

to be credited to the budgets of the constituent entities

in respect of profits derived from the licensing of intellec-
tual property.

The law listed the intellectual property subject matters

for the licensing of which reduced tax rates may be applied:
e Computer programs, databases, integrated circuits
topographies registered with Rospatent.

e Plant varieties and animal breeds certified with patents
issued by the Ministry of Agriculture.

¢ Inventions, utility models and industrial designs,

the exclusive rights in respect of which are certified with
patents issued by Rospatent, international organizations
(provided that these patents are valid in the Russian Fede-
ration) or foreign national (regional) patent offices, the list
of which will be determined by the Government (see

below under Government Enactments and Departmental
Enactments).

The amount of the tax rate and additional conditions for its
application will be set by the constituent entities of the Rus-
sian Federation.

The law will enter into force on January 01, 2024.

AMENDMENTS TO THE PROVISIONS

OF PART IV OF THE CrIviL. CODE CON-
CERNING PENALTIES FOR INFRINGEMENT
OF EXCLUSIVE RIGHTS (DRAFT LAW

No. 348960-8 DATED APRIL 28, 2023)

Chairman of the Federation Council Valentina Matvi-

enko, Russian Senators Liliya Gumerova and Andrei Kli-
shas and State Duma Deputy Pavel Krasheninnikov have
introduced Draft Law No. 348960-8 on amendments

to the Civil Code concerning the payment of compensa-
tion for the infringement of exclusive rights to the results
of intellectual activity and means of individualization.

The Draft Federal Law on Amendments to Part IV

of the Civil Code is aimed at implementing the resolutions
of the Constitutional Court of 2016 and 2020 on the cases
to check the constitutionality of provisions of the Civil Code
and provides for amendments to Articles 1252 and 1515

of the Civil Code, as well as the addition of new Article 1252
(Compensation) to the Code.

The draft law proposes to retain compensation as a penalty
for infringements of exclusive rights but at the same

time to amend the procedure for collecting and methods

of calculating compensation, to revise the conditions

for the emergence of this type of liability and the con-
sequences of multiple infringements for infringers

and injured persons.

A DRAFT LAW TO AMEND ARTICLE 1248

OF THE CIVIL CODE ON COSTS ASSOCIATED
WITH THE PROTECTION OF INTELLECTUAL
RIGHTS UNDER ADMINISTRATIVE PROCE-
DURE (DRAFT LAw No. 390361-8 DATED
JUNE 28, 2023)

Pursuant to the instruction of the Constitutional Court set
forth in its resolution No. 10-II dated January 10, 2023,
the Government submitted to the State Duma a draft law
(No. 390361-8), which provides that the costs of defend-
ing rights in Rospatent (costs incurred during the exami-


http://publication.pravo.gov.ru/document/0001202206280033
http://publication.pravo.gov.ru/document/0001202206280033
http://publication.pravo.gov.ru/document/0001202304280030
http://publication.pravo.gov.ru/document/0001202304280030
https://sozd.duma.gov.ru/bill/348960-8
https://sozd.duma.gov.ru/bill/348960-8
https://sozd.duma.gov.ru/bill/348960-8
https://sozd.duma.gov.ru/bill/390361-8
https://sozd.duma.gov.ru/bill/390361-8

nation of oppositions) shall be reimbursed to the party

in the dispute, in whose favor Rospatent made a decision,
by the other party to the dispute. The said expenses

shall consist of patent and other fees, as well as costs,
including monetary amounts payable to experts, specia-
lists and translators, expenses for reasonable payment

for the services of patent attorneys, lawyers and other per-
sons providing legal assistance (representatives), and other
expenses incurred in connection with the consideration
of the dispute.

On September 20, 2023, the draft law was adopted by

the State Duma in the first reading.

TAX EXEMPTION FOR THE USE OF PATENTS
AND LICENSES (DRAFT FEDERAL LAwW
No. 406673-8 DATED JuLy 20, 2023)

On July 20, 2023, the government submitted to the State
Duma a draft law exempting from taxation individuals
and companies that receive free of charge exclusive rights
or licenses to the results of intellectual activity (RIAs)
created during the performance of state and municipal
contracts. The possibility of such gratuitous transfer

of the exclusive right (granting of a gratuitous license)

is provided for in Article 12401 of the Civil Code.

Now, in accordance with the tax law, persons who receive
rights to the results of intellectual activity free of charge
must pay tax: individuals — personal income tax (PIT),
and legal entities — corporate income tax.

The draft federal law amends Articles 217 and 251 of Part II
of the Tax Code to provide for exemption from taxation
with personal income tax and corporate income tax

of the income received by taxpayers as a result of the gra-
tuitous transfer of exclusive rights to a result of intellec-
tual activity or rights to use a result of intellectual activity
created during the performance of a state or municipal
contract.

On September 20, 2023, the State Duma approved the draft
law in the first reading.

GOVERNMENT
ENAGTMENTS
AND DEPARTMENTAL
ENAGTMENTS

NEW RULES FOR REGISTRATION OF INVEN-
TIONS (ORDER OF THE MINISTRY OF Eco-
NOMIC DEVELOPMENT NoO. 107 DATED
FEBRUARY 21, 2023)

On April 29, Order of the Ministry of Economic Develop-
ment No. 107 dated February 21, 2023, came into force,
which approved the Requirements for Documents of an
Application for Granting a Patent for Invention (together
with the Form of Specification of Invention approved as
an annex to the Requirements), the new Rules for Prepa-
ration, Filing, and Consideration of Documents Constitut-
ing a Basis for Taking Legal Actions on State Registration
of Inventions as well as the new forms of various applica-
tions and requests being used when patenting inventions.

A significant change has been made to the provi-

sions of the Requirements concerning the observance

of the unity of invention requirement in the applica-

tion (Clause 1 of Article 1376 of the Civil Code). While

the requirement itself has not changed in the law,

the approach to establishing compliance with this require-
ment has changed and has become closer to the approach
being used under the Patent Cooperation Treaty (PCT) or
the Eurasian Patent Convention: there must be a technical
relationship between inventions claimed in a single applica-
tion, expressed by one or more of the same or correspond-
ing special technical features of the invention. At the same
time, the Requirements provide permissible combinations
of independent claims relating to subject matters of inven-
tion of the same or different types.

AMENDMENTS HAVE BEEN MADE

TO DEPARTMENTAL ENACTMENTS GOVERN-
ING THE REGISTRATION OF TRADEMARKS
(ORDER OF THE MINISTRY OF ECONOMIC
DEVELOPMENT NoO. 134 DATED MARCH 01,
2023)

Amendments have been made to the Rules for Prepara-
tion, Filing, and Examination of Documents Constituting
the Basis for Taking Legal Actions on State Registration

of Trademarks, and to the Requirements for Documents

of an Application for State Registration of Trademark, also
new forms of various documents (applications, claims,
requests) being used when registering trademarks have
been approved.

The amendments take into account the amendments made
to the Civil Code by Federal Laws No. 143-®3 dated May 28,
2022, and No. 193-®3 dated June 28, 2022, which, firstly,
changed the approach to the protection of trademarks con-
taining geographical indications and appellations of origin
of goods or similar designations; and, secondly, removed
restrictions on the registration of trademarks in the name
of individuals who are not registered as individual
entrepreneurs.

AMENDMENTS HAVE BEEN MADE

TO THE RULES FOR STATE REGISTRATION
OF DISPOSAL OF THE EXCLUSIVE RIGHT
(GOVERNMENT DECREE No. 189 DATED
FEBRUARY 09, 2023)

Partially on May 28, 2023, and finally on June 29, 2023,
the amendments made by the Government to the Rules
for State Registration of Disposal of the Exclusive Right
to Invention, Utility Model, Industrial Design, Trademark,
Service Mark, Registered Topography of Integrated Cir-
cuit, Computer Program, Database under an Agreement,
and Transfer of an Exclusive Right to them without an
Agreement entered into force.

The amendments take into account the amendments

to the Civil Code introduced by Laws No. 143-®3 dated May
28, 2022, and No. 193-®3 dated June 28, 2022.

THE RULES FOR PAYMENT OF REMU-
NERATION FOR SERVICE INVENTIONS
HAVE BEEN AMENDED (GOVERNMENT
DECREES No. 812 DATED MAY 25, 2023,
AND No. 921 pDATED JUNE 02, 2023)

Amendments 1 and Amendments 2 have been made

to the Rules for Payment of Remuneration for Service
Inventions, Utility Models, and Industrial Designs, effective
May 26 and June 3, 2023, respectively.


https://sozd.duma.gov.ru/bill/406673-8
https://sozd.duma.gov.ru/bill/406673-8
http://publication.pravo.gov.ru/document/0001202304180010
http://publication.pravo.gov.ru/document/0001202304180010
http://publication.pravo.gov.ru/document/0001202304180010
http://publication.pravo.gov.ru/document/0001202303300038
http://publication.pravo.gov.ru/document/0001202303300038
http://publication.pravo.gov.ru/document/0001202303300038
http://publication.pravo.gov.ru/document/0001202302100025
http://publication.pravo.gov.ru/document/0001202302100025
http://publication.pravo.gov.ru/document/0001202305260019
http://publication.pravo.gov.ru/document/0001202306030005
http://publication.pravo.gov.ru/document/0001202305260019
http://publication.pravo.gov.ru/document/0001202306030005
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First, the Rules are supplemented with a provision

on the procedure for payment of remuneration in case

of creation of an employee subject matter by several
co-authors.

These changes have been made in accordance with Clause
3 of Resolution of the Constitutional Court No. 10-IT dated
March 24, 2023 (see above).

Clause 3 of the Rules has been supplemented by a pro-
vision in accordance with which, if an employee subject
matter is created by the joint creative labor of several
employees, remuneration for its creation shall be paid

in proportion to the size of the creative contribution

of each of the employees.

The amount of creative contribution of employees shall be
determined by agreement between them, and if there is no
agreement, the creative contribution of all employees shall
be considered equal, unless otherwise established by an
effective court judgment.

If co-inventors conclude an agreement on the amount

of creative contribution, any of them shall notify

the employer about this in writing within 5 calendar days
from the date of conclusion of the agreement with submis-
sion to the employer of its copy.

Second, the Government established that where

the employer is a scientific organization or an educational
organization of higher education which is a state or muni-
cipal institution or a state or municipal unitary enterprise,
the remuneration to an employee to be paid in the event
that the employer concludes a license or assignment
agreement shall be paid in the amount of 50 per cent

of the employer’s remuneration provided for in the relevant

agreement.

THE RULES FOR THE LEGALIZATION OF PAR-
ALLEL IMPORTS HAVE BEEN CLARIFIED
(GOVERNMENT DECREE No. 1057 DATED
JUNE 28, 2023)

The Government has amended Clause 1 of Decree

of the Government No. 506 dated March 29, 2022

“On the list of goods (groups of goods), to which certain
provisions of the Civil Code on protection of exclusive
rights to the results of intellectual activity expressed

in such goods and to the means of individualization marked

on such goods cannot apply.”

In accordance with the amendments, the provisions

of Articles 1252, 1254, Clause 5 of Article 1286.1, Arti-
cles 1301, 1311, 1406.1, Subclause 1 of Article 1446,
Articles 1472, 1515, and 1537 of the Civil Code shall not
apply to the goods from the list approved by the Ministry
of Industry and Trade, provided that the said goods
(groups of goods) are commercialized outside the Russian
Federation by the right holders (patent holders), as well as
with their consent. Previously, Subclause 6 of Article 1359
and Article 1487 of the Civil Code were specified as not
applicable.

THE GOVERNMENT HAS ADJUSTED

THE ROAD MAP FOR TRANSFORMATION

OF THE BUSINESS CLIMATE IN TERMS

OF INTELLECTUAL PROPERTY (GOVERN-
MENT ORDER NoO. 1739-P DATED JUNE 29,
2023)

The Government considers it necessary to amend the Civil
Procedure Code and the Commercial Procedure Code

in order to place intellectual property disputes involving
individuals under the jurisdiction of commercial courts.

The Government also proposes to initiate amendments

to the Civil Code to establish the possibility for third parties
to file oppositions to industrial design patent applications
with Rospatent.

THE LIST OF AUTHORIZED BODIES OF FORE-
IGN STATES AND INTERGOVERNMENTAL
ORGANIZATIONS THAT CARRY OUT EXAMI-
NATION OF NATIONAL AND (OR) REGIONAL
APPLICATIONS AND ISSUE TITLES OF PRO-
TECTION FOR IP SUBJECT MATTERS HAS
BEEN APPROVED (ORDER OF THE GOVERN-
MENT No. 1972-p DATED JULY 24, 2023)

As provided by Federal Law No. 166-®3 dated April 28,
2023 (see above), the Government has approved the List

of authorized bodies of foreign states and intergovern-
mental organizations, which carry out examination

of national and (or) regional applications and issue titles

of protection (patents) for intellectual property subject
matters in the respective states or regions. The List includes
authorized bodies of 104 foreign states and six regional
specialized intergovernmental organizations (OAPI, ARIPO,
EUIPO, EPO, EAPO, GCCPO).

The order will enter into force since January 01, 2024.

DISPUTES OVER
GRANTING

AND TERMINATION
OF PROTECTION

ROSPATENT DID NOT ALLOW A RUSSIAN
PERSON TO REGISTER A TRADEMARK SIM-
ILAR TO THE TRADEMARKS OF FRENCH
coMPANY BALENCIAGA, WHICH LEFT

THE RUSSIAN MARKET (ROSPATENT’S DECI-
SION DATED JUNE 15, 2023, ON APPLICA-
TION No. 2021773896)

The claimed designation
under application

No. 2021773896 with prior-
ity dated November 11,
2021, was filed for registra-
tion as a trademark

in respect of goods in class
25 of the ICGS listed

by Bigmenov
Application No. 2021773896

in the application.

Rospatent refused to register this designation as a trade-
mark due to its confusing similarity with a series of trade-
marks previously registered in respect of similar goods

in class 25 of the ICGS and belonging to a single right
holder (BALENCIAGA, France):

¢ under international registration No. 1497643;

¢ under international registration No. 1407690 with con-
vention priority dated June 22, 2017;

¢ under international registration No. 1001691 with prio-
rity dated December 02, 2008;

e under international registration No. 805662 with priority
dated April 09, 2003;


http://doc.ksrf.ru/decision/KSRFDecision670207.pdf
http://publication.pravo.gov.ru/document/0001202306300058
http://publication.pravo.gov.ru/document/0001202306300058
http://publication.pravo.gov.ru/document/0001202306300052
http://publication.pravo.gov.ru/document/0001202306300052
http://publication.pravo.gov.ru/document/0001202306300052
http://publication.pravo.gov.ru/document/0001202307240073
http://publication.pravo.gov.ru/document/0001202307240073
https://www1.fips.ru/ofpstorage/Doc/PPS/2023/16.06.2023/2023%D0%9200653.pdf
https://www1.fips.ru/ofpstorage/Doc/PPS/2023/16.06.2023/2023%D0%9200653.pdf
https://www1.fips.ru/ofpstorage/Doc/PPS/2023/16.06.2023/2023%D0%9200653.pdf

e under international registration No. 456166 with priority In an appeal to the unfavorable decision, the applicant

dated November 06, 1980. argued that the said trademarks could not be cited due

In Rospatent’s opinion, the applicant’s arguments that due to the fact that their right holder — Sheraton International
to the general political situation in the world the Kering IP, LLC — is a company from the USA, a country unfriendly
Group of Companies, which owns, among others, to the Russian Federation.

the Balenciaga brand, announced the closure of stores Rospatent did not take that argument into account and con-
in the Russian Federation cannot be taken into account firmed the decision to refuse registration of the mark.

during the checking of compliance of the trademark appli-
cation with the requirements of Clause 6 of Article 1483
of the Code.

IN ORDER TO OBTAIN PROTECTION
OF AN INDUSTRIAL DESIGN IN RuUssia
ON THE BASIS OF ITS INTERNATIONAL

- REGISTRATION, THE REQUIREMENTS

B OF THE RUSSIAN LAW MUST BE COMPLIED

EL > WITH (ROSPATENT’S DECISION DATED
. |

JUNE 15, 2023, ON THE INTERNATIONAL
REGISTRATION OF INDUSTRIAL DESIGN
No. DM /220436)

. In accordance with the Hague System for the International
. Registration of Industrial Designs, WIPO granted interna-
T T ————— tional registration No. DM /220436 to a group of industrial
designs entitled “Graphic design” in the name of Kores
In addition, Rospatent noted that in accordance with Holding Zug AG (Switzerland):
Clause 1 of Article 1493 of the Civil Code, a written
request was received from the right holder of the opposed
marks containing arguments about the non-compliance
of the claimed designation with the requirements
of the legislation, of which the applicant was notified.

Registration No. 1497643 Registration No. 1407690 Registration No. 1001691

Registration No. 805662 Registration No. 456166

ROSPATENT REFUSED A RUSSIAN

FIRM TO REGISTER A MARK SIMILAR

TO THE MARKS OF THE “UNFRIENDLY” & ___________u |
AMERICAN RIGHT HOLDER BEING SHERA-
TON INTERNATIONAL (ROSPATENT’S
DECISION DATED JUNE 29, 2023, ON APPLI-
CATION No. 2022744603)

The combined designation
under application
No. 2022744603 filed with
Rospatent on July 05, 2022,
Application No. 2022744603 was claimed for registration 4 5 6
as a trademark in the name of Granel Real Estate LLC,
Republic of Bashkortostan, Ufa.
A decision was made on December 09, 2022, to refuse
the state registration of the trademark in respect of services
in Class 43 of the ICGS on the basis of the requirements
of Subclauses 1 and 6 of Article 1483 of the Code, due
to the similarity of the claimed designation with a series
of trademarks registered earlier in respect of similar ser-
vices in Class 43 of the ICGS and belonging to Sheraton . I, I —
International IP, LL.C (USA):
e under Certificate No. 412611;
¢ under Certificate No. 60833;
e under Certificate No. 339945;
e under international registration No. 1299395;
e under international registration No. 1276292;
e under international registration No. 1254859.

Link
@Sheraton SHERATON ITIEPATOH

L]
10 1"

Certificate No. 412611 Certificate No. 60833 Certificate No. 339945
During the examination of this international registration,
‘E:S:"; Rospatent sent a notice of refusal to grant protection due
SHERATON ot to violation of the unity requirement and invited the right
VACATION CLUB (S}{'lga?iton SHERATON GRAND ho]der to indicate one of the industrial designs for further

consideration. The right holder chose sample No. 6 for fur-
Registration No. 1299395 Registration No. 1276292 Registration No. 1254859  ther consideration.


https://www1.fips.ru/ofpstorage/Doc/PPS/2023/30.06.2023/2023%D0%9200704.pdf
https://www1.fips.ru/ofpstorage/Doc/PPS/2023/30.06.2023/2023%D0%9200704.pdf
https://www1.fips.ru/ofpstorage/Doc/PPS/2023/30.06.2023/2023%D0%9200704.pdf
https://www.fips.ru/pps/15_06_23/2023%D0%9201044.pdf
https://www.fips.ru/pps/15_06_23/2023%D0%9201044.pdf
https://www.fips.ru/pps/15_06_23/2023%D0%9201044.pdf
https://www.fips.ru/pps/15_06_23/2023%D0%9201044.pdf
https://www.wipo.int/idpub/26_2022/220436/970135157_REFUSAL.pdf
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Further, based on the results
of the examination, Rospat-
ent sent a second notice
of refusal to grant protection
because design No. 6, named
“Graphic design” in the reg-
istration, is not a protectable
subject matter in Russia as
an industrial design. Namely,
the decision of Rospatent
states that in accordance

with Clause 1 of Article 1352 of the Civil Code, the outer

appearance of the product of industrial or handicraft pro-

duction shall be protected as an industrial design. In this

case, in accordance with Clause 32 of the Requirements

for the Documents of the Industrial Design Application,

the product is understood to be any product of industrial or

handicraft production, in particular, packaging, label, com-

posite product, set (kit) of products, font, as well as an

independent part of the product, whereby an independent

part of the product is understood to be its separate part vis-

ible in the course of normal operation of the product,

in particular, drawings, graphic symbols, logos applied

to the surface of the product.

As noted in the Rospatent decision, if a graphic image

is claimed as an industrial design, in order to classify it as

an independent part of a product, it is necessary to indi-

cate the product for which it is intended. “Graphic design”

No. 6 under the international registration has no indica-

tion of the product of which it forms an independent part,

and therefore it cannot be protected.

Challenging the refusal to grant protection, the company,

when filing its appeal, corrected the name of the claimed

industrial design to “Drawing for pencil packaging”.

This adjustment to the title of the claimed solution was

accepted by the collegium and eliminated the reason

for the decision to refuse.

Thus, international registration No. DM /220436 is granted

legal protection as an industrial design in respect of design

No. 6 “Drawing for pencil packaging” in accordance with

Paragraph One of Clause 1 of Article 1352 of the Code.

DISPUTES OVER
INFRINGEMENT
OF THE EXGLUSIVE RIGHT

NON-USE OF THE TRADEMARK BY

THE RIGHT HOLDER HIMSELF OR UNDER HIS
CONTROL MAY LEAD TO REFUSAL TO PRO-
TECT THE EXCLUSIVE RIGHT TO THE TRADE-
MARK (RULING OF THE COLLEGIUM

ON EcoNnomMIc DISPUTES OF THE SUPREME
CouRT No. 301-3C23-2808 DATED JUNE
30, 2023, oN cASE No. A11-417/2019)

Individual entrepreneur Ibatullin filed a lawsuit against Pla-
neta LLC for protection of the exclusive right to trademark
“PLANETA” No. 299509 belonging to him. The entrepreneur
demanded that the Company be prohibited from using

a designation similar to the mark and claimed compensation
for the infringement in the amount of 600 thousand rubles.

The court of first instance dismissed the claims. The court
of appeal, supported by the cassation court (IP Court)),
overturned the decision of the court of first instance

and satisfied the claims in part, awarding 100,000 rubles
of compensation from the Company.

The Collegium on Economic Disputes of the Supreme
Court, having considered the Company’s cassation appeal,
reversed the decisions of the court of appeal and the IP
Court and upheld the judgment of the court of first instance
to dismiss the claim.

At the same time, the Collegium of the Supreme Court
reminded that in accordance with Clause 162 of Reso-
lution of the Plenum of the Supreme Court No. 10 dated
April 23, 2019, when assessing the likelihood of confusion
between the trademark and the disputed designation,

the court, in the presence of relevant evidence, should
assess both the similarity of designations and the similarity
of goods/services of the claimant and the defendant, as
well as take into account other circumstances, including
whether the trademark is used by the right holder in rela-
tion to specific goods/services. In connection with the lat-
ter, the court may investigate the issue of abuse of right
on the part of the claimant, since the recognition of abuse
of right on the part of the claimant is, by virtue of Clause

2 of Article 10 of the Civil Code, an independent ground
for dismissal of the claim.

Since there is no evidence of the likelihood of confusion
of designations in the eyes of consumers during the provi-
sion of comparable services in the case, and no adequate
evidence of the use of the mark by the right holder himself
and/or under his control was provided, while the Com-
pany proved the presence in the actions of the claimant

to acquire and use the disputed service mark of signs

of abuse of right, aimed at obtaining improper advantages
in business activities, the conclusions of the court of first
instance to dismiss the claim are lawful and justified.

IMPROPER CONDUCT OF EXPERT EXAMINA-
TION BY COURT IN A PATENT INFRINGE-
MENT CASE MAY SERVE AS A GROUND

FOR REVERSAL OF A COURT JUDGMENT
BASED ON IT (RULING OF THE COLLEGIUM
ON CrviL CASES OF THE SUPREME COURT
No. 4-KG23-7-K1 pATED JUNE 13, 2023)

Mr. Krivosheev and Mr. Nikitin filed a lawsuit against Poly-
mer CJSC for infringement of the exclusive right to the uti-
lity model “Track dowel” under patent No. 186869.

The claimants demanded that Polymer CJSC be obliged

to cease production and sale of products manufactured
using the utility model.

The court of first instance, whose judgment was upheld by
the courts of appeal and cassation during the reconsidera-
tion, dismissed the claim.

The Collegium on Civil Cases of the Supreme Court, hav-
ing considered the cassation appeal of the patent holders,
reversed the decisions of the lower courts and remanded
the case for a retrial by the court of appeal.

At the same time, the Collegium of the Supreme Court
noted that in order to properly resolve the case, the court
was to determine whether the products being manufac-
tured and sold by the defendant utilizing each feature

of the utility model as set forth in the utility model inde-
pendent claim. To clarify this issue, the court should

have ordered an expert examination and made available
to the expert full-scale specimens of the dowel being manu-
factured by the defendant after its modification.


https://www.wipo.int/idpub/49_2022/220436/970156079_REFUSAL.pdf
https://www.wipo.int/idpub/49_2022/220436/970156079_REFUSAL.pdf
https://kad.arbitr.ru/Document/Pdf/944a270f-b725-4a7c-aba9-048722247b89/3e800f31-7c96-43ce-b709-30ca4e564a3f/A11-417-2019_20230630_Opredelenie.pdf?isAddStamp=True
https://kad.arbitr.ru/Document/Pdf/944a270f-b725-4a7c-aba9-048722247b89/3e800f31-7c96-43ce-b709-30ca4e564a3f/A11-417-2019_20230630_Opredelenie.pdf?isAddStamp=True
https://kad.arbitr.ru/Document/Pdf/944a270f-b725-4a7c-aba9-048722247b89/3e800f31-7c96-43ce-b709-30ca4e564a3f/A11-417-2019_20230630_Opredelenie.pdf?isAddStamp=True
consultantplus://offline/ref=11E5B4F7AC3B678EAE24341061BAB8C46AD9A5C0E84E475697EAAE4604D7D7F637C6B8CDACE037E9DDCFB9443FK8nDM
consultantplus://offline/ref=11E5B4F7AC3B678EAE24341061BAB8C46AD9A5C0E84E475697EAAE4604D7D7F637C6B8CDACE037E9DDCFB9443FK8nDM
consultantplus://offline/ref=11E5B4F7AC3B678EAE24341061BAB8C46AD9A5C0E84E475697EAAE4604D7D7F637C6B8CDACE037E9DDCFB9443FK8nDM

However, when ordering a reexamination, the court

of appeal sent a 3-volume file to the expert institution

in November 2021. At the same time, the court of appeal
did not send full-scale specimens of the dowel being pro-
duced by the defendant to the expert institution. The expert
institution, pointing out the insufficiency of materials

for solving the questions put to the experts, asked twice

to provide the dowels being produced by Polymer CJSC as
full-scale specimens and to extend the term of the exami-
nation. Later, the court received samples of the product
“Plastic dowel”, which were received by the representative
of the expert institution only in April 2022.

However, it followed from the expert report submitted

to the court in April 2022 that the full-scale specimens

of dowels being produced and sold by Polymer CJSC were
submitted for examination in the amount of 3 pieces

in accordance with the court’s ruling on the ordering an
expert examination and were received simultaneously with
the files of the case. Meanwhile, this information does not
correspond to the content of the ruling to appoint a patent
and technical examination and contradicts the above-
mentioned circumstances.

In addition, the said expert report and the materials
attached to it do not contain any information that the head
of the expert institution instructed the expert who signed
the report to conduct that examination, as well as the fact
that the expert instructed any employee of the expert
institution to inform the court, which ordered the exami-
nation, about the insufficiency of the submitted materials
and to request the necessary full-scale specimens of dowels
being produced by the defendant. Also, there is no evidence
in the files of the case that the court requested Polymer
CJSC to provide full-scale specimens of the dowels pro-
duced by it.

Under such circumstances, the expert report, as obtained
in violation of the provisions of Articles 55, 73, 74, 84,

and 85 of the Civil Procedure Code, could not be used as

a basis for the court of appeal’s conclusions.

ROSPATENT PRAGTIGE

1. WELL-KNOWN TRADEMARKS

For the period from March to August 2023, Rospatent rec-
ognized the following trademarks as well-known:

B AKBA®DOP
RIGHT HOLDER Aquafor LLC, (RU)

GOODS/SERVICES 11 — drinking water filters

DATE OF BECOMING September 01, 2021

WELL-KNOWN

coras
RIGHT HOLDER Gas Industry Insurance Company JSC, (RU)
GOODS/SERVICES 36 — insurance

DATE OF BECOMING November 01, 2022

WELL-KNOWN

TRADE MARK

RIGHT HOLDER Malon Fashion Group JSC, (RU)

GOODS/SERVICES 25 — apparel

DATE OF BECOMING January 01, 2022

WELL-KNOWN

1

TRADE MARK

RIGHT HOLDER Mercator Holding LLC, (RU)

GOODS/SERVICES 12 — vehicles, namely road and utility
machinery

DATE OF BECOMING August 22, 2019

WELL-KNOWN

During the same period, Rospatent refused to recognize
the following designations as well-known trademarks:

o trademark of the Russian Federation No. 848409

and international trademark No. 1518860 owned by
Savushkin Product OJSC (BY).

Trademark No. 848409 Trademark No. 1518860

As a ground for refusal, Rospatent pointed out that the
documents submitted by the applicant did not allow making
an unambiguous conclusion about the person with whom
this designation was associated, since the business activities
in the Russian Federation are conducted by Savushkin Prod-
uct LLC and Savushkin Product-Moscow LLC, and the totality
of all the submitted materials did not form an idea about
the relationship of the claimed designation with the appli-
cant’s foreign company Savushkin Product OJSC (BY).

¢ a designation used as a trademark.

Rospatent refused
foreign company
SPORT & FASHION
MANAGEMENT
PTE. LTD. (SG) to recognize the designation as a well-
known mark, indicating that it is impossible to make an
unambiguous conclusion about the person with whom

the designation is associated from the submitted materials,
because the business activity in the Russian Federation

is carried out by SPORMASTER LLC (RU), and the submit-
ted materials do not form an idea about the relationship

of the claimed designation with the foreign company

of the Applicant.

[ ]
_A.CINopTi /:acTep


consultantplus://offline/ref=0E1D95029F284F0198AB7BC9198CEE475BBEDDA9F43FD0AF6886177E1F394A91E24040C0D428D3CB6D0B9EC9080D8FA17BF45C23FE49341DR9rCP
consultantplus://offline/ref=0E1D95029F284F0198AB7BC9198CEE475BBEDDA9F43FD0AF6886177E1F394A91E24040C0D428D2CD6D0B9EC9080D8FA17BF45C23FE49341DR9rCP
consultantplus://offline/ref=0E1D95029F284F0198AB7BC9198CEE475BBEDDA9F43FD0AF6886177E1F394A91E24040C0D428D2CD630B9EC9080D8FA17BF45C23FE49341DR9rCP
consultantplus://offline/ref=0E1D95029F284F0198AB7BC9198CEE475BBEDDA9F43FD0AF6886177E1F394A91E24040C0D428D2C96C0B9EC9080D8FA17BF45C23FE49341DR9rCP
consultantplus://offline/ref=0E1D95029F284F0198AB7BC9198CEE475BBEDDA9F43FD0AF6886177E1F394A91E24040C0D428D2C66A0B9EC9080D8FA17BF45C23FE49341DR9rCP
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¢ a designation used as a trademark. Rospatent refused

Udarnitsa Confectionery Factory OJSC (RU) to recog-

nize the designation as a well-known mark because most
of the documents
submitted to con-
firm its use relate
to the period after
the date on which
the applicant
requested to rec-

ognize its well-knownness, and the materials relating

to the period before the claimed date of well-known-

ness do not form an idea about the wide popularity

of the designation.

2. APPELLATIONS OF ORIGIN
OF GOODS AND GEOGRAPHICAL
INDICATIONS

For the period from March to August 2023, Rospatent reg-
istered 8 geographical indications and 5 appellations of ori-
gin of goods:

NUMBER IN THE  GEOGRAPHICAL
REGISTER OF INDICATION/
GEOGRAPHICAL ~ APPELLATION
INDICATIONS AND OF ORIGIN
APPELLATIONS OF

ORIGIN

GOODS

309 (A0G) SHUGOZERSKAYA decorative and utilitarian painted
PAINTING woodware
310 (Gl BALAKHTA COAL brown coal
311 (Gl) DAGOMYSCHAY Tea
312 (Gl) KACHUGA BUTTER Butter
313 (ADG) KAZAN PATTERNED  patterned boots (ichigi), half
LEATHER boots, women’s sabots, bags,
decorative pillows and panel
pictures
314 (Gl) BIROBIDZHAN Schnitzel
SCHNITZEL
315 (GI) KARELIAN HONEY Honey
316 (GI) RYAZAN BEER Beer
317 (AOG) ZAKHOZHSKOE hand-weaved hobbin lacery
(KIRISHSKOE) LACE
318 (A0G) NAGUTSKAVYA-56 natural mineral drinking
therapeutic-table water
319 (Gl MALKA natural mineral drinking table
water
320 (A0G) BASHKIR HORSE Horse
321 (Gl) PYATIGORSK ICE ice cream

CREAM

INTELLEGTUAL PROPERTY
NEWS OF THE EURASIAN
EGONOMIG UNION

AND NEIGHBORING
GOUNTRIES

1. EAPO AND EAEU

THE EURASIAN AND CHINESE PATENT
OFFICES WILL CONTINUE TO COOPERATE
UNDER THE PPH PROGRAM ON AN ONGO-
ING BASIS

Effective April 01, 2023, the Patent Prosecution Highway
Program (PPH Program) between the Eurasian Patent
Office and the China National Intellectual Property Admi-
nistration (CNIPA) has been extended indefinitely.

In connection with the EAPO obtaining the status of Inter-
national Search Authority (ISA) and International Pre-
liminary Examining Authority (IPEA) under the Patent
Cooperation Treaty (PCT), the Offices also agreed

to include the results of the PCT-PPH work in the PPH
Program.

EURASIAN PATENT ATTORNEYS HAVE
ESTABLISHED A PROFESSIONAL ASSOCIA-
TION (MESSAGE ON THE EAPO WEBSITE
DATED APRIL 26, 2023)

At the meeting with Eurasian patent attorneys that was
held at the Eurasian Patent Office on April 26, 2023 (World
Intellectual Property Day), the initiative to create a profes-
sional organization — Eurasian Patent Attorneys Assembly
(EPAA) — was announced and implemented.

The founders of the new organization, the constituent
congress of which was held on April 26, 2023, at the EAPO
office in Moscow, include more than two dozen Eurasian
patent attorneys from seven EAPO member states: Russia,
Belarus, Kazakhstan, Armenia, Kyrgyzstan, Tajikistan

and Azerbaijan.

Membership in the EPAA will be voluntary, and only a pro-
fessional with this status will be eligible to join the organi-
zation. The EPAA governance structure will be traditional:
the permanent governing body will be the Council

of the Assembly headed by the President, and the executive
governing body will be the President of the EPAA.

At the inaugural congress, Eduard Shablin (Russian Fede-
ration), a Eurasian patent attorney and Partner of Patentika
law firm, was elected as President of the EPAA, and his
colleague Sergey Belyaev (Republic of Belarus), Managing
Partner of Belyaev and Partners law group, was elected as
Chairman of the Council.

As stated on the EPAA website, the goals of the new organi-
zation are:

¢ Coordination of professional activities of Eurasian patent
attorneys as an element of Eurasian integration in the field
of industrial property.

¢ Promotion of the development of the institution of patent
attorneys in the Eurasian region.


https://www.eapo.org/eapv-news/evrazijskie-patentnye-poverennye-sozdali-professionalnoe-obedinenie/
https://www.eapo.org/eapv-news/evrazijskie-patentnye-poverennye-sozdali-professionalnoe-obedinenie/
https://epaa.pro/

e Assistance to members of the Organization in their pro-
fessional activities.

ARMENIA AND TAJIKISTAN HAVE

STARTED ACCEPTING APPLICATIONS

FOR PATENTS IN THE FORM OF 3D MODELS
(ANNOUNCEMENTS ON THE WEBSITE

OF THE ARMENIAN PATENT OFFICE DATED
MAy 17, 2023, AND ON THE WEBSITE

OF THE TAJIKISTAN PATENT OFFICE DATED
ApRIL 06, 2023)

Armenia and Tajikistan have joined the countries

of the Eurasian Patent Organization (EAPO), whose patent
offices have implemented the possibility of adding digital
three-dimensional models to patent applications for inven-
tions and industrial designs.

Applicants can now take advantage of 3D visualization

to further explain the essence of the claimed invention
and to better visualize the appearance of the products

for which a patent or industrial design is sought.

2. BELARUS

THE SUPREME COURT OF THE REPUBLIC
OF BELARUS HAS PUBLISHED THE STATIS-
TICS OF THE CONSIDERATION OF CASES
BY THE COLLEGIUM ON INTELLECTUAL
PROPERTY CASES FOR THE FIRST HALF

OF 2023 (ANNOUNCEMENT BY THE PRESS
SERVICE OF THE SUPREME COURT

OF THE REPUBLIC OF BELARUS DATED
AucgusT 02, 2023)

In the first half of 2023, the Collegium on Intellectual Prop-
erty Cases of the Supreme Court of the Republic of Belarus
considered 75 court cases related to disputes in the field

of intellectual property.

56 cases were disputes in the field of copyright and allied
rights; 19 cases were disputes in the field of industrial
property law.

The most common lawsuits related to copyright protection
are debt and compensation collection; they accounted

for more than half of such disputes. The Collegium on Intel-
lectual Property Cases partially or fully granted 28 out of 56
lawsuits in copyright disputes. Nine cases were dismissed
due to reconciliation of the parties, and 8 cases were denied.
In the field of industrial property, more than half of the dis-
putes are claims for recovery of license fees. Six cases were
related to the legal protection of trademarks. In 5 out of 19
cases on industrial property disputes, the claims were satis-
fied in full or in part, and in 4 cases the claims were denied.
In 7 cases, the proceedings were terminated due to claim-
ants’ waiver of claims, in 2 cases — due to approval of set-
tlement agreements.

AMENDMENTS HAVE BEEN MADE

TO THE REGULATORY ACTS GOVERNING
PROCEDURES AT THE PATENT OFFICE (RESO-
LUTION OF THE COUNCIL OF MINISTERS

OF THE REPUBLIC OF BELARUS DATED JULY
28, 2023)

Resolution No. 493 has been adopted in order to improve
the procedure for granting legal protection to intellectual
property subject matters and to implement the provisions
of Law of the Republic of Belarus No. 243-3 dated January
9, 2023, On Amendments to the Laws on Legal Protection
of Intellectual Property Subject Matters.

The Resolution amends government regulations governing:
e Registration of license agreements, agreements

on assignment of rights to industrial property subject mat-
ters, agreements on pledge of property rights certified by
a trademark or service mark certificate, and complex busi-
ness license (franchising) agreements.

e Trademark and service mark registration.

e Drafting of the application for granting a patent

for invention, its examination and taking a decision follow-
ing the results of the examination.

¢ Drafting of the application for granting a patent for utility
model, its examination and taking a decision following

the results of the examination and conducting information
search on the utility model application.

e Drafting of the application for granting a patent

for industrial design, its examination and taking a decision
following the results of the examination.

e Examination of the application for granting a patent

for plant variety and taking a decision following its results.
e Drafting of the application for registering an integrated
circuits topography, its examination and taking a decision
following the results of the examination.

e Granting the right to use a geographical indication.

e Consideration of complaints, appeals, claims by

the Board of Appeal under the patent authority.

3. KAZAKHSTAN

THE PRESIDENT OF KAZAKHSTAN HAS
SIGNED THE LAW ON RATIFICATION

OF THE AGREEMENT ON COOPERATION
OF THE CIS MEMBER STATES ON PRE-
VENTION AND SUPPRESSION OF THE USE
OF FALSE TRADEMARKS AND GEOGRAPH-
ICAL INDIcATIONS (LAW No. 11-VIII 3PK
DATED JUNE 19, 2023)

Kazakhstan has ratified the Agreement on cooperation

of the CIS member states aimed at protecting consumers
and producers from the sale of goods illegally marked with
designations identical or confusingly similar to protected
trademarks and geographical indications.

The Agreement itself was made in Minsk on May 28,

2021. The parties to the Agreement are Armenia, Azer-
baijan, Belarus, Kazakhstan, Kyrgyzstan, Tajikistan

and Uzbekistan.

4. KYRGYZSTAN

NEW PATENT LAW OF KYRGYZSTAN

On April 07, 2023, new Patent Law No. 69 dated March 23,
2023, entered into force in Kyrgyzstan. At the same time,
the Patent Law of 1998 became invalid.

The new law has increased the maximum term of a utility
model patent from 8 to 10 years, while the maximum term
of an industrial design patent has been increased from 15
to 25 years.

The approach to the determination of the holder

of the right to obtain a patent for an invention, utility
model or industrial design created under a state contract
has been changed. By default, this right belongs to the Kyr-
gyz Republic, but the state contract may provide otherwise.
The list of essential features of the industrial design

is excluded from the application and is not given in the pat-
ent, and when establishing novelty, the scope of protection
and the fact of use of the software, the essential features
are determined only from the images of the product.


https://aipo.am/ru/news/view/137
https://aipo.am/ru/news/view/137
https://aipo.am/ru/news/view/137
https://ncpi.tj/2023/04/06/3d-%d0%bc%d0%be%d0%b4%d0%b5%d0%bb%d0%b8-%d0%b4%d0%bb%d1%8f-%d0%b8%d0%b7%d0%be%d0%b1%d1%80%d0%b5%d1%82%d0%b5%d0%bd%d0%b8%d0%b9-%d0%b8-%d0%bf%d1%80%d0%be%d0%bc%d1%8b%d1%88%d0%bb%d0%b5%d0%bd/
https://ncpi.tj/2023/04/06/3d-%d0%bc%d0%be%d0%b4%d0%b5%d0%bb%d0%b8-%d0%b4%d0%bb%d1%8f-%d0%b8%d0%b7%d0%be%d0%b1%d1%80%d0%b5%d1%82%d0%b5%d0%bd%d0%b8%d0%b9-%d0%b8-%d0%bf%d1%80%d0%be%d0%bc%d1%8b%d1%88%d0%bb%d0%b5%d0%bd/
https://ncpi.tj/2023/04/06/3d-%d0%bc%d0%be%d0%b4%d0%b5%d0%bb%d0%b8-%d0%b4%d0%bb%d1%8f-%d0%b8%d0%b7%d0%be%d0%b1%d1%80%d0%b5%d1%82%d0%b5%d0%bd%d0%b8%d0%b9-%d0%b8-%d0%bf%d1%80%d0%be%d0%bc%d1%8b%d1%88%d0%bb%d0%b5%d0%bd/
https://www.court.gov.by/ru/justice/press_office/b9f326159bbf4342.html
https://www.court.gov.by/ru/justice/press_office/b9f326159bbf4342.html
https://www.court.gov.by/ru/justice/press_office/b9f326159bbf4342.html
https://www.court.gov.by/ru/justice/press_office/b9f326159bbf4342.html
https://pravo.by/document/?guid=12551&p0=C22300493
https://pravo.by/document/?guid=12551&p0=C22300493
https://pravo.by/document/?guid=12551&p0=C22300493
https://pravo.by/document/?guid=12551&p0=C22300493
https://online.zakon.kz/Document/?doc_id=32480765
https://online.zakon.kz/Document/?doc_id=32480765
http://cbd.minjust.gov.kg/act/view/ru-ru/112545?cl=ru-ru
http://cbd.minjust.gov.kg/act/view/ru-ru/112545?cl=ru-ru
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The possibility of granting a patent for invention and indus-
trial design under the applicant’s responsibility (without
conducting a substantive examination) is excluded. As
aresult, preliminary examination is no longer required

for these subject matters. As before, a utility model applica-
tion is subject to formal and preliminary examination, but
the new law provides for the possibility to request an accel-
erated preliminary examination: within 6 months instead
of the standard 10 months.

The substantive examination of an industrial design appli-
cation shall be carried out immediately after the formal
examination is completed with a positive result; no sepa-
rate request for substantive examination need be filed.

The time limit for substantive examination of an industrial
design application is set at 5 months.

The Law has established a new ground for challenging

an industrial design patent: the presence in the images

of the product in the patent of essential features

of the industrial design that are absent in the images sub-
mitted on the application filing date.

The situation with the consequences of recognizing a pat-
ent as invalid for previously concluded contracts has been
settled. Such contracts shall remain in effect to the extent
that they were performed on the date of the patent invalid-
ity decision.

NEW KYRGYZSTAN LAW ON TRADEMARK
PROTECTION

On April 15, 2023, the Law of the Kyrgyz Republic

On Trademarks, Service Marks, Geographical Indications,
and Appellations of Origin of Goods (Law No. 70 dated
March 24, 2023) came into force. At the same time, the Law
on Trademarks, Service Marks, and Appellations of Origin
of Goods of 1998 became invalid.

The restriction on the possibility to register trademarks
only by individuals engaged in entrepreneurial activities
has been removed in the new law.

The restriction on the registration of visually indistinguish-
able, sound and olfactory marks has been removed.

When registering designations that initially have no dis-
tinctiveness as trademarks, the new law allows taking into
account the distinctiveness acquired as a result of using
the designation. It is now possible to submit divisional
applications while keeping the priority of the original
application.

(Gorodissky and Partners, Moscow)
“New regulations set to reduce number
of counterfeits for sale online”. This
article focuses on a Russian national
system of marking goods “Chestny

Znak”.

The volume of internet sales is increas-
ing in Russia by almost 30% in 2022,
and this should continue in 2023. Since
March 1, 2023, marketplaces have

Publication of information about applications and the pos-
sibility for third parties to submit, within 3 months after
the publication of the application, oppositions against reg-
istration, which are to be considered during the examina-
tion of the claimed designation, is provided for.

For the purposes of preserving an unused mark,

the law provides for that when the right to a trademark

is transferred by way of legal succession, the start date

of the 3-year period of permissible non-use shall be moved
to the transfer registration date. In addition, a mandatory
pre-trial procedure for settling a dispute over non-use

of a trademark has been introduced: first, the interested
party must apply to the trademark owner with a proposal
to abandon the mark or transfer the mark to that per-

son. If within two months the parties cannot agree upon,
the interested person may, within one month after that,
turn to the court asking to terminate the registration early.
The new law provides for a one-year ban on registration

of the terminated trademark in the name of another
person, if the protection has been terminated due to its
expiration, due to the death of the owner or liquidation

of the owner being a legal entity, as well as due to the own-
er’s waiver of the trademark.

5. [URKMENISTAN

THE LAW ON LEGAL PROTECTION OF INTE-
GRATED CIRCUITS TOPOGRAPHIES WAS
ADOPTED IN TURKMENISTAN

On June 08, 2023, the Law of Turkmenistan on Legal Pro-
tection of Integrated Circuits Topographies dated June 3,
2023, entered into force. The law regulates relations con-
nected with the creation, legal protection and use of inte-
grated circuits topographies.

Only original topography, i.e., the one created as a result
of creative activity of its author and not known before,

is the subject matter of legal protection of topographies.
The authorized body in the field of legal protection

of topographies is the State Intellectual Property Service
of the Ministry of Finance and Economy of Turkmenistan
(Turkmenpatent).

Simultaneously with the entry into force of the new law,
the Law of Turkmenistan on Legal Protection of Algorithms,
Computer Programs, Databases and Integrated Circuits
Topographies dated September 23, 1994, became invalid.

Mondaq published an article “Sanc-
tions against Russia show their back-
side. Who wins?” by Vladimir Biriulin,
Partner, Russian Patent Attorney
(Gorodissky & Partners, Moscow).
The article describing the current situ-
ation with the number of applications
filed by foreign companies in Russia
and new opportunities for Russian
companies using sanctions to their

to check the marking on each product advantage.
and report to the system “Chestny
26 JUNE 2023 Znak” to avoid penalties.
NEW REGULATIONS SET 10 AUGUST 2023

TO REDUCE NUMBER OF COUN-
TERFEITS FOR SALE ONLINE //
ILO NEWSLETTER

The ILO Newsletter published an
article by Tatiana Karetina, Lawyer

2 AUGUST 2023

MONDAQ

SANCTIONS AGAINST RUSSIA SHOW
THEIR BACKSIDE. WHO WINS? //

RUSSIA: COPY-CAT BRAND-

ING IS STILL TAKING PLACE //

THE TRADEMARK LAWYER

The Trademark Lawyer magazine
published an article “Russia: Copy-Cat


https://www.gorodissky.com/publications/articles/new-regulations-set-to-reduce-number-of-counterfeits-for-sale-online/
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https://www.gorodissky.com/publications/articles/sanctions-against-russia-show-their-backside-who-wins/
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https://www.gorodissky.com/publications/articles/sanctions-against-russia-show-their-backside-who-wins/
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https://www.gorodissky.com/publications/articles/russia-copy-cat-branding-is-still-taking-place/
http://cbd.minjust.gov.kg/act/view/ru-ru/112553
http://cbd.minjust.gov.kg/act/view/ru-ru/112553
https://turkmenistan.gov.tm/ru/post/73024/zakon-turkmenistana-o-pravovoj-ohrane-topologij-integralnyh-mikroshem
https://turkmenistan.gov.tm/ru/post/73024/zakon-turkmenistana-o-pravovoj-ohrane-topologij-integralnyh-mikroshem

Branding Is Still Taking Place” by Vla-
dimir Biriulin, Partner, Russian Patent
Attorney (Gorodissky & Partners, Mos-
cow). The article focuses on the trade-
mark infringements during the current
period of time when some foreign com-
panies left the Russian market but still
monitor their IP ownership and trying
to protect the IP rights.

4 SEPTEMBER 2023

SHAPE TRADE DRESS AS A TRADE-
MARK: CURRENT TRENDS AND CHAL-
LENGES // THE TRADEMARK LAWYER
The Trademark Lawyer by CTC Legal
Media, issue 42023, published an
article “Shape Trade Dress as a Trade-
mark: Current Trends and Challenges”
by Alina Grechikhina, Russian Trade-
mark & Design Attorney, Eurasian
Design Attorney (Gorodissky & Part-
ners, Moscow). The article focuses

on protection of the design as an object
of intellectual property rights through
the several options suggested by Rus-
sian legislation: copyright, industrial
designs and trademarks.

8 SEPTEMBER 2023

DATA PROTECTION AUTHORITY RE-
GISTRATION AND DATA PROTECTION
OFFICER REQUIREMENTS FOR DATA
CONTROLLERS: RUSSIAN FEDERA-
TION // PRACTICAL LAW BY THOM-
SON REUTERS

Practical Law by Thomson Reuters pub-
lished a Country Q&A Data Protection
Authority Registration and Data Protec-
tion Officer Requirements for Data Con-
trollers: Russian Federation by Sergey
Medvedev, Ph.D., LL.M., Partner, Trade-
mark & Design Attorney (Gorodissky &
Partners, Moscow, Dubai), and Stanislav
Rumyantsev, Ph.D., CIPP /E, Senior Law-
yer (Gorodissky & Partners, Moscow).
A Q&A discussing obligations

for private-sector data controllers

in the Russian Federation to notify,
register with, or obtain authorization
from the data protection authority
under the Russian Federation’s com-
prehensive data protection law before
processing personal data. It also
discusses any requirements for data
controllers to appoint a data protec-
tion officer (DPO) and any applicable
notification or registration obligations
relating to DPO appointments.

8 SEPTEMBER 2023

DATA PROTECTION IN THE RUSSIAN
FEDERATION: OVERVIEW // PRACTI-
CAL LAW BY THOMSON REUTERS

Practical Law by Thomson Reuters
published a Country Q&A Data Protec-
tion in the Russian Federation: Over-
view by Sergey Medvedev, Ph.D., LL.M.,
Partner, Trademark & Design Attorney
(Gorodissky & Partners, Moscow,
Dubai), and Stanislav Rumyantseyv,
Ph.D., CIPP/E, Senior Lawyer (Goro-
dissky & Partners, Moscow).

A Q&A guide gives a high-level
overview of data protection rules

and principles, including obligations
on the data controller and the consent
of data subjects, rights to access per-
sonal data or object to its collection,
and security requirements. It also
covers cookies and spam, data process-
ing by third parties, and the interna-
tional transfer of data.

This Q&A also details the national
regulator, its enforcement powers,
and sanctions and remedies.

15 OCTOBER 2023

NAVIGATING THE EURASIAN PATENT
SYSTEM: A VIEW FROM KAZAKH-
STAN // WORLD IP REVIEW

World IP Review published an article
by Arman Sauganbayev, Kazakh Patent
Attorney, Eurasian Patent & Design
Attorney, Regional Director (Gorodis-
sky & Partners, Astana) “Navigating
the Eurasian Patent System: A View
from Kazakhstan”.

The Eurasian patent system offers

a single, unitary patent covering mul-
tiple countries where IP is on the rise.
Arman Sauganbayev discusses how
to take advantage, and what to look
out for when filing applications.

17 OCTOBER 2023

PATENT CONGRESS-2023 —

ITTI ANNUAL AIPPI CONGRESS

IN THE RUSSIAN FEDERATION
Vladimir Biriulin, President of the Rus-
sian National Group of AIPPI Russian
Patent Attorney (Gorodissky & Part-
ners, Moscow) opened the III Annual
AIPPI Congress and moderated the ple-
nary session of the Congress “Pat-
enting in Russia and Abroad in 2023.
Current issues”.

PHOTO: VLADIMIR BIRIULIN OPENS THE CONGRESS

The Congress was organized by

the AIPPI Russian National Group with
the support of Gorodissky & Partners
and other law firms. The Congress
was held at the Russian Chamber

of Commerce and Industry in Moscow
and gathered more than 200 par-
ticipants on-site and more than 400
online.

26 OCTOBER — 27 OCTOBER 2023

SEMINAR “EURASIA: NEW IP
HORIZONS”

PHOTO: VALERY MEDVEDEV

Gorodissky and Partners hosted

the international seminar “EURASIA:
New IP Horizons” in Dubai.

The first day of the seminar was
opened by Grigory Ivliev, President

of the Eurasian Patent Office (EAPO)
of the Eurasian Patent Organization
and Valery Medvedev, Managing Part-
ner, Patent & Trademark Attorney
(Gorodissky & Partners, Moscow) who
welcomed the participants of the sem-
inar. Valery Medvedev continued with
presentation “Is it Worth Being Afraid
of Sanctions Towards IP?”. During

the round table “A Thorny Way to Re-
gionalization” moderated by Yury
Kuznetsov, Partner, Head of Patent
Practice, Patent Attorney (Gorodissky
& Partners, Moscow), IP experts from
different countries — Prof. Grigory
Ivliev, President, Eurasian Patent
Office (EAPO), Dr. Andreas Peters,
Senior and Equity Partner, European
Patent Attorney, European Patent
Litigator, Hannke Bittner & Partner,
Dr. Shalva Gvaramadze, Georgian
Patent and Trademark Attorney, Head
of Gvaramadze Patent Bureau, Ravi
Bhola, Managing Partner, Patent
Attorney, K&S Partners and more re-
cognized intellectual property experts
from Europe recalled the origins

and prerequisites of the European
and Eurasian patent systems, discussed
their similarities and differences, as
well as opportunities for further deve-
lopment and expansion.

During a session “Eurasian or National
Patent Office — How to Make a Right
Choice?” Yury Kuznetsov, Partner,
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Head of Patent Practice, Patent
Attorney, Elena Nazina, Partner, Head
of Chemical & Life Sciences Depart-
ment, Patent Attorney and Ekaterina
Mosina, Patent Attorney (all —
Gorodissky and Partners, Moscow)
and Dr. Andreas Peters, Senior and
Equity Partner, European Patent Attor-
ney, European Patent Litigator, Hannke
Bittner & Partner, Andrey Inshakov,
Patent Attorney, Head of Patent
Department “Yandex”, Maria Bogo-
molova, Head of IP Practice “SIBUR”
discussed the difference in approaches
to examination of applications

in the European and Eurasian Regional
Patent Offices and in the National Pa-
tent Offices of Russia, USA and India,
using the example of patent protection
of crystal forms, selection inventions
and inventions characterized by rang-
es, as well as computer-implemented
inventions. At the end of the discus-
sion, the business representatives
shared practical recommendations

on how to choose a patenting strategy
from business perspectives.

The second day of the seminar

started with the opening address by
Dr. Oleg Neretin, Director, and Sergey
Renzhin, Head of Trademark

and Industrial Designs Department
(both — The Federal Institute of Indust-
rial Property of the Russian PTO).

In frame of the session devoted

to trademarks, designs and legal
aspects moderated by Evgeny Alexan-
drov, Ph.D., Partner, Head of Legal,
Trademark & Design Practice, the IP
professionals: Alexey Kratiuk, Part-
ner, Head of Trademark Department,
Trademark & Design Attorney, Via-
cheslav Rybchak, Partner, Head

of Design Department, Trademark &
Design Attorney, Sergey Vasiliev, Ph.D.,
Partner (all — Gorodissky and Part-
ners, Moscow), Kirill Kukshev, Counsel
(Gorodissky and Partners, Dubai)

and Sergey Medvedev, Ph.D., LL.M.,

Partner (Gorodissky and Partners,
Moscow, Dubai) discussed the follow-
ing topics:

¢ “Impact of International Sanctions
and Counter-Sanctions on Global Trade”
e “Eurasian Protection Systems

for Designs and Trademarks”

o “Strategies for Trademark Enforce-
ment against Parallel Imports

and Counterfeits Offline and Online:
Legal Environment and Best Practices”
e “Licensing and Franchising —

Are There New Opportunities

for Businesses?”

The seminar aroused great interest
and discussion among the participants
from Italy, India, Germany, Turkey,
Egypt, UAE and other countries.

APAA 20th General Assembly and 74th
& 75th Council Meetings

3-7 November 2023

Valery Medvedev, Managing Partner,
Patent & Trademark Attorney (Goro-
dissky & Partners, Moscow) and Sergey
Medvedev, Ph.D., LL.M. (Chicago),
Partner, Trademark & Design Attor-
ney, (Gorodissky & Partners, Mos-
cow, Dubai) participated in the 20th
General Assembly of APAA (Asian
Patent Attorneys Association) held

in Singapore.

10 NOVEMBER 2023

RUSSIA TAKES STEP TOWARDS INTER-
NATIONAL ELECTRONIC DOCUMENT
FLOW //1ILO TECH, DATA, TELECOMS
& MEDIA

Lexology / ILO Tech, Data, Telecoms

& Media Newsletter published an
article by Nikita Maltsev, Ph.D., Trade-
mark Attorney, Lawyer (Gorodissky &
Partners, Moscow) “Russia takes step
towards international electronic docu-
ment flow”.

E-signatures are legally recognised

in Russia and are regulated by the
Federal law No. 63-FZ on Electronic
Signatures. Despite the effective deve-

lopment of electronic document flow
within the country, Russia has had dif-
ficulties with the recognition and use
of foreign electronic signatures.
However, amendments to the Elec-
tronic Signature Law may change

this situation. This article describes
the development.

DECEMBER 5, 2023
BEST RUSSIAN LAWYERS RANKING

“Rossiyskaya
R% Gazeta” published

aranking of the
BESTRUSSIAN gest Russian

LAWYERS RANKING Lawyers.

In the nomination “Intellectual Prop-
erty” are noted:

e Evgeny Alexandrov, Ph.D., Partner,
Trademark & Design Attorney, Head
of Legal, Trademark & Design Practice
(“Gorodissky and Partners”, Moscow)
e Sergey Medvedev, Ph.D., LL.M. (Chi-
cago), Partner, Trademark & Design
Attorney, (Gorodissky & Partners, Mos-
cow, Dubai)

e Sergey Vasiliev, Ph.D., Partner,
Trademark Attorney (Gorodissky &
Partners, Moscow)

DECEMBER 8, 2023

PRAVO-300
Gorodissky & Part-
1AV REUREUEE ners was ranked
3 0 UL among the best in
RANKING . .
nominations

“Intellectual Property (Consulting)”,
“Intellectual Property (Litigation)”,
“Intellectual Property (Registration)”,
“Personal Data” (all - Tier I) and “TMT”
(Tier II) of the Federal ranking of law
firms “Pravo-300”.
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