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We are mid-way through a year that can 
only be described as uncertain. However, I 
think we can all safely say that we can see the  
light at the end of the tunnel after a turbulent 
2020 for most of us. 

The Global IP Matrix has weathered the 
storm by working tirelessly to focus more on 
the digital side of its business and has evolved 
to suit the ‘new normal’. Our popularity & 
readership has grown immensely since we 
introduced the audio version of our publication 
alongside our even more robust social media 
presence. 

Dear Clients, Welcome to our 10th issue!

We have recently launched a new podcast, 
“You, Me, & IP,” to tap into this sector, which 
allows our clients to speak in person about 
their background in this industry and their 
latest editorial contributions to our magazine.

In this latest exciting edition, we have 
introduced two new segments, “Empowering 
the Future of IP in Africa,” sponsored by 
Minyogog & Associates in Cameroon and 
“The Voice of Associations,” endorsed by 
INTA & AIPPI. 

INTA CEO Etienne Sanz de Acedo 
delivers a compelling article on INTA’s 
evolution through the pandemic whilst 
keeping the global IP community together 
(virtually). Dr. Guillaume Henry represents 
AIPPI by discussing artificial intelligence 

in intellectual property and the increasing 
use of AI to create intellectual works and 
technical inventions.

Sue Leslie, Marketing Assistant at 
Patent Seekers, UK, delivers guidance to 
inventors on how essential it is for innovative 
companies and inventors to be aware of the 
dos and don’ts for protecting their ideas and 
intellectual property (IP) available. Also, Alice 
Roy, Business Developer at IPzen, talks about 
securing data in the Cloud plus many more 
informative articles from professionals in IP. 

As always, many thanks to all our 
contributors for your valuable content and to 
our readers; we hope you enjoy this issue.

Elvin Hassan
Editor & head of International Liaisons 
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What are the main types of 
IP searches, and what they 

are used for?

The main focus for IP searching is to 
establish whether something is new or 
protected. IP searching can be for Patents, 
Designs, or Trademarks. These are described 
below.

Patent Searching
• Prior Art (or novelty or prior to 
filing) searching – Tries to determine 
if your invention is new and inventive 
“worldwide” before making a patent 
application. It is an aid to answering the 
question, “Is it worth paying to draft and 
file a patent application?”.

• Patent Monitoring – checking on a 
regular basis, e.g. monthly, for new 
patents on a particular subject or new 
patent filings for a company or individual 
inventor.

• State of The Art (SOA) Searching – If you 
are a researcher or inventor and you are at 
the research and development stage of an 
invention, you may have several ideas on 
how to move forward. An SOA search will 
pull together all the different solutions 
other people have come up with and tried 
to protect with patents. Comparing your 
ideas to the results of this search can help 
you determine which of your ideas could 
be the most fruitful. 

• Freedom to Operate (FTO) Search – Before 
manufacturing, importing/exporting, 
or selling an invention, it’s important to 
check that you won’t infringe on other 
peoples’ patent rights in the countries/
territories in which you will be carrying 

out these activities. An FTO search will 
try to establish whether you are free to 
operate; therefore, it is vital for start-up 
companies and companies providing new 
products. 

Design searching
These are very similar to the patent 

searches mentioned previously and are 
available for State of the Art (SOA), Novelty, 
Freedom to Operate and Monitoring. 

Trademark searching
Checking for trademarks, e.g., is a trading 

name already protected by a trademark in the 
relevant country? Also, it’s important to check 
a company name to see what trademarks they 
own.

What is so great about  
patents?
A patent is the strongest form of IP 

protection available. The reason being a 
patent covers the way something works, not 
just how it looks or is written. It can be a 
valuable asset for any company and can be 
beneficial when looking to raise funding. In 
addition to this, placing “patent pending” on 
a product can be enough to ward off anyone 
trying to copy your product. 

How can I apply for a patent?
You have your invention, so what do you 

do next?

1. Have a look online to see if your invention 
has been done before. Is it new and 
inventive over other people’s inventions? 
See later paragraph on carrying out your 
own prior art search.

2. If you cannot find anything, the next 
step is to get a professional prior art search 
carried out, asking the company to provide 
an NDA before you disclose any details of 
your invention. 

3. Take the results of your search to a 
registered patent attorney. They will be 
able to assess the results to see if it is worth 
pursuing a patent application.

4. If going ahead, the patent attorney 
will be able to write/draft your patent 
application and file it at a patent office.

Can I carry out my own 
prior art search?
Doing your own search is a great way to 

familiarise yourself with prior art, helping 
you understand what makes your invention 
unique and inventive. 

If you do find something that is close 
to your idea, then you may have saved 
yourself valuable time and money. However, 
identifying prior art similar to your invention 
may not be the end of the road. The results 
from a search could be used to help draft your 
patent application, e.g. by a patent attorney 
and help define the patent claims. 

There are several free patent databases 
available that can help with a quick search 
by providing cursory results, including 
Google Patent and FreePatentOnline. You 
can also take advantage of the free patent 
search databases provided by the Intellectual 
Property office in Europe for your initial 
search. 

Limitations of free databases can be a low 
number of keywords per string, inability to 
run more complex queries, and restricted 
territories or countries available to search. 
The risk, therefore, is the potential to miss 
results that could impact the patent filing 
process and lead to setbacks. 

Commercial databases are more robust 
and can handle more complex search queries, 
as well as providing more comprehensive 
results. The better results allow for a more 
informed decision when contemplating 
the next steps in the patent filing process. 
However, the trade-off can be that many 
commercial databases come with a hefty price 
tag and require a minimum commitment, 
usually one year. 

More recently developed commercial 
cloud-based platforms such as PatWorld 
(www.patworld.com)  are far more flexible, 
whereby you pay for as much access as 
you need (day, month, or year) with no 
commitment.

To make sure you have all the most 
relevant prior art, you should seriously 
consider having a professional patent and 
non-patent search carried out.

Contacting a patent attorney after having a 
professional search completed can streamline 
the process and have you well informed of 
the prior art relating to your invention before 
going forward with your patent application/s.

So, remember there are many aspects of 
intellectual property that can be protected.  
Keep your ideas secret until you are 
protected, and before getting IP protection 
check the likelihood of successfully gaining 
protection.

Sue Leslie -
Marketing Assistant,
Patent Seekers, UK 
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Written by Vladimir Biriulin, 
Partner at Gorodissky, Russia 

Some 25 years ago, nine former Soviet republics – Azerbaijan, Armenia, 
Belarus, Georgia, Kazakhstan, Kyrgyzstan, Moldova. Russia and 
Tajikistan decided to unite their efforts in intellectual property. They 
set up the Eurasian Patent Office (EAPO). That office was designed 
primarily to provide a convenient opportunity for patenting inventions. 
By that time, the European Patent Office had been operating for many 
years and proved its efficiency. The Eurasian Patent Organisation 
relied on the experience of EPO and imbibed many features of the 
European Patent Convention. It was also evident that aside from many 
advantages, the European patent had its drawback, i.e. nationalisation 
after the grant of a patent. The Eurasian Patent Organisation decided 
from the very beginning that the Eurasian patent should be a unitary 
patent valid in all member countries after the grant. 

Written by Vladimir Biriulin, 
Partner at Gorodissky, Russia 

Eurasian Patent 
Office: 
The New 
Convenience 

Eurasian Patent 
Office: 
The New 
Convenience 

www.gorodissky.com
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The Eurasian Patent Office has been 
operating successfully since then though 
it was apparent that it could provide more 
services. 

Industrial Designs

Industrial design is a subject matter that 
is gaining popularity among applicants. 
Hence, the administration of the Eurasian 
Patent Office gave thought to extend its 
reach to industrial designs. Talks were held 
for a number of years and culminated in 
a diplomatic conference in Kazakhstan in 
2019. A “Protocol on Protection of Industrial 
Designs to the Eurasian Patent Convention” 
was signed during the conference. Initially, 
the Protocol was signed, but five countries 
(Azerbaijan, Armenia, Kazakhstan, 
Kyrgyzstan, Russia) though all eight were 
among the participants. Tajikistan signed 
the Protocol later. Belarus and Turkmenistan 
have not signed the Protocol so far. 

Several months later, the countries that 
signed the Protocol ratified it and deposited 
the instrument of accession with WIPO. 
Kazakhstan and Russia deposited the 
instrument of accession later; therefore, the 
Protocol became effective for these countries 
on April 11 and 12, 2021, respectively.  

Patents to be issued for industrial designs 
will be valid after the grant in all the countries 
in the same way as patents for invention.

The applications will be subject to 
preliminary and substantive examination. 
Further to the positive result of the 
preliminary examination, the application 
will be published. No deferral of publication 
is allowed. Once the application is published, 
all interested persons, including patent 
offices of the member countries, will be able 
to send their observations to EAPO against 
the grant of a patent. 

Patent regulations establishing rules 
for the examination of such observations 
are being drafted. The EAPO will consider 
decisions for those observations. The 
decisions may be appealed at the EAPO. 

If the EAPO refuses to grant a patent on 
the application, the applicant will be able 
to convert the application into a national 
application or several national applications 
(in the member countries) with the same 
priority date.

The duration of the patent may be 25 years 
on the condition of payment of a renewal 
fee every five years. Currently, only national 
laws of Russia and Armenia provide for a 25 
years duration of the design patent. In other 
countries, (Azerbaijan, Belarus, Kyrgyzstan, 
Tajikistan) duration of a design patent is 15 
years. The duration of the design patent in 
Kazakhstan is 20 years. Hence, either those 
countries will change their laws to adapt it to 
the new Eurasian design, or the new design 
will be more attractive for applicants.

The Protocol also foresees invalidation 
of the Eurasian design. The first option is its 
“administrative invalidation” by the Eurasian 
Patent Office in response to an appeal by 
a third person (including also a national 
patent office). In this case, the design will be 
invalidated in all the member countries.

Another option is to go to court or another 
competent body of the member country. In 
that case, the decision of the competent body 
will concern that country only, and the patent 
will be retained in all other countries. 

If there is a case of infringement, the law 
of the relevant country will be applied with 
respect to that country only. 

The advantage of the Eurasian design 
is that the applications will be filed, and 
correspondence will be conducted in the 
Russian language, which will cut expenses for 
translation. Translation will be required only 
in case of a dispute regarding infringement 
of the design or its invalidation in a given 
country. 

In fact, all procedural steps have been 
made, and the Eurasian Patent Office 
announced that applicants may file design 
applications from June 1, 2021. 

Vladimir Biriulin -
Partner, Gorodissky, Russia

Trademarks

The Eurasian Patent Office does not 
deal with trademarks though the issue of 
a Eurasian trademark has been discussed 
for quite a while. Without the connection 
to the Eurasian Patent Office, the Eurasian 
Trademark Treaty has been recently signed 
by several countries. These are Armenia, 
Belarus, Kazakhstan, Kyrgyzstan and Russia. 
These countries are members of a separate 
organisation - the Eurasian Economic Union. 
As may be noticed, all these countries are also 
members of the Eurasian Patent Organisation. 
The members of the Eurasian Economic 
Union are focused on economic cooperation. 
Availability of a common trademark will 
enhance their economic interaction and will 
be welcome by applicants. 

The “Treaty on Trademarks, Service 
Marks and Appellations of Origin of the 
Eurasian Economic Union” was signed in 
Moscow on February 3, 2020

As of March 2021, all five countries ratified 
the Treaty. 

One may notice that the process of 
implementation of the Treaty is steady but 
relatively slow. Though they understand 
the importance of moving forward with 
the common trademark, the participating 
countries have other pressing issues that get 
ahead of the implementation of the Treaty. 

Procedures described in the Treaty may 
seem cumbersome. Not so much for the 
applicant but for the patent offices of the 
member countries because the patent offices 
will have to do duplicating work associated 
with the examination of a trademark 
application.

The Eurasian Economic Commission 
will handle the registration of the Eurasian 
trademarks. 

In theory, the registration procedures 
may be streamlined. There was a 
conference at the Russian patent office in 
November 2020. Mrs Tlevlesova, head of 
the Eurasian Patent Office, took part in the 
conference; she was one of the speakers. In 
her report, she carefully voiced a proposal 
to take the Eurasian Trademark under the 
aegis of the Eurasian Patent Office. She 
said that the way to implementation of that 
idea might be too long. It should also be 
noted that there are more countries in the 
Eurasian Patent Organisation than in the 
Eurasian Economic Union which may be an 
additional hurdle towards the realisation 
of that idea. 


