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RE-ENTERING THE RUSSIAN

MARKET: BRAND PROTEGTION
ONSIDERATIONS FOR

FOREIGN BUSINESSES

Evgeny Alexandrov Alexey Kratiuk In recent years, geopolitical changes
Ph.D., Senior Partner, Partner, Head of Trademark . .
Head of Legal, Trademark & Department, Russian and economic shifts have g reatly

Design Practice, Russian Trademark &.Design Attorney, impacted global business. Some
Trademark & Design Attorney Eurasian Design Attorney . . .
———— e fOT€igN cOmpanies reevaluated their
presence in Russia due to sanctions,
resulting in terminating or scaling
back business operations. This
opened the doors for new market
players, especially from Asia and the
Middle East, to establish themselves
in Russia. Replacement brands have
notably gained significant market
shares, particularly in the automo-

tive and apparel industries.
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Re-establishing presence on the Rus-
sian market after a temporary absence
can be a challenge for foreign com-
panies, especially when it comes to
intellectual property protection and
brand promotion activities as well as
competition with newly arrived play-
ers. This article aims to outline key
considerations that trademark owners
might encounter when contemplating
areturn to the Russian market.

TRADEMARK
PROTECTION

Office cited the brand’s long history
and recognition among Russian con-
sumers, despite lack of recent sales.
The refusal was reinforced by the
original owner’s opposition during the
examination process.

Also, it is necessary to bear in mind that
to maintain the validity of a trademark
in Russia, it must be used. Specifically,
a trademark registration becomes vul-
nerable to cancellation due to non-use
during any three years following the
registration date. This implies that once

this grace period elapses, any interested

third party gains the right to initiate
a cancellation action against the trade-
mark registration on the basis of non-

The first thing to do when returning to the market is to
make sure that the trademarks which will be used in
Russia are duly registered or otherwise protected (e.g.
by virtue of Madrid System dedicated to international
protection of trademarks) and if necessary to extend the
term of their protection if it expired during the company’s
absence from the market assuming the grace period

is available or to consider re-filing an application if the
registration lapsed without any possibility for renewal.

Also, it is important to check whether
trademarks or similar designations
have been applied for registration or
registered by third parties for similar
goods and services in the absence of
the original brand owner that could
potentially prevent use of the mark

by genuine right holder and import of
the branded goods into Russia. If this
happens, legal actions will be required
to challenge the unlawful /unfair reg-
istration and there is only 5 years for
filing invalidation action on the basis
of similarity ground whereas invalida-
tion action based on misleading as to
the commercial origin of goods and /
or unfair completion or abuse of rights
can be filed any time during validity of
the conflicting mark.

At that, recent practice of the Rus-
sian Trademark Office shows that
unfair registrations are not allowed.

A notable case involved a foreign brand
that left Russia but still blocked a copy-
cat registration. The Russian company
attempted to register a Cyrillic version
of «Dr.Pepper» for soft drinks, but the
application was denied due to misrep-
resentation concerns, even though the
original owner had terminated opera-
tions and abandoned related registra-

use. For brands that exited the Russian
market in 2022, the three-year period
of continuous non-use expires in 2025.
The burden of proving the use falls
upon the trademark owner during the
cancellation proceedings. This means
that the cancellation action can rest
solely on the assumption that the mark
has remained unused in Russia over
the past 3 years, leaving the trade-
mark owner responsible for demon-
strating evidence of use in Russia to
retain the registration’s validity. It is
worth noting that according to the

use requirements adopted in Russia

a trademark is considered as having
been used if it has been used in Russia
by the trademark owner himself or any
other person under his control. Hence,
the use of the mark through parallel
import channels may not be deemed as
a proper use as it cannot be controlled
by the brand owner in full.

Failure to use a trademark leaves it
vulnerable to attacks from squatters
seeking to cancel globally recognized
brands’ protection in Russia. Squatters
often exploit non-use periods to sub-
mit bad-faith applications for identical
or similar marks, aiming to secure
registrations previously blocked due to

tions in Russia. The Russian Trademark prior rights.

For instance, the brand XIAOMI was
attacked on the basis of non-use by

a company which also had filed an
application for a similar trademark
«XIAOMI home» with respect to goods
in Class 21. During the proceedings
the trademark owner failed to produce
relevant evidence of use of the trade-
mark with respect to the goods in Class
21 but insisted that his trademark was
famous and therefore it should not be
cancelled. However, the IP Court ruled
that the trademark owner is obliged

to prove widespread popularity of his
trademark in Russia in order to pre-
serve its legal protection in relation to
goods similar to those with respect to
which the use is proved by evidence.
The owner of the trademark XIAOMI
could not produce evidence of the
widespread popularity of the «XIAOMI»
trademark, mistakenly believing that
such fame is a well-known fact that
does not require proof. As a result,

the legal protection of the «XIAOMI»
trademark was terminated in respect
of all products in Class 21 for which
the use was not duly proved by rele-
vant evidence (Resolution of the IP
Court dated February 16, 2023, case
No.SIP-1257/2021).

Also, the trademarks Amazon, NEC,
LENOVO, VICTORIA’s SECRET,
MISCHELIN, JAGUAR and some other
(overall 20 cases) were attacked in
similar way by the same company but
currently without success. At that,
there are Dyson and Starbucks cases
which are under consideration at the
moment of wiring this article.

While consistent trademark use is
mandatory, the law acknowledges
exceptional circumstances that might
justify non-use. Such scenarios include
uncontrollable events like force
majeure, health concerns affecting the
trademark holder, and unpredictable
political developments. These factors
can serve as defenses against cancella-
tion actions.

Nevertheless, the Russian authorities
are unlikely to accept voluntary mar-
ket withdrawal or foreign-imposed
sanctions as valid excuses for non-use.
Since no local laws prohibit foreign
trademark holders from using their
brands in Russia, these arguments

are generally ineffective in defending
against cancellation claims.

At the same time, foreign governmental
export restrictions with respect to par-
ticular products may be considered as
a good reason for non-use along with
other circumstances in some cases,
although the same may not constitute
justification for non-use in general.



For instance, in COTO (Argentina) case
(SIP-1161/2023) the Court recognized
governmental restrictions for export-
ing particular cut of beef in Argentina
as an excusable reason of non-use of

a trademark in Russia. In the mean-
time, the IP Court ruled that since the
trademark had been registered with
respect to a general term «meat» the
trademark owner had the right to use
the trademark with respect to other
parts of beef that were not covered

by the restrictions. In the absence of
respective evidence of use the IP Court
had no other choice but terminate the
trademark registration.

In another ERICSSON case
(SIP-334/2024) the brand owner
failed to prove that his products («air
and heating devices») are in the list of
goods of double application (i.e. can
be used for civil and military purposes)
that are prohibited from exporting
from EU to Russia. As a result, the
trademark was cancelled as well due to
the absence of relevant evidence that
the trademark owner failed to produce.
As can be seen, in general, the IP Court
takes a very objective approach to
assessing evidence of use of a trade-
mark and gives the trademark owner
the opportunity to preserve the pro-
tection of the trademark, taking into
account arguments that allow for a fair
decision. Of course, in cases where

the trademark owner cannot provide
evidence of use or a valid reason of
non-use, the court must decide on the
early termination of protection of the
trademark. Therefore, it is extremely
important to carefully consider the
documents confirming the facts of the
importation and sales of goods bearing
a trademark in Russia by the trade-
mark owner himself or another person
or company, but under the control of
the trademark owner.

PARALLEL
IMPORT

In general, the law envisages a ban on
importation of the trademarked pro-
ducts without consent of the trademark
ownetr. Also, Russia is a member of the
Eurasian Economic Union (EAEU), and
the Treaty on the EAEU, signed on May
29, 2014, by member states, including
Russia, Belarus, Kazakhstan, Armenia,
and Kyrgyzstan, establishes the
regional principle of rights exhaustion
which means that in case a product has
been introduced into the market in one

of the member states, its subsequent
sale in any EAEU country does not con-
stitute a trademark infringement.
Further to exodus of businesses the
market became hungry for some
goods. In response, the Ministry of
Industry and Trade issued Order

N2 2701 in March 2022, legalizing
imports of select goods into Russia
without the owner’s permission —
often referred to as the «List of Goods
Allowed for Parallel Import.» This tem-
porary measure aimed at mitigating
shortages caused by the withdrawal of
several international brands from the
Russian market. The Ministry clarified
that this procedure involves importing
genuine products via alternative supply
chains, not legitimizing counterfeits.
At the same time, in case the trademark
owner decides to resume the supply

of goods to Russia, the trademark may
be excluded from the «List of Goods
Allowed for Parallel Import». To exclude
a trademark or product from the list,
the brand owner must affirm his com-
mitment to remaining in the Russian
market and maintaining supply chain
operations. Many companies have
already successfully used that option.

ENFORGEMENT

There has been much speculation
about changes in Russia’s IP protection
landscape due to sanctions, with some
suggesting IP no longer exists there.
Notwithstanding, the IP system con-
tinues to function efficiently, protecting
IP owners without discrimination.

All legal mechanisms for IP protection
and enforcement remain operational,
reflecting consistent legal procedures.
Foreign-owned IP, including from
«unfriendly» countries, remains fully
protected under Russian law. Russia
maintains membership in major IP-re-
lated international agreements, such
as the Paris Convention, Madrid Sys-
tem, and TRIPS Agreement, without
plans to withdraw.

Current practice confirms that IP
remains enforceable in Russia, irre-
spective of the political climate.

For instance, in case N2 A40-269937/
2022, the owner of the LEVI’S trade-
mark filed a lawsuit alleging trade-
mark infringement and succeeded in
claiming statutory compensation. The
defendant argued that the trademark
owner is domiciled in an «unfriendly
country» and had ceased operations
in Russia since 2022. Nonetheless,

in its Resolution dated August 29,
2023, the IP Court ruled that current

legislation does not permit violations
of intellectual property rights simply
because a company’s presence in the
Russian market is not confirmed. Being
designated as an «unfriendly country»
does not negate the defendant’s
actions found to violate the plaintiff’s
rights. Such violations carry legal
consequences under the Russian law,
including requiring the defendant to
compensate the trademark owner.

GONGLUSION

Re-entering the Russian
market after a temporary
exit involves significant
challenges, primarily related
to intellectual property
protection. Despite global
political and economic
changes, Russia’s IP
system remains effective,
ensuring equal treatment
for domestic and foreign
trademark holders.

The consistent and reliable nature of
IP protection emphasizes the impor-
tance of safeguarding IP rights and
proactively managing them according
to current Russian IP laws. By adhering
to international IP agreements, Russia
bolsters the rights of foreign trade-
mark owners, allowing them to enforce
their IP through local courts and law
enforcement. Proper planning and
active IP management are critical for

a successful market re-entry and main-
taining brand integrity in an evolving
environment.
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LAWS AND BILLS

AMENDMENTS WERE MADE TO
ARTICLES 333.30 AND 333.35 OF
THE TAX CODE OF THE RUSSIAN
FEDERATION, ESTABLISHING STATE
DUTIES FOR THE REGISTRATION
oF COMPUTER PROGRAMS (CP),
DATABASES (DB), AND TOPOG-
RAPHIES OF INTEGRATED MICRO-
cIrcUITS (TIMC) (FEDERAL LAW
N¢ 389-FZ oF 23.11.2024)

The amounts of state duties for actions per-
formed by Rospatent for the registration of com-
puter programs, databases, and topographies of
integrated microcircuits have changed:

o for consideration of an application for registra-
tion of CP, DB or TIMC — 5000 rubles regardless
of the applicant (previously legal entities paid
4500 rubles, and individuals — 3000 rubles);

o for consideration of an application for making
changes to the Register of CP, Register of DB or
Register of TIMC — 3000 rubles (previously —
2600 rubles);

o for consideration of an application for reg-
istration of disposal of exclusive rights to CP,

DB or TIMC or for changing information about
disposal, including termination of registered dis-
posal— 5000 rubles + 3000 rubles for each CP,
DB or TIMC exceeding one. (previously — 5000
rubles + 2500 rubles);

o for consideration of an application for regis-
tration of the transfer of exclusive rights to CP,
DB or TIMC — 5000 rubles + 3000 rubles for
each CP, DB or TIMC specified in the application
exceeding one. (previously— 800 rubles);

o state duties for making changes to application
documents and deposited materials before pub-
lication in the official bulletin, as well as the state
duty for issuing a duplicate registration certificate
in the new edition of Article 330.30 of the Tax Code
of the Russian Federation are not provided for.
The changes came into force on January 1, 2025.

AMENDMENTS WERE MADE TO
CERTAIN LEGISLATIVE ACTS
(FEDERAL LAw N¢ 494-FZ oF
26.12.2024)

The new law, in particular, amends the Law
“On Patent Attorneys”, resulting in a change

in the procedure for registration of patent
attorneys by Rospatent and the introduction of
aregister-based model for the provision of ser-
vices by Rospatent for the registration of patent
attorneys.

Currently, after successfully passing the qual-
ifying examination and the qualification com-
mission’s decision on attestation, a candidate
for patent attorneys must submit an application
for registration and pay the corresponding state
duty. Within 30 days thereafter, Rospatent reg-
isters the patent attorney and issues him /her

a patent attorney certificate.


http://publication.pravo.gov.ru/document/0001202411230002
http://publication.pravo.gov.ru/document/0001202411230002
http://publication.pravo.gov.ru/document/0001202412260023
http://publication.pravo.gov.ru/document/0001202412260023

As aresult of the amendments to the law, the registration
procedure will be simplified. Rospatent will register a patent
attorney — without a separate application and without
paying a state duty — within one day after the qualification
commission makes a decision on attestation. Issuance of

a patent attorney registration certificate is not provided
for. The status of a patent attorney will be confirmed by an
entry in the register.

The amendments to the Law “On Patent Attorneys” will
come into force on September 1, 2025.

The new law also extends the powers of the Government
for 2025 to make decisions on the list of “parallel import”
goods, as well as to allow applicants, right holders, and
parties to agreements on the disposal of exclusive rights to
request Rospatent not to publish information about them
in the official Rospatent bulletin.

ON THE RIGHT OF SELF-EMPLOYED INDI-
VIDUALS TO A TRADE NAME AND TO
CONCLUDE COMMERCIAL CONCESSION
AGREEMENTS (BILL N2 823006-8)

State Duma deputies propose to amend Articles 1027 and
1538 of the Civil Code of the Russian Federation (CC RF).
The bill proposes to lift the restriction on the right to

a trade name only for legal entities or individual entrepre-
neurs. According to the authors of the bill, citizens carrying
out entrepreneurial activity without registration as indi-
vidual entrepreneurs (self-employed citizens) should also
have the right to a trade name (Article 1538 of the CC RF).
It is also proposed to allow self-employed individuals to
conclude commercial concession agreements (Article
1027 of the CC RF), which seems quite logical, since they
received the right to own a trademark back in 2023. Then
the legislators forgot about their right to a trade name and
to conclude franchising agreements (commercial conces-
sion). It seems that this gap will now be eliminated.

STRENGTHENING CRIMINAL LIABILITY
FOR THE ILLEGAL OBTAINING AND USE OF
INFORMATION CONSTITUTING A LEGALLY
PROTECTED SECRET (BILL N2 825103-8)

The Government submitted to the State Duma a bill
amending Article 183 of the Criminal Code of the Russian
Federation.

The bill provides for tougher liability for the illegal obtain-
ing, disclosure, and use of information constituting a com-
mercial, tax, or banking secret.

The justification for the bill indicates a growth in the illegal
circulation of information, including that contained in the
databases of customs authorities. In particular, informa-
tion on schemes used for the import of goods subject to
sanctions has actively begun to spread in the mass media.
The purpose of such publications is to cause damage to spe-
cific business entities, sectors of the economy, and overall
Russian economic interests.

The bill proposes to exclude a fine as the main punishment
from Part 3 of Article 183 of the Criminal Code, to establish
a lower threshold of punishment in the form of imprison-
ment — from 2 years, with the simultaneous addition of
the sanction with an additional type of punishment in the
form of a fine of up to 5 million rubles. In addition, Part 4 of
Article 183 proposes to introduce a lower threshold of pun-
ishment in the form of imprisonment from 3 years, with the
simultaneous addition of the sanction with an additional
type of punishment in the form of a fine from 1 to 5 million
rubles.

GOVERNMENT AGTS AND
DEPARTMENTAL ACTS

ROSPATENT, WITH THE PERMISSION OF THE
GOVERNMENT, DOES NOT PUBLISH INFOR-
MATION ABOUT A NUMBER OF PERSONS IN
ITS OFFICIAL BULLETINS AT THEIR REQUEST
(GOVERNMENT DECREE OF THE RUSSIAN
FEDERATION N2 1209 oF 02.09.2024)

Since September 30, 2024, applicants, right holders, and
parties to agreements on the disposal of exclusive rights to
certain objects of intellectual property can submit an appli-
cation to Rospatent requesting not to publish information
about them in the official Rospatent bulletin. The applica-
tion can be submitted in relation to inventions, utility mo-
dels, industrial designs, trademarks, computer programs,
databases, and topographies of integrated microcircuits.
The new procedure will be in effect until December 31, 2025.

AMENDMENT OF PATENT FEES (GOVERN-
MENT DECREE OF THE RUSSIAN FEDERA-
TION N2 1278 oF 18.09.2024)

From October 5, 2024, new amounts and rules for paying
patent fees came into force. The novelties include:

e the 30 % discount on fees has been abolished if the appli-
cant contacted Rospatent through electronic interaction;

¢ almost all fees have been increased, some significantly.
In particular, the fee for considering an application for
extending the term of a patent for an invention related

to a medicinal product has been increased from 3,000 to
100,000 rubles;

e new fees have been introduced (mostly related to inter-
national procedures);

e new preferential categories of applicants have been
introduced;

o the fee for maintaining a patent for an invention, utility
model, and industrial design is paid immediately for 5-year
periods, and the fee for the patent’s validity from the 1st to
the 5th years is paid upon registration and issuance of the
patent; benefits on the fee for maintaining the patent in
force are excluded;

e only one additional term remains for paying the filing fee,
the examination fee, and the registration fee for inventions,
utility models, and industrial designs, namely 12 months
with a 100 % increase in the fee. Previously, there were two
additional terms: 6 months with a 50 % surcharge and 12
months with a 100 % surcharge;

o the additional term for paying the filing fee, the exami-
nation fee, and the trademark registration fee has been
reduced from 6 to 1 month, and the surcharge has been
increased from 50 % to 100 %.

THE MINISTRY OF ECONOMIC DEVELOP-
MENT HAS DETERMINED THE PROCEDURE
FOR CONSIDERING APPLICATIONS FOR
TRADEMARKS WITH RELIGIOUS SYMBOLISM
(sEMANTICS) (ORDER OF THE MINISTRY
OoF EcoNnomic DEVELOPMENT N2 593 OF
20.09.2024)

If a trademark applied for registration contains images

of religious objects, religious symbols, words of religious
orientation, images and names of deities, or other persons
revered by believers, Rospatent suspends consideration of


https://sozd.duma.gov.ru/bill/823006-8
https://sozd.duma.gov.ru/bill/825103-8
http://publication.pravo.gov.ru/document/0001202409030020
http://publication.pravo.gov.ru/document/0001202409030020
http://publication.pravo.gov.ru/document/0001202409270029
http://publication.pravo.gov.ru/document/0001202409270029
http://publication.pravo.gov.ru/document/0001202409270029
http://publication.pravo.gov.ru/document/0001202409300042
http://publication.pravo.gov.ru/document/0001202409300042
http://publication.pravo.gov.ru/document/0001202409300042
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the application for one month and requests the opinion of
the Interreligious Council of Russia on the possibility or
impossibility of registering the designated designation as

a trademark. If the conclusion of the Interreligious Council
is received by Rospatent before a decision is made on the
application, it is taken into account when making the deci-
sion. The applicant is notified of a negative conclusion.

The new procedure has been in effect since October 21, 2024.

AMENDMENTS WERE MADE TO THE
REQUIREMENTS FOR DOCUMENTS OF AN
INVENTION APPLICATION AND THE RULES
FOR CONSIDERING SUCH APPLICATIONS
FOR INVENTIONS RELATED TO THE APPLI-
CATION OF A PRODUCT OR METHOD FOR
A SPECIFIC PURPOSE (ORDER OF THE
MINISTRY OF ECONOMIC DEVELOPMENT
N2 610 oF 27.09.2024)

According to the amendment made to subparagraph 22

of paragraph 62 of the Requirements for documents of an
application for the issuance of a patent for an invention,
for characterizing an invention related to the application
of a product or method for a specific purpose, a formula is
used that includes only an indication of the application of
the product or method for a specific purpose.

According to the amendments made to paragraphs 73 and
82 of the Rules for considering an application for the issu-
ance of a patent for an invention, when checking the novelty
and inventive step of an invention related to the application
of a product or method for a specific purpose, only the fea-
tures characterizing such purpose are taken into account.
The changes came into force on November 10, 2024.

UPDATED LIST OF GOODS ALLOWED FOR
PARALLEL IMPORT (ORDER OF THE MINIS-
TRY OF INDUSTRY AND TRADE N2 4611 OF
08.10.2024)

By order of the Ministry of Industry and Trade, amend-
ments were made to the list of imported goods (groups of
goods) to which the provisions of the Civil Code on the pro-
tection of exclusive rights do not apply, provided that such
goods are put into circulation outside the territory of the
Russian Federation by right holders or with their consent.
In particular, goods from the machine-building sector with
the KIA, Hyundai trademarks, as well as goods with the
MOTUL trademark, have been excluded from the list of
goods allowed for parallel import.

The order will come into force on May 8, 2025.

DISPUTES ON GRANTING
AND TERMINATION OF
PROTECTION

AT THE surT OF LLC “R-CLIMAT”, THE PRO-
TECTION OF FOUR TRADEMARKS OF THE
SWEDISH COMPANY ERICSSON WAS PRE-
MATURELY TERMINATED (DECISION OF THE
SIP oF 30.10.2024 AND DECISION OF THE
PREsIDIUM OF THE SIP oF 12.02.2025 1IN
CASE SIP-334/2024)

The limited liability company “R-Climat” (hereinafter —
the Society) applied to the Intellectual Property Court

with a claim against the foreign entity Telefonaktiebolaget
LM Ericsson (hereinafter — the Company) for the partial
premature termination of the legal protection of the follow-
ing trademarks belonging to the Company due to their non-
use: Russian trademarks (N2 205234); (N2 207822); and
(N2 253069); as well as the trademark under international
registration N2 1024858.

ERICSSON ERICSSON Z

Trademarks N2 205234 Trademarks N2 207822

W\

3PUKCCOH
ERICSSON

Trademarks N2 253069 Trademarks N2 1024858

All these marks are protected in Russia, including in rela-
tion to goods of class 11 of the International Classification
of Goods and Services (ICGS) “devices for heating, cooling,
and ventilation”.

The Society presented to the court evidence that allowed
the court to recognize it as a party interested in the termi-
nation of the protection of Ericsson’s trademarks in rela-
tion to goods of class 11 of the ICGS. At the same time, the
Society complied with the pre-trial procedure for settling
this dispute, which the Company does not dispute.

In its response to the statement of claim, the Company
stated that the claims should not be satisfied, since it uses
the disputed trademarks.

In addition, based on the provisions of Article 10 of the

CC RF and Article 10.bis of the Paris Convention, Ericsson
pointed to the bad faith of the Society, which intends to take
advantage of the wide-known reputation of the Company
and its trademarks. In the opinion of the Company, the use
of a virtually identical designation (as well as the filing of an
application for registration of the corresponding designa-
tion as a trademark) cannot be considered good faith.

The Company also refers to the fact that the courts of the
Republic of Kazakhstan found abuse of rights and unfair
competition in the actions of the plaintiff. The representa-
tive of the Company also indicated numerous decisions of
foreign courts, which allegedly satisfied the claims for recog-
nizing the actions of the Society as abuse of rights and unfair
competition, but these circumstances were not documented.
The judicial panel recognizes the above arguments of the
Company as untenable.

The SIP noted that the Company’s references to the deci-
sions of the courts of the Republic of Kazakhstan have no
legal significance within the framework of this case, which
concerns other trademarks, the legal protection of which is
granted on the territory of the Russian Federation.

The court also did not take into account the Company’s
argument that the premature termination of the legal pro-
tection of the disputed trademark will allow the use of the
designation “ERICSSON /3PUKCCOH”, associated in the
minds of consumers exclusively with the Company, by any
person, which will mislead consumers regarding the qua-
lity of the goods and its manufacturer. The court noted that
if Ericsson is so keen on preserving the possibility of using
the disputed trademarks, it should have taken appropriate
measures to maintain their legal protection.


http://publication.pravo.gov.ru/document/0001202410300020
http://publication.pravo.gov.ru/document/0001202410300020
http://publication.pravo.gov.ru/document/0001202410300020
http://publication.pravo.gov.ru/document/0001202410300020
http://publication.pravo.gov.ru/document/0001202411080016
http://publication.pravo.gov.ru/document/0001202411080016
http://publication.pravo.gov.ru/document/0001202411080016
https://kad.arbitr.ru/Kad/PdfDocument/e2cbce7a-73ed-44e9-82ec-f763ddc24456/2f7e0aeb-bd75-46f5-8d55-a4155bb40ee4/SIP-334-2024_20241030_Reshenija_i_postanovlenija.pdf
https://kad.arbitr.ru/Kad/PdfDocument/e2cbce7a-73ed-44e9-82ec-f763ddc24456/2f7e0aeb-bd75-46f5-8d55-a4155bb40ee4/SIP-334-2024_20241030_Reshenija_i_postanovlenija.pdf
https://kad.arbitr.ru/Kad/PdfDocument/e2cbce7a-73ed-44e9-82ec-f763ddc24456/72b7a575-87df-4d4d-90d1-37f60b858b1a/SIP-334-2024_20250212_Reshenija_i_postanovlenija.pdf
https://kad.arbitr.ru/Kad/PdfDocument/e2cbce7a-73ed-44e9-82ec-f763ddc24456/72b7a575-87df-4d4d-90d1-37f60b858b1a/SIP-334-2024_20250212_Reshenija_i_postanovlenija.pdf
https://kad.arbitr.ru/Kad/PdfDocument/e2cbce7a-73ed-44e9-82ec-f763ddc24456/72b7a575-87df-4d4d-90d1-37f60b858b1a/SIP-334-2024_20250212_Reshenija_i_postanovlenija.pdf

The Court also found the Company’s arguments regarding
the potential dilution of the disputed trademarks to be
unfounded, as the Company failed to prove the use of the
disputed trademarks in relation to the disputed goods
during the relevant period.

The judicial panel noted that in cases of non-use, the right
holder must prove the use of the trademark specifically in
relation to those goods for which protection is granted and
in relation to which a claim for termination has been filed.
The homogeneity of goods and services is not taken into
account if the wide renown of this mark is not proven.
Having assessed the volume of evidence submitted in the
case materials, the Judicial Panel concluded that in this
case, no evidence of the wide renown of the disputed trade-
marks was presented to the court. Any legally binding court
decisions on this matter, as well as Rospatent decisions
confirming the wide renown of the disputed trademarks,
were not presented. The disputed trademarks have not
been recognized as well-known in Russia in the manner
prescribed by law.

In this situation, the homogeneity of the goods sold cannot
be taken into account.

Having assessed the evidence presented by the Company,
the court concluded that they do not confirm the use of the
disputed trademarks in relation to the disputed goods, since
the documents submitted by the Company concerned only
telecommunications, but not climate control equipment.

In addition, the Company stated the existence of circum-
stances (sanctions regime; restrictions introduced by the
Russian Federation) that prevent the use of the disputed
trademarks on the territory of the Russian Federation.

To this, the court noted that the circumstances described
by the Company cannot be considered a valid reason for
non-use of its trademarks on the territory of the Russian
Federation during the period under consideration, since no
evidence of restrictions imposed by the Russian Federation
on the import of the disputed goods was presented.
Meanwhile, in refutation of this argument by the Company,
the Society noted that the Decree of the President of the
Russian Federation of 08.03.2022 N2 100 and the Decree of
the Government of the Russian Federation of 09.03.2022
Ne¢ 311, which the defendant refers to, introduce restric-
tions on the export (not import) of telecommunications
equipment (not devices for heating, cooling, and ventila-
tion) outside the Russian Federation. In addition, the cir-
cumstances cited by the Company are related to sanctions
that concern dual-use goods, and the defendant did not
provide evidence that goods of class 11 of the ICGS “devices
for heating, cooling, and ventilation” in the countries that
have imposed the relevant sanctions are considered dual-
use goods.

Having assessed the evidence presented in the case materi-
als, the judicial panel concluded that the defendant did not
prove the use of the disputed trademarks during the three-
year period in relation to the goods of class 11 of the ICGS
for which they are registered, and did not provide valid rea-
sons preventing their use during the specified three-year
period.

In this connection, the court granted the claims and pre-
maturely terminated the protection in relation to goods

of class 11 of the ICGS of Russian trademarks N2 205234,
N2 207822, N2 253069, as well as international registration
N2 1024858 in relation to these goods of class 11 of the
ICGS — on the territory of the Russian Federation due to
their non-use.

DISPUTES ON
INFRINGEMENT OF
EXGLUSIVE RIGHTS

IN THE CASE OF INFRINGEMENT OF THE
RIGHT TO TRADEMARK N2 677614, WHICH
IS A LABEL WITH THE UNPROTECTED
WORD ELEMENT “MAIKOPSKOYE”, THE
SUPREME COURT OF THE RUSSIAN FEDE-
RATION OVERTURNED THE DECISIONS

OF THE LOWER COURTS, WHICH DID NOT
TAKE INTO ACCOUNT THE RESPONDENT’S
RIGHT TO THE PROTECTED GEOGRAPH-
ICAL INDICATION (PGI) “MAIKOPSKOYE
BEER” (DETERMINATION OF THE SUPREME
COURT OF THE RUSSIAN FEDERATION OF
11.02.2025 N2 308-ES24-17130 IN CASE
A01-4210/2022)

LLC “MPK” Maikopsky Brewery (hereinafter — the Plant)

is the right holder of trademark N2 677614 of the Russian
Federation, registered, including for the goods “beer”, in
which all the words and numbers contained in it (includ-
ing the word “Maikopskoye”) are unprotected elements

of the trademark, as well as the holder of the right to use
the name of the place of origin of the goods “Maikopskoye
beer” (hereinafter — PGI) under certificate N2 248 /1 of the
Russian Federation.

The Plant learned that LLC “Maikopskoye pivo” (herein-
after — the Company) produces and sells beer using the
word designation “Maikopskoye”, similar to its trademark
and PGI, and therefore applied to the arbitration court with
a claim for the protection of exclusive rights and the recov-
ery of compensation in the amount of 3,146,436 rubles.

Defendant’s Product Label

The court of first instance, whose decision was left
unchanged by the ruling of the arbitration appellate court
and the ruling of the Intellectual Property Court (IPC),
granted the claim.

The Company filed a cassation appeal with the Supreme
Court of the Russian Federation.

The Economic Disputes Panel of the Supreme Court of

the Russian Federation (hereinafter — the Judicial Panel)
established the following.

Previously, in another court case involving the same par-
ties— case N2 A01-118/2021 — the similarity to the point
of confusion of the combined designation used by the com-
pany with the Plant’s disputed trademark was established,
and the identity with the Company’s beer PGI, containing
the name “Maikopskoye” on the labels, was recognized as
counterfeit.

Plaintiff’s Trademark


https://kad.arbitr.ru/Kad/PdfDocument/14a20cdf-f7b7-4912-9f92-8c324020493a/ff4d84ef-a3f3-4f0f-b926-4f1f2a84b88e/A01-4210-2022_20250211_Opredelenie.pdf
https://kad.arbitr.ru/Kad/PdfDocument/14a20cdf-f7b7-4912-9f92-8c324020493a/ff4d84ef-a3f3-4f0f-b926-4f1f2a84b88e/A01-4210-2022_20250211_Opredelenie.pdf
https://kad.arbitr.ru/Kad/PdfDocument/14a20cdf-f7b7-4912-9f92-8c324020493a/ff4d84ef-a3f3-4f0f-b926-4f1f2a84b88e/A01-4210-2022_20250211_Opredelenie.pdf
https://kad.arbitr.ru/Kad/PdfDocument/14a20cdf-f7b7-4912-9f92-8c324020493a/ff4d84ef-a3f3-4f0f-b926-4f1f2a84b88e/A01-4210-2022_20250211_Opredelenie.pdf
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Having again discovered the sale of products with the same
designation by the Company on the market, the Plant again
applied to the court with a demand to cease the infringe-
ment and pay compensation.

Taking into account the circumstances established within
the framework of case N2 A01-118/2021, and having found
proven the fact of infringement by the defendant of the
plaintiff’s exclusive right to the trademark, the courts of
first and appellate instances granted the claim.

The Intellectual Property Court agreed with the conclu-
sions of the courts of first and appellate instances,
including that the presence of the Company’s exclusive
right to the PGI “Maikopskoye beer” does not indicate the
legality of its use of the designation on the label, similar to
the Plant’s disputed trademark.

However, the Judicial Panel noted that the three-instance
courts did not take into account the following.

When establishing the fact of infringement of the exclusive
right to a trademark, in the sense of the provision of para-
graph 3 of Article 1484 of the CC RF, the degree of simi-
larity of the designations is subject to assessment.

The establishment of similarity is carried out by the court
based on the results of comparing the plaintiff’s trademark
and the designation used by the defendant. In this case,
the court takes into account which elements have similari-
ties — strong or weak elements of the trademark and des-
ignation. The similarity of only unprotected elements is not
taken into account.

In concluding that there was similarity to the point of
confusion between the plaintiff’s trademark and the desig-
nation used on the defendant’s label, the courts referred

to the established fact of such similarity by the court deci-
sion in case N2 A01-118/2021. Within the framework of
this case, the court established that the word designation
“Maikopskoye” is obviously crucial for the first impression
of similarity.

Meanwhile, the Judicial Panel noted that, having applied
the provisions of Part 2 of Article 69 of the Arbitration
Procedure Code of the Russian Federation, according to
which circumstances established by a legally binding court
decision of an arbitration court in a previously considered
case are not proven again when another case involving

the same persons is considered by an arbitration court,

the courts did not take into account that at the time of
consideration of the new case — N2 A01-4210/2022 —the
circumstances established by the courts in another case —
N2 A01-118/2021 — changed, since outside the period
considered within the framework of case N2 A01-118/202,
the Company received a certificate for the right to use

the PGI “Maikopskoye beer” (certificate N2 248/3) and
received the right to produce and sell products with the PGI
“Maikopskoye beer” applied to the labels.

Therefore, the courts needed to assess the legality of the
Company’s sale of products using this designation (label),
investigate the similarity to the point of confusion of

the plaintiff’s trademark and the Company’s label using
appropriate methodological approaches, and also take
into account that the word “Maikopskoye” used in the
Plant’s trademark refers to unprotected elements of the
trademark.

The Economic Disputes Panel of the Supreme Court of the
Russian Federation overturned the court decisions of the
lower instances and sent the case for reconsideration to the
court of first instance.

OTHER DISPUTES

BM-BANK ACHIEVED THE TERMINATION

OF A SUBLICENSE FOR SOFTWARE AND THE
RECOVERY OF UNJUSTIFIED ENRICHMENT
FROM THE SUBLICENSOR IN THE AMOUNT
OF 30.5 MILLION RUBLES AS A RESULT

OF MICROSOFT’S REFUSAL TO PROVIDE
ACCESS TO THE SOFTWARE PRODUCT
(DECISION OF THE MOSCOW ARBITRATION
CouRT OF 07.10.2024 AND RULING OF THE
NINTH ARBITRATION COURT OF APPEAL OF
28.02.2025 1N CcASE A40-74902/2023)

AO “BM-Bank” (hereinafter — the Bank) and AO “Envision
Group” (currently AO “Sitronics IT”) (hereinafter —the
Respondent) concluded a sublicense agreement for the
right to use Microsoft software (hereinafter —the Agree-
ment). The term of the license in the agreement was set
from January 1, 2022, to December 31, 2022.

The Bank timely and fully fulfilled its obligations to pay for
the licenses in the amount of 36,970,364.34 rubles.
However, from March 5, 2022, due to the termination of
access to Microsoft product technical support in the Rus-
sian Federation, the Bank lost access to the software gov-
erned by the Agreement, including access to activation keys
and downloadable distributions.

In this regard, the Bank considered that part of the paid
license fee in the amount of 30,589,178.17 rubles consti-
tuted unjustified enrichment for the Respondent.

During the consideration of the case, the Respondent
attempted to present the agreement concluded with the
Bank as a supply agreement, rather than a sublicense
agreement. Therefore, it believed that it had fulfilled all
obligations regarding the transfer of rights to use the soft-
ware. Later, the Respondent changed its position regarding
the qualification of the Agreement and argued that the dis-
puted agreement is not a sublicense agreement, nor a sup-
ply agreement, but a brokerage agreement.

However, the court, based on the literal meaning of the
terms of the Agreement, determined that the disputed
Agreement is, in its legal nature, a sublicense agreement.
The terms and subject matter of the Agreement show that
the actual common will of the parties to the Agreement was
aimed at creating contractual grounds for the lawful use of
computer programs by the plaintiff by granting a derivative
authorization from the right holder (sublicense), taking
into account the fact that computer programs are works —
objects of copyright, in respect of which exclusive rights are
recognized and effective. The disposal of these rights must
be carried out according to the rules provided for license
agreements (Article 1235 of the Civil Code of the Russian
Federation), and not according to the rules established for
the transfer of ownership of things under a sales contract.
The court indicated that the fulfillment of the license agree-
ment by the respondent consists not only in the one-time
provision of access to the licensed computer programs, but
also in the provision for a certain period of the right to use
the programs specified in the Agreement, not burdened by
prohibitions or restrictions from the relevant right holder,
about which the Respondent provided the Bank with cor-
responding assurances.

The court noted that limiting the Bank’s ability to
use the computer programs specified in the Agree-
ment before the expiration of the license term con-
stitutes a deterioration of the terms of use, i.e., is


https://kad.arbitr.ru/Kad/PdfDocument/b35847f5-f0a8-47c9-9eca-9ab312164950/1ec9f429-cef5-4527-a4ad-516cc1ad22f6/A40-74902-2023_20241007_Reshenija_i_postanovlenija.pdf
https://kad.arbitr.ru/Kad/PdfDocument/b35847f5-f0a8-47c9-9eca-9ab312164950/1ec9f429-cef5-4527-a4ad-516cc1ad22f6/A40-74902-2023_20241007_Reshenija_i_postanovlenija.pdf
https://kad.arbitr.ru/Kad/PdfDocument/b35847f5-f0a8-47c9-9eca-9ab312164950/06549ec9-80ca-48c7-a9c3-10f89e9f3688/A40-74902-2023_20250228_Postanovlenie_apelljacionnoj_instancii.pdf
https://kad.arbitr.ru/Kad/PdfDocument/b35847f5-f0a8-47c9-9eca-9ab312164950/06549ec9-80ca-48c7-a9c3-10f89e9f3688/A40-74902-2023_20250228_Postanovlenie_apelljacionnoj_instancii.pdf
https://kad.arbitr.ru/Kad/PdfDocument/b35847f5-f0a8-47c9-9eca-9ab312164950/06549ec9-80ca-48c7-a9c3-10f89e9f3688/A40-74902-2023_20250228_Postanovlenie_apelljacionnoj_instancii.pdf

non-equivalent performance of the Agreement by the
Respondent.

At the same time, the Respondent’s references to the pro-
visions of the agreement concluded between it and Micro-
soft are irrelevant, since the Claimant is not a party to this
agreement, it does not create any rights or obligations for
the Claimant, and the Claimant cannot be held responsible
for either the content or the fulfillment of obligations under
this agreement, since it regulates exclusively the relation-
ship between the Respondent and Microsoft.

Thus, the Respondent improperly fulfilled its obligations
under the said Agreement, and regardless of whether the
disputed agreement is a sublicense agreement or a broker-
age agreement, unjustified enrichment arose on the Respon-
dent’s side, since the disputed agreement was concluded
between the Bank and the Respondent, the licenses were
transferred by the Respondent, and the Bank transferred
funds under the agreement to the Respondent’s account.
The court fully satisfied the Bank’s claim, terminated the
disputed contract, and recovered from the Respondent in
favor of the Bank the amount of unjustified enrichment in
the amount of 30,589,178 rubles and 17 kopecks.

THE SUPREME COURT OF THE Rus-

SIAN FEDERATION CONSIDERED A CASE

ON THE PAYMENT OF LICENSE FEES TO

A UKRAINIAN FIRM (DETERMINATION OF
THE SUPREME COURT OF THE RUSSIAN
FEDERATION OF 03.02.2025 N2 307-ES24-
18161 1N cASE N2 A56-2577/2023)

In 2016, a license agreement was concluded between the
Ukrainian LLC “New Products” (licensor) and the Russian LLC
“Bravo Premium” (licensee), providing for the payment of
royalties for the use of trademarks belonging to the licensor.
In April 2022, the parties signed an agreement on the ter-
mination of the license agreement, according to which the
payment of royalties for the period of use of the trademarks
until the date of termination of the agreement should be
made by the licensee before September 1, 2022. However,
as of August 31, 2022, the licensee’s debt to the licensor
amounted to more than 383 thousand US dollars, and the
licensee refused to voluntarily pay the debt. The licensor
applied to the arbitration court (case N2 A56-2577/2023).
During the consideration of the case, the plaintiff was
replaced due to the assignment of the right to claim debt,
concluded between LLC “New Products” and the Russian
LLC “Interbrands Group”.

The court of first instance denied the claim, but the appel-
late court, supported by the Intellectual Property Court as

a cassation court, overturned the decision of the court of
first instance and granted the claim. At the same time, the
court of first instance, as well as the appellate and cassation
courts, did not give a legal assessment of the defendant’s
arguments about the assignment of the right of claim being
merely a formality, without the intention of creating corre-
sponding legal consequences, as well as about the affiliation
of the parties that concluded the assignment agreement.
LLC “Bravo Premium” appealed the decisions of the lower
courts to the Economic Disputes Panel of the Supreme Court.
Overturning the decision of the appellate and cassation
courts and sending the case for reconsideration to the
court of first instance, the Economic Disputes Panel of

the Supreme Court of the Russian Federation noted that
when considering the dispute, the courts did not take into
account that when establishing, exercising, and protecting
civil rights and when fulfilling civil obligations, partici-

pants in civil legal relations must act in good faith, and
that no one is entitled to derive benefit from their illegal or
unfair behavior. Therefore, the reality of obligations under
a transaction does not preclude the court’s right to refuse
to satisfy claims based on a transaction if the purpose of its
conclusion was to circumvent prohibitions and restrictions
established by legislation on countering the legalization
(laundering) of proceeds obtained by criminal means

and the financing of terrorism; legislation on banks and
banking activities; currency legislation, etc.

The claims in this case are related to the fulfillment of an
obligation to a foreign right holder from an unfriendly
state, in connection with which the fulfillment of this
obligation must be carried out in accordance with the pro-
cedure established by the Decree of the President of the
Russian Federation of May 27, 2022 N¢ 322.

At the same time, the Judicial Panel noted that the provi-
sions of the Decree do not apply to right holders who pro-
perly fulfill their obligations under contracts.

The Judicial Panel drew attention to the fact that, in accor-
dance with the agreement on the assignment of the right of
claim between LLC “New Products” and LLC “Interbrands
Group”, the assignee, after recovering funds from the com-
pany “Bravo Premium”, undertakes to pay the assignor (the
original plaintiff, the right holder) the full amount claimed
for recovery in the case.

Since the funds recovered by the court from the company
“Bravo Premium” in favor of the company “Interbrands
Group” are subject to transfer to the right holder from an
unfriendly state on the basis of the assignment agreement,
the court needed to investigate the issue of the application
of the procedure established by the Decree to the debtor, as
well as to take into account its argument about the conclu-
sion of an agreement by a third party and the plaintiff with
the aim of circumventing the requirements of the Decree
and the presence of intent in the actions of the parties
directed against public interests.

At the same time, the Judicial Panel qualified as unfounded
the arguments of the licensee — LLC “Bravo Premium” —
that the claims are not subject to satisfaction in principle,
since the right holder — LLC “New Products” —is openly
financing the armed forces of Ukraine. In this case, the
Supreme Court proceeded from the fact that the Presiden-
tial Decrees determine a special procedure for the perfor-
mance of obligations, but do not exclude the possibility of
resolving the dispute by the court and issuing a court deci-
sion on the merits. Neither at the time of the occurrence of
the debt of the company “Bravo Premium”, nor at the time
of the consideration of the case in court, retorsions against
legal entities of Ukraine concerning exclusive rights were
adopted by the Government of the Russian Federation.

In this connection, the implementation by LLC “New Pro-
ducts” of the right to apply to the arbitration court complies
with Russian legislation.

ROSPATENT PRACTIGE

1. WELL-KNOWN TRADEMARKS

From September 2024 to February 2025, Rospatent recog-
nized the word “BAIKAL” as a well-known trademark in
relation to non-alcoholic carbonated beverages of class

32 of the ICGS (decision of Rospatent of 12.12.2024

N2 2024B00472). The mark has been recognized as well-


https://kad.arbitr.ru/Document/Pdf/6bd544ac-79c9-434a-b5f3-63a397d8f2c6/3ad0b860-551f-4ac5-ab73-fd8a2bef387d/A56-2577-2023_20250203_Opredelenie.pdf?isAddStamp=True
https://kad.arbitr.ru/Document/Pdf/6bd544ac-79c9-434a-b5f3-63a397d8f2c6/3ad0b860-551f-4ac5-ab73-fd8a2bef387d/A56-2577-2023_20250203_Opredelenie.pdf?isAddStamp=True
https://kad.arbitr.ru/Document/Pdf/6bd544ac-79c9-434a-b5f3-63a397d8f2c6/3ad0b860-551f-4ac5-ab73-fd8a2bef387d/A56-2577-2023_20250203_Opredelenie.pdf?isAddStamp=True
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http://www1.fips.ru/ofpstorage/Doc/PPS/2024/13.12.2024/2024%D0%9200472.pdf

10/11

GORODISSKY & PARTNERS

#1 (158) 2025, MOSCOW, RUSSIA

INTELLECTUAL PROPERTY & TMT Law

known since January 1, 2024 and entered into the List of
well-known marks in Russia under N2 263; the right holder
is LLC “Baikalskoye”.
During the same period, Rospatent refused to recognize the
following designations as well-known marks:
IIE PKH 3 OB O (decision of Rospatent of
19.11.2024 N2 2023B03572).
Well-known status was requested in relation to goods
of class 29 of the ICGS “ham; sausage products; pork;
semi-finished products from pork” in the name of PJSC
“Cherkizovo Group”. According to Rospatent, the evidence
presented confirms the wide renown of the designation only
in relation to the product “sausage products”, but not in rela-
tion to ham, pork, and semi-finished products from pork;
c T o n o T o (decision of Rospatent of
28.12.2024 N2 2023B03571).
JSC “Technological Company “Center” requested recogni-
tion of the word designation “STOLOTO” as well-known
for goods of class 28 of the ICGS “lottery tickets”, services
of class 35 of the ICGS “lottery distribution services; retail
sales services for lottery tickets, including through online
stores”, services of class 41 of the ICGS “organization of
lotteries, namely, services for the distribution of lottery
tickets”. The Rospatent decision notes that the documents
submitted do not confirm either the wide renown of the
designation among consumers or its connection with the
applicant.

2. NAMES OF PLACES OF
ORIGIN OF GOODS (PO0O) AND
GEOGRAPHICAL INDICATIONS (GI)

From September 2024 to February 2025, Rospatent regis-
tered 18 geographical indications (GI):

NUMBER IN THE  PGI/PGI GOODS
REGISTER OF PGIS
AND PGIS

353 (G OROKHOVETSKIY Gingerbread (printed

PRYANIK gingerbread, painted
gingerbread)

354 (G LENINGRADSKIVE Donuts (baked goods)
PYSHKI

355 (G KOVRIZHKA Kvass bread
ZARAYSKAYA

356 (GI) KHOLMOVSKAYA Wild Strawberry (Strawberry)
ZEMLYANIKA
(KLUBNIKA)

357 (GI) MORSHANSKOYE Light Beer
PIVO

358 (GI) SOL BURLINSKAYA Table Salt

359 (GI) SOS'VINSKAYA SELUD’  Tugun and fish products made
(TUGUN) from tugun

360 (GI) YAKUTSKIVE Diamonds
BRILLIANTY

361 (GI) BAYDARSKIY MYOD  Honey

362 (GI) KAREL'SKAYA ZEMLY- Wild Strawberry (Strawberry)
ANIKA (KLUBNIKA)

363 (GI) IMIORDOVSKAYA YUVE- Christmas tree decorations
LIRNAYA YOLOCHNAYA
IGRUSHKA

364 (GI) BAKCHARSKAYA Honeysuckle
ZHIMOLOST

365 (GI) VOLGINSKIY Bells
KOLOKOLETS

366 (GI) MIKHAYLOVSKAYA Koklushka doll
KUKLA-KOKLYUSHKA

367 (GI) PLESHKOVSKAYA Clay toy
IGRUSHKA

368 (GI) DONETSKIVE NOSKI ~ Socks

369 (GI) TYUMENSKAYA Vodka
VODKA

370 (GI) BASHKIRSKIY PALAS  Hand-woven carpet
(AGALY BALAG)

INTELLEGTUAL PROPERTY
NEWS EURASIAN
EGONOMIG UNION AND
NEIGHBORING GOUNTRIES

1. EURASIAN PATENT
ORGANIZATION

TwO MEETINGS OF THE ADMINISTRATIVE
CounciL oF EAPO WERE HELD

On September 9-10, 2024, the 45th (31st regular) meeting
of the Administrative Council of the Eurasian Patent Orga-
nization (EAPO) was held in Moscow. It was attended by
authorized representatives of the states participating in the
Eurasian Patent Convention: Azerbaijan, Armenia, Belarus,
Kazakhstan, Kyrgyzstan, Russia, Tajikistan, and Turkmeni-
stan. Russia was represented by the head of Rospatent,
Yuri Zubov.

The Administrative Council adopted amendments to the
Regulations on Fees. The amounts of many fees were
increased by 10 to 130 %, but the fees levied for actions
performed in the EAPO under the Patent Cooperation
Treaty remained unchanged. Amendments were also

made to the Patent Instructions. Regarding inventions, the
changes are aimed at clarifying the norms relating to the
requirement for sufficient disclosure of the invention in the
application materials, and regarding industrial designs —
at improving and expanding the scope of application of
the mediation procedure when considering disputes about
patentability.

The Administrative Council also adopted the EAPO budget
for 2025.

On December 24, 2024, the 46th (15th extraordinary)
meeting of the EAPO Administrative Council was held in
Moscow. The Administrative Council decided to recom-
mend that the President of the EAPO appoint Vladimir


http://www1.fips.ru/ofpstorage/Doc/PPS/2024/20.11.2024/2023%D0%9203572.pdf
http://www1.fips.ru/ofpstorage/Doc/PPS/2024/20.11.2024/2023%D0%9203572.pdf
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Ryabovolov, General Director of the Patent Office of the
Republic of Belarus, as Vice-President of the EAPO.

THE RESULTS OF THE EAPQ’S ACTIVITIES IN
2024 WERE SUMMARIZED

In 2024, the EAPO received 3252 applications for the
issuance of Eurasian patents for inventions and issued
2908 patents for inventions. The most popular areas are
pharmaceuticals, biotechnology, fine organic chemistry,
and medical equipment. As in previous years, applicants
from the USA showed the greatest activity — 29.4 % of

all applications for inventions filed with the EAPO. At

the same time, China’s interest in the Eurasian patent
increased significantly — almost 10 % more applications
for inventions were filed and twice as many applications for
industrial designs. As a result, China entered the top three
leaders along with the USA and Russia.

In 2024, the EAPO received 562 Eurasian applications for
industrial designs. This is 52 % more compared to 2023;
402 Eurasian patents were issued for 961 industrial designs.
This is 28.4 % more compared to the previous year.

In 2024, patents for industrial designs were received by
applicants from 17 states. For the first time — from the
Netherlands, the UAE, and the Republic of Korea.

2. BELARUS

CONSIDERATION OF INTELLECTUAL PROP-
ERTY DISPUTES IN THE SUPREME COURT OF
THE REPUBLIC OF BELARUS FOR 2024

The Judicial Panel for Intellectual Property Cases consid-
ered 82 cases in 2024, of which 63 cases were disputes in
the field of copyright and related rights; 19 cases — dis-
putes in the field of industrial property law, of which 4
cases were appeals against decisions of the Appeals Council
under the patent office.

52 cases were considered with a decision, and 30 cases
were decided by orders.

Of the 52 resolved cases, the claims were fully satisfied in 26
cases, partially satisfied in 15 cases, and denied in 11 cases.
In the field of industrial property in 2024, 15 cases were
considered with a decision. Claims were fully or partially
satisfied in 6 cases, and denied in 8 cases. The main cat-
egory of cases consists of claims for compensation in
connection with the infringement of exclusive rights to

a trademark, appeals against decisions of the Appeals
Council under the patent office, and claims for premature
termination of trademark protection.

In disputes in the field of copyright, 38 cases were consi-
dered with a decision. Claims were fully or partially
satisfied in 35 cases, and denied in 3 cases. The main
category of cases consists of claims for the recovery of
copyright remuneration and license fees.

PATENT FEES CHANGED FROM JANUARY 1,
2025

Due to the fact that from January 1, 2025, the base value
was set at 42 Belarusian rubles, the amounts of all patent
fees have changed, in particular, for maintaining Eurasian
patents for inventions in force on the territory of the
Republic of Belarus.

The amounts of patent fees for maintaining patents for
inventions, utility models, and industrial designs in force
have been increased, starting from the sixth year of the
patent’s validity; as well as for extending the term of regis-
tration of a trademark and a collective mark.

3. UZBEKISTAN

UZBEKISTAN JOINED THE HAGUE SYSTEM
FOR THE INTERNATIONAL REGISTRATION
OF INDUSTRIAL DESIGNS

On October 10, 2024, the Government of Uzbekistan sub-
mitted a document to the WIPO Director General on acces-
sion to the Geneva Act of the Hague Agreement Concerning
the International Registration of Industrial Designs.
Accession is carried out with a number of declarations:

o the fee for designation is replaced by an individual fee for
the designation of the Republic of Uzbekistan;

e postponement of the publication of information about
the industrial design is not provided for;

o the requirement of unity of design is applied to the
designs included in one application;

¢ no entry in the international register regarding a change
of right holder shall have effect until the Uzbek patent
office receives documents on the transfer of rights;

o the term of protection is 5 years and can be repeatedly
extended for five years, but not more than 15 years from
the date of international registration;

o the period for sending the application by the office to
WIPO will be not one, but 6 months;

o the deadline for the office to prepare a notification of
refusal to grant protection will be 12 months;

o the effect of international registration on the territory of
Uzbekistan begins from the date the office sends the notifi-
cation of granting protection to WIPO.

The Geneva Act of the Hague Agreement entered into force
with respect to Uzbekistan on January 10, 2025. From this
date, Uzbekistan can be indicated in the application for
international registration of an industrial design.

UZBEKISTAN ACCEDED TO THE SINGAPORE
TREATY ON THE LAW OF TRADEMARKS
(STLT)

On October 10, 2024, the Government of Uzbekistan depos-
ited with the Director General of WIPO the instrument of
ratification of the Singapore Treaty on the Law of Trade-
marks — a treaty that sets out the maximum requirements
that member states may establish in trademark registration
procedures.

The instrument contains a reservation that in Uzbekistan,
registration of a license is required as a condition for
granting the licensee the right to participate in proceedings
in connection with the infringement of rights initiated at
the initiative of the trademark owner, or to obtain compen-
sation through such proceedings for damage caused as
aresult of such infringement of the right to a mark that is
the subject of the license.

The Treaty entered into force for Uzbekistan on January 10,
2025.

4. TURKMENISTAN

TURKMENISTAN JOINED THE EURASIAN
SYSTEM FOR THE PROTECTION OF INDUS-
TRIAL DESIGNS

The Protocol on the Protection of Industrial Designs to the
Eurasian Patent Convention entered into force in respect
of Turkmenistan on January 4, 2025. Now, a Eurasian
patent for an industrial design can operate simultaneously
in all eight participating states (Azerbaijan, Armenia,
Belarus, Kazakhstan, Kyrgyzstan, Russia, Tajikistan, and
Turkmenistan).


https://www.court.gov.by/ru/justice/press_office/f63991f68983405c.html
https://www.court.gov.by/ru/justice/press_office/f63991f68983405c.html
https://www.court.gov.by/ru/justice/press_office/f63991f68983405c.html
https://www.ncip.by/o-centre/novosti/intellektualnaya-sobstvennost/09.01_vnimaniyu-platelshchikov-patentnykh-poshlin/?sphrase_id=130245
https://www.ncip.by/o-centre/novosti/intellektualnaya-sobstvennost/09.01_vnimaniyu-platelshchikov-patentnykh-poshlin/?sphrase_id=130245
https://www.wipo.int/ru/web/hague-system/w/news/2024/uzbekistan-joins-the-hague-system
https://www.wipo.int/ru/web/hague-system/w/news/2024/uzbekistan-joins-the-hague-system
https://www.wipo.int/ru/web/hague-system/w/news/2024/uzbekistan-joins-the-hague-system
https://www.wipo.int/wipolex/en/treaties/notifications/details/treaty_singapore_58
https://www.wipo.int/wipolex/en/treaties/notifications/details/treaty_singapore_58
https://www.wipo.int/wipolex/en/treaties/notifications/details/treaty_singapore_58
https://www.eapo.org/eapv-news/evrazijskij-patent-na-promyshlennyj-obrazecz-teper-dejstvuet-i-v-turkmenistane/
https://www.eapo.org/eapv-news/evrazijskij-patent-na-promyshlennyj-obrazecz-teper-dejstvuet-i-v-turkmenistane/
https://www.eapo.org/eapv-news/evrazijskij-patent-na-promyshlennyj-obrazecz-teper-dejstvuet-i-v-turkmenistane/

13 JANUARY 2025

ADVENTURES OF EXTENSION //
GLOBAL IP MATRIX

The Global IP Matrix magazine pub-
lished an article “Adventures of Exten-
sion” by Vladimir Biriulin, Partner,
Russian Patent Attorney and Elena
Nazina, Partner, Russian Patent Attor-
ney, Eurasian Patent Attorney, Head
of Chemical & Life Science Depart-
ment (both - Gorodissky & Partners,
Moscow).

The article deals with a recent court
case where extension of a pharmaceu-
tical was put into question.

22-24 JANUARY 2025

WORLD INTELLECTUAL PROPERTY
FORUM 2025 (WIPF)

On the first day of the Forum, Goro-
dissky & Partners organized a Round
table “Geographical designations and
indications: protection of intellectual
property and cultural heritage in
different jurisdictions”, moderated
by Evgeny Alexandrov, Ph.D., Senior
Partner, Trademark & Design Attorney,
Head of Legal, Trademark & Design
Practice (“Gorodissky and Partners”,
Moscow). Experts from Russia, Geor-
gia, Belgium and Uruguay discussed
following topics:

e Peculiarities and world practices of
legal protection and defense of geo-
graphical indications, appellations of
origin of goods,

o the use of geographical indications
in trademarks;

¢ Risks associated with the transfor-
mation of a geographical name into a
generic term.

5 MARCH 2025

PARALLEL IMPORTS IN RUSSIA: CUR-
RENT REGULATION AND TRENDS //
THE TRADEMARK LAWYER

The Trademark Lawyer, Issue I,

2025 published an article “Parallel
imports in Russia: current regulation

, . et and trends” by Anna
= ﬂi WB{' Id Degtyareva, Lawyer
Fqsl;!':a.:'c! (Gorodissky & Partners,
Moscow).
In this article, Anna
Degtyareva examines

Gorodissky & Partners team partici-
pated in the World Intellectual Prop-
erty Forum in Dubai (UAE).

the evolving landscape
of parallel imports in
Russia, detailing the
government’s temporary
g ¥ allowances for selected
goods amid ongoing sanctions, while
reiterating that parallel imports
remain largely illegal.

11 MARCH 2025

ENTREPRENEUR’S GREEDY EYE
CASTS AT APPLE’S PIE // THE PATENT
LAWYER

The Patent Trademark Lawyer mag-
azine published an article «<Entrepre-
neur’s Greedy Eye Casts at Apple’s Pie»
by Vladimir Biriulin, Partner, Russian
Patent Attorney (Gorodissky & Part-
ners, Moscow).

The article is devoted to the details of
the patent dispute between a Russian
entrepreneur and Apple Inc. over pat-
ent No. 141791 for a mobile phone
with an emergency call function.

12 MARCH 2025

PRAVO-300 / INDIVIDUAL RANKINGS
The Federal rating of law firms “Pravo-
300” recommended 12 practitioners of

[MPABO

300

INDIVIDUALS

Gorodissky & Partners among the best
in Russia:

o IP: Valery Medvedev; Yuri Kuznetsov,
Evgeny Aleksandrov, Sergey Medvedeyv,
Elena Nazina, Alexey Kratiuk, Sergey
Vasiliev, Ilya Gogyachev, Anton Mel-
nikov, Nikita Maltsev, Valery Narezhny;
o TMT: Sergey Medvedev, Sergey
Vasiliev, Valery Narezhny, Ilya Gog-
yachev, Nikita Maltsev, Stanislav
Rumyantsev

e Personal data protection: Valery
Narezhny, Stanislav Rumyantsev.
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