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At present, along with the increasing importance
of intangible assets in the market-driven economy
and with the development of the intellectual
property law, the number of protectable and
marketable intellectual property subject matters

is constantly growing. It is remarkable that per-
sons, in particular, legal entities and individuals,
have started to show an increasing interest in

the security and protection of the results of .2
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=== manage copyrights and related rights
on a collective basis (Clause 1 of Article
However, in some occasions, it is rather 1242 of the Civil Code of Russia).
difficult for a single person to man-
age the exclusive rights to numerous
intellectual property subject matters 0 F RI G HTS U N
within a single “portfolio” that need to

Another difference between these
statutory concepts is whether the
entrusted manager is able to use the
intellectual property objects, the exclu-

be commercialized professionally and
efficiently. The same situation involving
the need to manage intangible assets
may occur, for example, if the exclusive
rights are reserved for several persons
(joint rights holders). Even one person
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a means of individualization may be
used only for the benefit of the
beneficiary 2.

Finally, it shall be mentioned that,
within the meaning of Clause 2 of Arti-
cle 1012 of the Civil Code of Russia,
the manager may take any legal and
factual actions with regard to the
property (property right) transferred
for management, but all - for the bene-
fit of the beneficiary and in accordance
with the management agreement. An
agreement may provide for special
restrictions on certain actions (rights)
of the administrator.

By the way, the manager is obliged to
make all transactions with the exclu-
sive rights transferred for IP asset
management on her own behalf indi-
cating that she acts as such a manager
(Clause 3 of Article 1012 of the Civil
Code of Russia).

Speaking about management on a col-
lective basis, organizations engaged in
management of rights on a collective
basis may, in particular, on behalf of
the rights holders or on their own
behalf, file claims with courts and per-
form any other legal actions required
to protect the rights transferred to
them for management on a collective
basis (Clause 5 of Article 1242 of the
Civil Code of Russia). An accredited
organization may file claims with
courts on behalf of rights holders as
required to protect the rights managed
by such organization (Article 1244 of
the Civil Code of Russia).

As it can be seen now, when comparing
these legal categories, the manager is
obliged to act independently (on her
own behalf), but for the benefit of the
beneficiary (i.e. a grantor or her spe-
cified person).

At the same time, the manager herself
cannot be the beneficiary (Clause 3 of
Article 1015 of the Civil Code of Rus-
sia). The idea of management of rights
on a collective basis is to ensure the
collection and allocation of the rele-
vant royalties from third parties and
protection (enforcement) copyrights
and related (exclusive) rights against
third parties, if such disposal (licens-
ing) and protection (enforcement) of
exclusive rights is not possible on an
individual basis. There is no “benefi-
ciary” concept as such in the model of
management of copyrights and related
rights on a collective basis.

IP MANAGEMENT
AGREEMENT -
ESSENTIAL
TERMS AND
GONDITIONS

In accordance with Clause 1 of Article
1012 of the Civil Code of Russia, under
an asset management agreement,

one party (the grantor) transfers the
property to the other party (the man-
ager) for management for a certain
period and the other party is obliged to
manage this property for the benefit of
the grantor or her specified person (the
beneficiary). Transfer of the property
for management does not entail trans-
fer of the right of property thereto to
the manager. Upon termination of the
management agreement, the property
in management must be transferred to
the grantor, unless the agreement pro-
vides for otherwise (Clause 3 of Article
1024 of the Civil Code of Russia).

As to intellectual property, IP asset
management is an agreement under
which the rights holder (the grantor)
transfers exclusive rights to another
person (the manager) for management
for a certain period and the manager

is obliged to manage the exclusive
rights for the benefit of the grantor or
her specified person (the beneficiary).
It is important to stress out here that
the transfer of the exclusive rights for
management purposes does not mean
the transfer of the exclusive rights

to the manager; the latter may only
manage these rights for the benefit

of the beneficiary during the period
established by the agreement (but

not exceeding the period of validity of
the legal protection of the intellectual
property subject matter) and in accor-
dance with the terms and conditions
of the agreement, while performing
the agreed legal and factual actions,
including when entering into transac-
tions with third parties.

It is remarkable that the exclusive rights
may be transferred for management
under the agreement both in full and

within certain limits. In particular,
under such an agreement, the manager
may be “entrusted” with the entire
“triad of powers” (i.e., a full scope

of the exclusive rights transferred),
namely, a right to use by any means,
aright to dispose of the same by any
means, and a right to enforce the exclu-
sive rights through any legal remedies,
or it may be limited, for example, to the
transfer of a right to dispose of the same
by specific means (for example, through
licensing) or a right to enforce the
exclusive rights through certain legal
remedies (for example, through filing
civil actions in courts). In any case, the
agreement should define the scope of
the rights transferred for management
along with the liability of the manager,
including financial one, for non-fulfil-
ment of her relevant duties.

It is important to emphasize once again
that the manager may, when managing
the exclusive rights, use and dispose

of such rights (Article 1012 of the Civil
Code of Russia). However, as opposed
to a licence agreement, it may be done
only for the benefit of the beneficiary®.
In addition, within the meaning of
Clause 1 of Article 1016 of the Civil
Code of Russia, the IP asset manage-
ment agreement must cover the follow-
ing essential terms and conditions:
* Set of exclusive rights (i.e., a specific
list of intellectual property objects
referring to, inter alia, the registra-
tion numbers of documents certifying
the exclusive rights) transferred for
management;

* Name of a legal entity or an individ-
ual, for the benefit of which the exclu-
sive rights are managed (the grantor or
the beneficiary);

* Amount and form of remuneration to
the manager if payment of remunera-
tion is provided for by the agreement;

* Term of the agreement.

As it follows from the law, the mana-
gement agreement should be concluded
for a term not exceeding five years. If no
notice of termination of the agreement
upon its expiration is sent by either
party, it should be deemed extended for
the same term and on the same terms
and conditions as provided for in the
agreement (Clause 2 of Article 1016 of
the Civil Code of Russia). In such cir-
cumstances, it is necessary to take into
account the period of legal protection of
an intellectual property subject matter,

2 — See Clause 48 of Resolution of the Plenum of the Supreme Court of Russia No. 10 dated 23 April 2019 On Application of Part Four of the Civil Code

of the Russian Federation

3 — See Clause 2.2 of the Statement of the Intellectual Property Rights Court (IPRC) following the discussion of court practice issues at the meeting of

the Research Advisory Board at the Commercial Court of the Ural Circuit on 23 May 2014 (approved by Resolution of the IPRC Presidium No. SP-21,/90

dated 14 November 2014)
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the rights to which are transferred for
management under the agreement. We
believe that, by analogy with a licence
agreement, in case of termination of
the exclusive rights, the management
agreement will also terminate.

As per Article 1023 of the Civil Code

of Russia, the manager has the right

to the remuneration stipulated by the
agreement if payment of the same is
agreed upon by the parties and such
agreement is not remuneration-free.
The form of remuneration payment is
not established by law; hence, the par-
ties may agree upon various financial
conditions, including a lump sum (one-
time) payment, periodic payments,
certain interest from management, and
any other forms. These forms of remu-
neration may be paid directly by the
grantor or compensated by the income
received from the IP asset manage-
ment. It is apparent that such income
should be generated by commercializ-
ing the relevant intellectual property
objects based on licence (sublicence)
or any other (commercial) agreements.
In addition to the right to remuner-
ation, the manager may also claim
reimbursement of necessary expenses
incurred by her during the IP asset
management. At the same time, nec-
essary expenses incurred by her, in
particular, payment of the official fees
for maintenance of patents transferred
for management, should be reimbursed
by the grantor. By the way, while the
manager acquires the right to remuner-
ation if it is expressly provided for in
the agreement, the right to reimburse-
ment of relevant expenses does not
depend on whether this right is regu-
lated by the agreement or not.
Certainly, the IP asset management
agreement shall be made in writing.
Non-observance of the form of mana-
gement agreement entails its invalidity
(Clause 3 of Article 1017 of the Civil
Code of Russia).

It should also be noted here that no
state registration of the IP asset mana-
gement as a form of disposal of the
exclusive rights is provided for by law.
At the same time, when managing the
exclusive rights with regard to the
registered intellectual property (for
example, trade marks and service
marks), when entering into transac-
tions with third parties with regard to
such subject matters, including licence
or franchise agreements, the manager
is obliged to ensure the state registra-
tion of the grant of rights under the

relevant agreements and to disclose
the management agreement concluded
with the grantor (the rights holder)

to Rospatent as a confirmation of her
status. Otherwise, Rospatent may send
anotice (request) or even refuse to per-
form the state registration of disposal
of the exclusive rights, which will result
in it being invalid (Clause 6 of Article
1232 of the Civil Code of Russia, Clause
2 of Article 1028 of the Civil Code of
Russia).

ENFORGEMENT
OF EXGLUSIVE
RIGHTS TRANS-
FERRED FOR
MANAGEMENT

As noted above, the contracting parties
to the management agreement are the
grantor and the manager. In practice,
however, the grantor may be both - the
rights holder (holder of the intellec-
tual property object) and a holder of
the exclusive rights (licensee). The
manager may be either an indepen-
dent professional manager (an indi-
vidual entrepreneur or a commercial
organization) or a sublicensee, as the
case may be in practice. The nature of
agreement and the management struc-
turing will determine, among other
things, the consequences related to
the enforcement of the exclusive rights
transferred for management.

Clause 2 of Article 1250 of the Civil
Code of Russia does not expressly
mention the administrator among the
persons entitled to protect and enforce
the infringed exclusive rights. How-
ever, the manager’s right to enforce
such rights follows from the right to
protection (enforcement) of property
belonging to the grantor. Accordingly,
if the grantor is the rights holder and
the right to use in a certain specific
way (or in all possible ways) the result
of intellectual activity is transferred
for management, the manager may
both - exercise the rights transferred
to her for management and enforce
the same in the same ways as the
rights holder may do. If the grantor is

alicensee, the manager’s powers will
depend on whether the rights of the
licensee who has received the same
under an exclusive licence agreement
or who has received the same under

a non-exclusive licence agreement

are transferred to the manager for
management. At the same time, the
grantor, who has transferred the
exclusive rights for management,
may no longer itself independently
use (apply for) the enforcement
measures provided for by the Civil
Code of Russia“.

GONGLUSION

The IP asset management business
model is not much in demand today.
However, there are some situations in
practice that differ from the manage-
ment of copyrights and related rights
on a collective basis, when this statu-
tory legal tool applies, including when
forming relations for the use, disposal,
and enforcement of rights to various
objects of exclusive rights between
joint rights holders and concentrat-
ing (accumulating) various objects of
exclusive rights in one “pair of hands”
who have no special or business

skills in their commercialization and
enforcement.

|t is apparent that as the
total number of transactions
concluded in the area

of intellectual property
increases, the share of
transactions accounted
specifically for IP asset
management will grow,
establishing a new, positive
practice in this particular
field. We are certain that in
the future this contractual
instrument will be used by
business more often and in
this regard will have a more
practical importance for
lawyers and IP attorneys.

4 — See Clause 49 of Resolution of the Plenum of the Supreme Court of Russia No. 10 dated 23 April 2019 On Application of Part Four of the Civil Code

of the Russian Federation
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LAWS AND DRAFT LAWS

IT 1S POSSIBLE TO INCLUDE
ELECTRONIC 3D MODELS OF
THE CLAIMED ITEMS IN APPLI-
CATIONS AND TO OB-TAIN
ELECTRONIC PATENTS AND
CERTIFICATES LAW ON GEOGRAPHICAL

On 20 July 2020, Federal Law No. 217-FZ dated INDICATIONS
20 July 2020 On Amendments to Part Four of the On 27 July, Federal Law No. 230-FZ dated 26 July

In addition, the titles of protection (except for a
patent for secret invention) will be issued in elec-
tronic form. At the same time, applicants will still
be able to obtain them in hard copy as well.

The law entered into force on 17 January 2021.

Civil Code was published. 2019 entered into force that amended Part IV of
The amendments allow applicants to submit elec- the Civil Code providing for, along with protec-
tronic three-dimensional (3D) models in their tion of appellations of origin of goods, protection

applications for inventions, utility models, indus- of yet another intellectual property subject mat-
trial designs, and trademarks. ter — a geographical indication.
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ROSPATENT WILL ENGAGE THIRD
PARTY ORGANIZATIONS TO CONDUCT
INFORMATION SEARCH AND EXPERT
EXAMINATION OF APPLICATIONS FOR
INVENTIONS AND UTILITY MODELS.
FREE PATENTING IS LIMITED

On 31 July, Federal Law No. 262-FZ dated 31 July 2020 On
Amendments to Part Four of the Civil Code was published.
The law introduces a procedure for preliminary informa-
tion search and preliminary evaluation of patentability
under applications for inventions and utility models engag-
ing Russian specialized scientific and educational organiza-
tions that will be accredited by Rospatent.

Applicants will be able to use the preliminary information
search service at their discretion. At the same time, they
get an additional opportunity to change the application
materials after obtaining the results of such a search when
submitting a request for substantive examination of the
application. The results of the preliminary search and
preliminary evaluation of patentability will be taken into
account by Rospatent when conducting substantive exami-
nation of the application.

The law also entitles the Government to determine the num-
ber of applications that may be filed by one applicant within
a year without paying a fee if he files a statement of his
willingness to surrender the patent, if issued, to any person.
Now, the number of such applications is not limited.

The law will enter into force after one year from its publica-
tion date, that is on 1 August 2021, except for the provision
on the new Government’s right, which entered into force
on 29 October 2020 and in accordance with which the
Government adopted relevant decree No. 1676 dated 13
October 2020.

The said decree has amended the Regulation on Patent
Fees; these amendments determine a list of fees, from
which an applicant and a patent holder are exempt when
submitting an application for willingness to conclude an
agreement for assignment of a patent on the terms and
conditions compliant with the established practice.

The same decree has established that such an exemption
from payment of patent fees is granted for the first 10 appli-
cations filed by the applicant within a calendar year.

THE STATE DUMA HAS APPROVED
AMENDMENTS TO THE LAW ON PATENT
ATTORNEYS IN THE FIRST READING

On 30 September 2020, the State Duma approved a draft law
on amendments to the law On Patent Attorneys of the Rus-
sian Federation in the first reading. The draft law was intro-
duced by Senators Umakhanov, Gumerova, and Vasilenko.
The amendments envisage rights, duties, and liability of
organizations providing patent attorney services to third
parties and grant a patent attorney certain rights and
guarantees.

The draft law introduces a regulatory definition for “orga-
nization of patent attorneys” and determines its duties
towards a client.

The amendments also provide for the following
developments:

e A possibility to create an office of the patent attorney;

¢ Introducing the client-attorney privilege concept;

e Setting the patent attorney’s status in court proceedings
equal to the attorney’s status;

¢ Introducing a duty of public authorities and other orga-
nizations to respond to a patent attorney’s request within a
month;

e Granting patent attorneys a right to access Rospatent’s
information resources containing information about regist-
ration of intellectual property subject matters.

RESOLUTION OF THE CONSTITUTIONAL
CourTt No. 40-P DATED 24 JuLy 2020
REGARDING THE CASE ON CONSTITU-
TIONAL REVIEW OF SUBCLAUSE 2 OF
CLAUSE 4 OF ARTICLE 1515 OF THE
CrviL CODE IN CONNECTION WITH THE
REQUEST FROM THE 15TH COMMERCIAL
COURT OF APPEAL

The Constitutional Court recognized Subclause 2 of Clause
4 of Article 1515 of the Civil Code as non-compliant with
the Constitution to the extent that this provision does not
allow the court, when determining the compensation pay-
able to the right holder in case of infringement of the exclu-
sive right to a trademark, to reduce, taking into account
the facts of a particular case, the total compensation if such
amount is many times more than the losses caused to the
right holder (given that the losses can be calculated with
areasonable degree of certainty, and their excess should
be proved by a defendant) and if, in this case, the circum-
stances of a particular case evidence in particular, that the
offence was committed by the defendant for the first time
and that the use of intellectual property, the rights to which
belong to other persons, infringing those rights was not a
substantial part of its business activities and was not gross.
The Constitutional Court pointed out that the legislature
should make amendments to the current legal regulation,
arising from the Resolution of the Constitutional Court.
Until the civil legislation is amended, the courts may not

be deprived of the opportunity to take into account all
circumstances relevant to the case, including the nature

of the infringement and the defendant’s financial straits
and, if there is a relevant statement from him, to reduce the
compensation below the amount set forth by Subclause 2 of
Clause 4 of Article 1515 of the Civil Code. At the same time,
in order to prevent excessive interference with the defen-
dant’s property, on the one hand, and to discourage him to
use intellectual property without a contract on the other
hand, such compensation may be reduced by the court not
more than by two times (i. e., it may not be less than the
cost of the right to use a trademark).

GOVERNMENT
ENAGTMENTS
AND DEPARTMENTAL
ENAGTMENTS

DECREE OF THE GOVERNMENT OF RuUs-
SIA No. 1388 DATED 09 SEPTEMBER
2020 ON APPROVAL OF THE RULES

FOR CONTROL OVER RETENTION OF
SPECIAL PROPERTIES OF GOODS, FOR
WHICH AN APPELLATIONS OF ORIGIN Is
REGISTERED

As per Article 1522.1 of the Civil Code, the competent
authority, whose opinion has been attached to the applica-



tion for registration of an appellation of origin of goods or
to the application for granting of a right to use the appella-
tion of origin of goods, must control retention of the special
properties of the goods, for which the appellation of origin
is registered. Such control consists in consideration of
statements on disappearance of conditions typical for the
relevant geographical location and on impossibility to pro-
duce goods having special properties. Such statements may
be submitted by anyone, including a public authority.
Based on the submitted statements, the competent
authority requests the positions of all holders of certificates
of the right to use the appellation of origin of goods and

of the head of the Russian constituent entity, where the
relevant geographical location is situated. The position of
professional associations of manufacturers of the relevant
goods may be requested, as well.

Based on the results of consideration of the applications,
taking into account the positions obtained, the competent
authority can prepare an opinion on the disappearance

of the conditions typical for this geographical location

and on the impossibility to produce goods having special
properties. The prepared opinion is sent by the competent
authority to Rospatent along with an application for termi-
nation of protection of the appellation of origin of goods
and for termination of the right to use the appellation of
origin of goods.

The application of the competent authority is considered by
Rospatent in accordance with the Rules for Consideration
by Rospatent of Disputes in Administrative Proceedings.

DECREE OF THE GOVERNMENT OF RuUs-
S1IA No. 1848 DATED 16 NOVEMBER
2020 ON APPROVAL OF THE RULES FOR
PAYMENT OF REMUNERATIONS FOR
EMPLOYEES’ INVENTIONS, EMPLOYEES’
UTiLITY MODELS, AND EMPLOYEES’
INDUSTRIAL DESIGNS

Clause 5 of Article 1246 of the Civil Code establishes the
Government’s powers to determine rates of, procedure, and
period for payment of remunerations for employees’ inven-
tions, utility models, and industrial designs. In accordance
therewith, the Rules for Payment of Remunerations have
been approved that apply when there is no relevant agree-
ment concluded between an employer and an employee.

As per the new Rules (the previous ones were adopted in
2014), for the employer’s use of an employee’s invention,
an employee’s utility model, or an employee’s industrial
design, the employee who is the author of the same should
be paid a remuneration in the amount of three average
salaries (previously, one salary) for the last 12 calendar
months of such a development being in use. If the employer
sells a licence for use of a patented employee’s invention,
utility model, or industrial design, the employee should be
paid 10 % of the licence fees received by the employer; if
the patent for the employee’s invention, utility model, or
industrial design is alienated, the employee should be paid
15 % of the remuneration received by the employer.

The Decree became effective on 1 January 2021 and is in
force until 1 January 2027.

NEW RULES FOR CONSIDERATION
AND RESOLUTION OF DISPUTES BY A
FEDERAL EXECUTIVE AUTHORITY FOR
INTELLECTUAL PROPERTY IN ADMINI-
STRATIVE PROCEEDINGS ARE MADE
EFFECTIVE

Joint order of the Ministry of Education and Science No.
644 and the Ministry of Economic Development No. 261
dated 30 April 2020 (registered with the Ministry of Jus-
tice on 25 August 2020 under No. 59454) approved the
Rules Establishing the Procedure for Consideration and
Resolution by Rospatent of Disputes over Granting and Ter-
mination of Legal Protection of Inventions, Utility Models,
Industrial Designs, Trademark, Geographical Indications,
and Appellations of Origin of Goods.

The grounds for consideration of a dispute, the procedure
for filing an appeal, an application, and any other documents
as well as the requirements for such documents, the proce-
dure for receiving and registering an appeal or an applica-
tion, the procedure for their consideration are determined.
The new Rules are in effect from 6 September 2020. On the
same date, the Rules for Filing Objections and Applications
and Their Consideration by the Chamber for Patent Dis-
putes approved by order of Rospatent No. 56 dated 22 April
2003 were recognized as inapplicable.

RULES FOR PREPARATION AND CON-
SIDERATION OF APPLICATIONS FOR
GEOGRAPHICAL INDICATIONS ARE SET
FORTH

On 7 September 2020, order of the Ministry of Economic
Development No. 398 dated 03 July 2020 (registered with
the Ministry of Justice on 26 August 2020 under No. 59495)
entered into force, which approved:

¢ Rules for preparation, filing, and consideration of an
application for a geographical indication or an appellation
of origin of goods;

e Requirements for the documents contained in the appli-
cation for a geographical indication, the application for an
appellation of origin of goods, and their forms;

e List of details to be specified in a certificate of exclusive
right to a geographical indication or an appellation of ori-
gin of goods;

¢ Forms of a certificate of exclusive right to a geographical
indication or an appellation of origin of goods.

Order of the Ministry of Economic Development of Russia
No. 697 dated 30 September 2015 and governing similar
legal relations is repealed.

PROTECTION SYMBOLS (EMBLEMS) OF
PROTECTED GEOGRAPHICAL INDICA-
TIONS AND APPELLATIONS OF ORIGIN OF
GOODS

On 8 September 2020, order of Rospatent No. 94 dated 03
July 2020 (registered with the Ministry of Justice on 28
August 2020 under No. 59556) entered into force, which
approved protection symbols of geographical indications
and appellations of origin of goods.

The emblems applied to goods confirm that an appellation
of origin of goods or a geographical indicat